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1. INTRODUCTION 
 

1.1 Technology and Copyright  

The development of copyright, a subtle and esoteric area of law,1 consistently 

coincides with revolutions in technology. 2  In other words, copyright law and 

technology go hand in hand. Technology is the basis for establishing and developing 

copyright law. It drives the development of copyright. Copyright law protects the 

creations of literature and science and in turn encourages the development of 

technology. The history of copyright law is a process of legal reaction to the impact of 

technology.  

 

The invention of the printing press drove the creation of copyright.3 In 1477 the 

printing press was introduced in England. William Caxton, an English printer, printed 

the first book in English, Dictes or Sayings of the Philosophers. 4  As a new 

technology, the printing press brought unprecedented innovations. First, it made 

                                                

1 Information Infrastructure Task Force, Intellectual Property and the National Information 
Infrastructure, The Report of the Working Group on Intellectual Property Rights (1995) 7 (hereinafter 
�US White Paper�). 
2 Richard Kurnit, �Internet Basics and Copyright Law� (1998) 6 Journal of Internet Law 
<hppt://www.gcwf.com/articles/journal/jil_june98_2.html.> at 20 October 2003. 
3 Douglas J. Masson, �Fixation on Fixation: Why Imposing Old Copyright Law on New Technology 
Will not Work� (1996) 71 Indiana Law Journal 1049, 1052. See also the US case Sony Corp. v. Universal 
City Studios, Inc., 464 U.S. 417, 430 � 31 (1984). 
4 Arlene Bielefield and Lawrence Cheeseman, Technology and Copyright Law (1997) 4, 14. 
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facsimile reproduction possible.5 Second, it laid the foundation of mass distribution.6 

The printing press revolutionised information storage, retrieval, and usage. However, 

at the same time, piracy emerged and flourished. With the increase of printers in 

England, the need arose to regulate the book market, crack down on piracy to protect 

printers, and prevent a monopoly on the part of the booksellers.7 In an attempt to 

control these issues, the British Parliament enacted the Statute of Anne8 in 1710, 

which was the first Copyright Act in history.9 The greatest contribution of the Act was 

introducing two concepts: copyright belonging to authors and the protection of a work 

being limited to a fixed term.10 If new technology in printing had not developed, the 

world would not have seen the flourishing book trade in England in the sixteenth 

century. In addition, authors� works would not have required legal protection and the 

Statute of Anne would not have been enacted. It is therefore apparent that the birth of 

copyright law was the direct result of the development of new technology.  

 

Later advances in new technology further illustrate the relationship between copyright 

law and technology. When the Statute of Anne was passed, the subject matter 

                                                

5 Craig W. Dallon, �The Problem with Congress and Copyright Law; Forgetting the Past and Ignoring 
the Public Interest� (2004) 44 Santa Clara Law Review 365, 378. 
6 Ira Glasser, �The Struggle for a New Paradigm: Protecting Free Speech and Privacy in the Virtual 
World of Cyberspace� (1999) 23 Nova Law Review 625, 629. 
7 Jason Cohen, �Endangered Research: The Proliferation of E-books and Their Potential Threat to the 
Fair Use Clause� (2001) 9 Journal of Intellectual Property Law 163, 185. 
8 Sometimes called the Statute of Queen Anne. It was passed in 1709. See Gillian Davies, Copyright and 
the Public Interest (2nd ed 2002) 11. 
9 Lionel Bently & Brad Sherman, Intellectual Property Law (2001) 29.  
10 Gillian Davies, Copyright and the Public Interest (2nd ed 2002) 10. 
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protected by copyright only included one term �book�.11 With the development of 

technology in cinematograph films, broadcasting, wire diffusion, audio and video tape 

recorders, computer, and communication networks, subject matters were extended to 

include dramatic works, musical works, artistic works, sound recordings, 

cinematograph films, television and sound broadcasts, and published editions of 

works.12 Technology caused further development of copyright law. 

 

In addition, the continued development of the Berne Convention for the Protection of 

Literary and Artistic works (hereinafter �Berne Convention�), the foremost important 

international copyright convention, illustrates the relationship between technology and 

copyright law. As new technology develops, the Berne Convention produces new 

rights and objects of protection every 20 � 25 years.13 When the Internet knocked on 

the door, copyright law was confronted with the challenge of new technology once 

again. 

 

1.2 The Challenge of the Internet 

The Internet is a collection of computer networks interconnected by copper-wire 

telephone lines, fibre-optic cables, wireless, or satellite dishes,14 through which 

digitised data such as image, sound and text is transmitted. This enables computers 

                                                

11 Ibid, footnote 8, 53. 
12 s.10 & ss. 85 � 88, Copyright Act 1968. 
13 The Attorney-General�s Department and the Department of Communications and the Arts, Discussion 
Paper Copyright Reform and the Digital Agenda (hereinafter �Australia Discussion Paper�) (1997) 
Foreword. 
14 William Stallings, Data & Computer Communications (6th ed 2000) 528-529. 
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connected to the networks to communicate with each other. As a means of electronic 

transmission, the Internet demonstrated the following significant advances: 

  

(1) Almost all works and other subject matters can be distributed everywhere 

and reproduced digitally; 

(2) The production of exact copies without degradation is quick and easy at little 

or no cost;15 and  

(3) Users can choose a place and time to receive a transmission.  

 

These technological advances challenged traditional copyright concepts, especially 

that of transmission. First, traditional transmission such as broadcasting or wire 

diffusion does not include reproduction. However, Internet transmission inevitably 

distributes copies of a work to other computer systems, therefore reproducing the 

work. Secondly, traditional transmission is intended for simultaneous reception by the 

public, whereas the Internet reaches the public asynchronously or simultaneously. 

Therefore, transmitting a work over the Internet raises questions regarding the legal 

characterisation of transmission of a work. Is the transmission of the work over the 

Internet a distribution, a communication, a reproduction, a display or otherwise?  

 

The Internet also challenges traditional copyright protection in the form of the 

reproduction right, publication right, performance right etc. Through the Internet, 

users can easily reproduce copyrighted works that they have browsed by storing the 

                                                

15 Graham J H Smith, Internet Law and Regulation (2nd ed 1997) 14. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

5 

works on discs. The works may then be distributed to others, or made available online 

for the public. Furthermore, these works can be performed or display in public. Most 

importantly, almost all basic Internet activities automatically concern pre-existing 

exclusive rights. For example, in Australia, downloading and uploading entail 

reproduction and publication. Both activities transmit and store copyright works in 

computers, resulting in the reproductions being supplied to the public. In addition, 

browsing and caching require storing copyrighted works into a computer�s memory, 

therefore entailing the reproduction of the works. On the other hand, browsing shows 

image, sound and text to users, entailing performance and display of works.  

 

As such there was no pre-existing exclusive right to comprehensively cover all 

Internet activities. The right of reproduction does not cover the act of supplying 

copies to the public; the right of publication does not cover the act of performing a 

work to the public; and the right of performance does not cover the act of storing 

copies in computers.  

 

At the international level, Internet transmission concerned the existing communication 

right. However, this right is not an independent exclusive right.16 This results in the 

broader question whether or not copyright law is properly adapted to the emerging 

need for protection of works in response to the development of digital technology.  

 

In response, in 1996, the World Intellectual Property Organisation (WIPO) concluded 

                                                

16 In the Berne Convention, the communication right is an auxiliary right for the performance right, 
broadcasting right and recitation right etc. See next Chapter. 
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the WIPO Copyright Treaty (hereinafter �WCT�) and the WIPO Performances and 

Phonograms Treaty (hereinafter �WPPT�). The treaties, which built on the Berne 

Convention, expanded the right of communication to the public, transforming it into 

an independent exclusive right adapted to the Internet age. But in implementing the 

WIPO Treaties, different countries have chosen varying approaches. For example, the 

United States considers that copyrighted works are distributed to the public by the 

transmission over the Internet, and that such transmission falls within the existing 

exclusive distribution right of the copyright owner rather than requiring a new right.17 

However, Australia complied with the WIPO Treaties by adopting a completely 

different approach, which recognised a new domestic right � the right of 

communication to the public:18That is, owners of copyrighted works have exclusive 

right to communicate works to the public online or by electronic transmission. 

 

However, irrespective of the uncertainty as to whether change was necessary, or how 

to change copyright law in response to the development of new technologies, 

copyright law must always endeavour to balance public and private interests. The 

former requires the free circulation of ideas and information. The latter means the 

copyright owners need private monopoly rights and hence the potential for reward by 

legal rights to restrict such free circulation.19 Without a doubt, the appearance of the 

Internet disturbed the balance between copyright owners and the public, favouring the 

                                                

17 US White Paper, above n 1, 221. 
18 s. 31(1)(a)(iv) of the Copyright Amendment (Digital Agenda) Act 2000. 
19 William Van Caenegem, �Copyright, Communication and New Technologies� (1995) 23 Federal 
Law Review 322, 328. 
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public. For example, through the Internet, users can swap music and movie files with 

each other and upload e-books for others to download. They can flexibly, rapidly and 

easily locate and access copyrighted works whilst saving on the cost of reproduction 

or copy. Most importantly, unlike traditional distribution, Internet distribution is rapid 

and its cost is extremely low � nearly free. If this imbalance could not be addressed 

expeditiously, the interests and rights of copyright owners would be adversely affected 

and the incentive to create copyrighted works would be reduced. Therefore, it is very 

important to reconcile the divergent interests of the owners of copyrighted works and 

public users. In addition, those rights should be recognised and balanced by the law, 

whilst safeguarding the utilities of the Internet.  

 

1.3 The Focus of This Thesis 

This thesis examines the balance between copyright owners and users by studying the 

nature of the rights and exceptions related to transmission of copyrighted works over 

the Internet, focusing on three different jurisdictions: Australia, Japan and the United 

States. The choice of Japan and the United States is based on consideration of the 

following elements: 

  

1. Both countries possess advanced information technology;  

2. Both countries took the lead in legislating for copyright protection in the 

digital environment;  

3. Both countries have different legal systems.  

 

In the matter of statutory reaction to transmission of works over the Internet, there 
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is no uniform solution around the world as the divergent laws in the three chosen 

countries demonstrate.  

 

Chapter 2 introduces the concept of Internet transmission, its technological 

definition, and legal approaches in different countries.  

 

Chapter 3 examines the legal character of Internet transmission � the right of 

communication to the public. In response to the development of Internet 

technology, the WIPO Treaties reconceptualised the right of communication. 

However, different countries adopted different ways to implement the WIPO 

Treaties. Some countries amended their copyright laws, creating a series of new 

rights, such as right of transmission to the public and right of making available, 

while some countries adhered to the distribution right to cover Internet 

transmission. These rights are analysed in this chapter.  

 

Chapter 4 discusses other rights relevant to the Internet, such as the reproduction 

right, distribution right, and performance right. Unlike copyright owners, the 

public focuses more on the defences when copyrighted works are used. Therefore, 

Chapter 5 addresses these legal defences and exceptions that a defendant may rely 

upon when sued for infringement of copyright, including fair use, library and 

archives exceptions, and educational exceptions. Online service providers (OSPs) 

are very important legal subjects on the Internet. This chapter also examines their 

liabilities.  
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Finally, Chapter 6 attempts to draw conclusions about the main rights and 

exceptions of copyrighted work on the Internet and the relationship of both to this 

new technology. 

 

This thesis is current up to March 2006. 
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2. THE CONCEPT OF INTERNET TRANSMISSION 
 

2.1 Technological Definition  

The fundamental task of networks is communication, the exchange of data between 

parties whether point-to-point or multipoint.20 Point-to-point means two devices of a 

communication system are directly linked and only the two devices share a 

transmission medium.21 In multipoint, more than two devices share the same medium, 

such as computers connected to the Internet.22 Any data communication system 

contains at least three factors: data, signalling and transmission.23 Data implies 

information, which can be converted texts, images and sounds.24 Signalling is the 

sending of the signals that are electric or electromagnetic wave represented data, from 

a source of a network along a suitable medium, such as twisted pair, coaxial cable, 

optical fiber, or microwave to a receiver or receivers.25 Transmission means the 

communication of data by the propagation and processing of signals. 26  Thus, 

transmission of copyrighted works over the Internet stands for data, which contains 

copyright materials with perceptible meaning, communicated by propagating and 

processing signals through information networks.27 

                                                

20 Stallings, above n 14, 5-6. 
21 Ibid, 69. 
22 Ibid. 
23 Ibid, 80. 
24 Ibid, 80�82. 
25 Ibid, 80, 83�89. 
26 Ibid. 
27 Henry O. Towner indicated a national information infrastructure already exists in the form of 
telephone, television, computer, fax machines and other electronic devices connected by separate 
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Internet transmission includes two data communication techniques: webcasting and 

interactive transmission.28 Webcasting is similar to radio or television broadcasting, 

where content is selected by the broadcaster and reception is simultaneous with its 

transmission.29 This technology was introduced in 1996.30 Up to that time, Internet 

transmission applied interactive technique that users had to actively seek, select and 

access works from a place and at a time chosen by them. In view of new copyright 

issues arising from interactive transmission, webcasting being seen as the equivalent 

of broadcasting and WIPO being undertaking a Treaty on the Protection of 

Broadcasting Organisations, which grants broadcasters, cablecasters and webcasters 

the right to control Internet transmissions,31 this thesis only refers to interactive 

transmission. 

 

2.2 Legal Definition 

Unlike technological definition that only considers the object itself that will be 

defined, a legal definition must consider the evolution of legislation and of the social 

environment. Therefore, a legal definition of transmission is inescapably general. 

Firstly, this section examines the provisions of the Berne Convention and WIPO 

Treaties related to transmission of works. Next, three different definitions that come 

                                                                                                                                       

communication network: see �Copyright Law on the Information Superhighway: A Critical Analysis of 
the Proposed Amendments to the Copyright Act� (1996) 7 Regent University Law Review 261, 268. 
28 Makeen Fouad Makeen, Copyright in a Global Information Society (2000) 284. 
29 See WIPO Standing Committee on Copyright and Related Rights, Revised Consolidated Text for a 
Treaty on the Protection of Broadcasting Organisations, Twelfth Session 2004, 26. 
30 See the term of �webcasting� in Microsoft Encarta Encyclopedia 2005. 
31 See WIPO Standing Committee on Copyright and Related Rights, above n 29. 
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from three countries� (Japan, the United States and Australia) legislation or proposals 

of legislation concerning Internet transmission will be considered and compared. 

These definitions represent different approaches to legislation and are very important. 

In the next section, the legal character of the Internet transmission of works will be 

discussed, so that the definition of transmission may be better understood. 

 
2.2.1 The WIPO: Communication to the public 

The Berne Convention was the first treaty to try to harmonise international copyright 

law.32 The treaty is now administered by the WIPO, which is one of the sixteen 

specialised agencies of the United Nations system of organisations. WIPO�s purpose 

is promoting the protection of intellectual property all over the world by cooperation 

between States and international organisations.33 The Berne Convention requires 

member countries to protect literary and artistic works. It also specifies exclusive 

rights for copyright owners, including the right of translation, of reproduction, of 

public performance, of public recitation, of broadcasting, of adaptation and rights in 

film.34 The Berne Convention also prescribes rights that are actually auxiliary rights 

of most of the above rights, except for the rights of translation and reproduction. 

These auxiliary rights are the existing rights of communication to the public, 

including: 

                                                

32 Julie S. Sheinblatt, �The WIPO Copyright Treaty� (1998) 13 Berkeley Technology Law Journal 535, 
536. 
33 art 3 of the Convention Establishing the World Intellectual Property Organisation. 
34 arts 8, 9, 11, 12, 14 of the Berne Convention. 
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● Right of communication to the public of performances of works;35  

● Right of communication to the public of works by broadcasting and wire 

diffusion;36 

● Right of communication to the public of recitations of works;37  

● Right of communication to the public of films as works.38 

The communication of works to the public means communicating the works from a 

place where the communication is initiated to a place other than the place of initiating 

the communication.39 The objects of communication are reproduction, performance, 

broadcast, recitation, adaptation and film.40 From the point of view of technological 

definition, communication of works can be equated with transmission of works. The 

means of transmission include broadcasting, wire diffusion, loudspeaker, and other 

analogous instrument transmitting.41 For example, the International Convention for 

the Protection of Performers, producers of Phonograms and Broadcasting 

Organisations (hereafter �Rome Convention�) and WPPT explicitly define 

broadcasting as a transmission.42 However, traditional transmission is simultaneous, 

with the simultaneous reception and receiving the transmission by members of the 

public. This differs from the reception of interactive transmission that can be received 

by users from a place and at a time chosen by them.  

                                                

35 art 11(1)(ii) of the Berne Convention. 
36 arts 11bis (1)(i), (ii) of the Berne Convention. 
37 art 11ter (1)(ii) of the Berne Convention . 
38 art 14 (1)(ii) of the Berne Convention . 
39 Mihaly Ficsor, The Law of Copyright on the Internet (2002) 156. 
40 See arts 11, 11bis, 11ter, 14 of the Berne Convention. 
41 arts 11, 11bis, 11ter, 14 of the Berne Convention. 
42 art 3(f) of the Rome Convention and art 2(f) of the WPPT. 
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In 1996, the WIPO Treaties introduced a completely new concept, redefining 

�communication to the public� as �transmission to the public by any medium, 

otherwise than by broadcasting.�43 So, the new definition of communication to the 

public covers all transmissions other than broadcasting, and of course includes 

Internet transmission. 

 
2.2.2 Japan: Public Transmission 

Japan joined the Berne Convention in 1899. At that time, its copyright law accorded 

with the international system of copyright protection.44 After the Second World War, 

Japan gradually became one of the most highly developed economies in science and 

technology. As early as 1986, Japan introduced �the right of interactive 

transmission�,45 so that there were three forms of transmission in Japanese copyright: 

broadcasting, wire diffusion and interactive transmission. In September 1995, at the 

first of Berne Protocol and New Instrument Committees, convened by the WIPO, 

Japan presented a report of the Japanese Working Group of the Subcommittee on 

Multimedia, Copyright Council, Agency of Cultural Affairs, and published in 

February 1995 under the title �A Report on Discussions by the Working Group of the 

Subcommittee on Multimedia, Copyright Council � Study of Institutional Issues 

Regarding Multimedia� (hereafter �Japanese Multimedia Report�). In this report, 

                                                

43 art 2(g) of the WPPT. 
44 Japan Copyright Office, Copyright System in Japan, (2005 ed Copyright Research and Information 
Centre (CRIC)) <http://www.cric.or.jp/cric_e/csj/csj.html>, at 6 March 2006. 
45 Ibid. 
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creating a new concept of transmission was proposed, 46  and three alternative 

proposals were advanced as follows: 

 

Proposal A: Change the definition of the term �broadcast� to the effect of creating the 

concept of �transmission� which encompasses all forms of radio communication; � 

and changing the term of �right of broadcasting� in Article 23 to �right of transmission�. 

 

Proposal B: Regardless of whether by radio or by wire, or simultaneous or 

non-simultaneous reception, define the term �transmission� as transmission by means of 

telecommunication intended for direct reception by the public. Also change �rights of 

broadcasting and wire transmission� in Article 23 to �right of transmission�. 

 

Proposal C: Change the definition of the term �wire transmission� to include 

transmission to the public within the same premise.47  

 

The report pointed out that �many Working Group members regarded either Proposal 

A or B as desirable in order to clarify that an author�s right extends to such acts�.48 

Therefore, in 1997 in order to comply with the WCT, the Copyright Law of Japan 

was amended. It defines �public transmission� to cover all forms of transmission, 

                                                

46 The Working Group of the Subcommittee on Multimedia, Copyright Council, of the Agency of 
Culture Affairs, A Report on Discussions by the Working Group of the Subcommittee on Multimedia, 
Copyright Council � Study of Institutional Issues Regarding Multimedia (hereafter �Japanese Multimedia 
Report�) (1995) 12. 
47 Ibid, 13. 
48 Ibid. 
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including broadcasting, wire diffusion and interactive transmission.49 At the same 

time, it established a new right of �making transmittable�, which is a right of making 

copyrighted works available for the public.50  

 

In the Copyright Law of Japan, Article 2 divides �transmission� into three levels. The 

first level is �public transmission�, which means �the transmission of radio 

communication or wire-telecommunication intended for direct reception by the 

public�. 51  It includes two sublevels, �radio communication� and 

�wire-telecommunication�. Both communications have two ways of transmission: 

�interactive transmission� and �simultaneous reception� transmission. The former is 

defined as �the public transmission made automatically in response to a request from 

the public, excluding the public transmission falling within the term �broadcasting� or 

�wire diffusion��. 52  The latter includes broadcasting and wire diffusion. 

�Broadcasting� means �the public transmission of radio communication intended for 

simultaneous reception by the public of the transmission having the same contents.�53 

�Wire diffusion� means �the public transmission of wire-telecommunication intended 

for simultaneous reception by the public of the transmission having the same 

contents.�54 The system of transmission is illustrated in Figure 1: 

                                                

49 art 2(viibis), (viii), (ixbis) and (ixquater) of the Copyright Law of Japan (Yakifusa Oyama et al trans, 
CRIC 2001). 
50Japan Copyright Office, above n 44. It should be noted that the WIPO Copyright Treaty employs the 
term of �making available�.  
51 art 2 (viibis) of the Copyright Law of Japan. 
52 art 2(ixquater) of the Copyright Law of Japan . 
53 art 2(viii) of the Copyright Law of Japan . 
54 art 2(ixbis) . of the Copyright Law of Japan 
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Figure 1. Japanese Definition of Transmission 

Given the above-mentioned definitions, under Japanese copyright law public 

transmission covers all wire and wireless transmissions, including Internet 

transmission. Compared with WIPO�s communication to the public, the scope of 

Japanese public transmission is wider, because it includes traditional transmission 

whose reception is simultaneous and interactive transmission receiving by the public 

asynchronously.  

 

2.2.3 Australia: Communication to the public 

Similar to Japan, prior to 2001, there were two data transmission forms in Australian 

copyright law: broadcasting and wire diffusion. The former was concerned with 

wireless transmission; the latter with wire transmission. Because both broadcast and 

wire diffusion do not cover the characteristics of Internet transmission: lacking the 

interactive characteristic that is a highlight of Internet transmission, reception being 

asynchronous and accompanying reproduction, in order to resolve many legal 
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problems that the Internet brought to copyright law and considering the evolution of 

the communication right in the WIPO, the development of communication and 

information technology, and proposals made by government, Australia adopted the 

expression �communication� to cover all transmissions in the digital and network 

environment. 55  In the Copyright Amendment (Digital Agenda) Act 2000 (Cth), 

�communicate� is defined as �to make available online or electronically transmit 

(whether over a path, or a combination of paths, provided by a material substance or 

otherwise) a work or subject matter�.56 This is a technology-neutral definition that 

includes wire transmission, wireless transmission and making available online.57 

Compared with the Copyright Law of Japan, there is no essential difference in the 

components of �public transmission� and �communication to the public�. However, 

Japanese copyright law emphasises the ways of transmission: wire and wireless; 

Australian copyright law emphasises the status of transmission: making available 

online and electronic transmission. 

 
2.2.4 The Unite States: Distribution 

Unlike Japan and Australia, in the United States, current copyright law does not define 

�transmission�, especially Internet transmission, even though the use of the term 

�transmission� in the Copyright Law of the United States of America (hereinafter 
                                                

55 The Parliament of the Commonwealth of Australia Senate, Copyright Amendment (Digital Agenda) 
Bill 2000 � Revised Explanatory Memorandum, (hereinafter �The Revised Explanatory Memorandum�) 
2. 
56 s. 10(1) of the Copyright Act 1968. 
57 Attorney General�s Department, �Copyright Reform: Copyright Amendment (Digital Agenda) Act 
2000�<http://www.ag.gov.au/agd/Department/Publications/publications/copyfactsheet/copyfactsheet.ht
ml > at 6 March 2006. 
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�Copyright Law of the US�) has a very high frequency.58 In the law, transmission is 

an object, and not an action. For example, such sentences as �communication of a 

transmission embodying a performance of a work�, 59  or �to see or hear the 

transmission� 60  can be found everywhere. The copyright law only defines 

transmitting a performance or display, no other forms.61 Section 101 of the Copyright 

Law of the US provides: �To �transmit� a performance or display is to communicate it 

by any device or process whereby images or sounds are received beyond the place 

from which they are sent�. This definition shows that transmission and 

communication are synonymous. However, communication is not an exclusive right 

under the Copyright Law of the US. The act of transmission is only a means of 

exercising the exclusive right of public performance or public display, unlike in 

Australia and Japan, where transmission itself is a separate exclusive right. Therefore, 

it is clear that above definition of transmission does not unveil the legal character of 

the transmission of works. Nevertheless, in the proposals of the Information 

Infrastructure Task Force (hereinafter �IITF�), the nature and form of a transmission 

are defined.  

 

In February 1993, President Clinton created the IITF to assist in the formation and 

execution of his Administration�s �National Information Infrastructure�, one of the 

                                                

58 This word appears 526 times in the Copyright Law of the US. 
59 s. 110(5) of the Copyright Law of the US. 
60 Ibid. 
61 US White Paper, above n 1, 217. See also Banjamin R. Kuhn, �A Dilemma in Cyberspace and Beyond: 
Copyright Law for Intellectual Property Distribution over the Information Superhighways of Today and 
Tomorrow� (1996) 10 Temple International and Comparative Law Journal 171, 186. 
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goals of the presidential campaign.62 The backbone of the National Information 

Infrastructure is the Internet.63 The IITF published a paper: Intellectual Property and 

National Information Infrastructure � Preliminary Draft of the Working Group on 

Intellectual Property Right (hereinafter �US Green Paper�) in July 1994. Subsequently, 

the Working Group gathered opinions from the public and then issued final legislative 

proposals under the same title as the Green Paper (�US White Paper�) in September 

1995. The purpose of both papers was to revise the Copyright Law of the US in the 

digital era. In the Green Paper, transmission was defined as �[t]o �transmit� a 

reproduction is to distribute it by any device or process whereby a copy or 

phonorecord of the work is fixed beyond the place from which it was sent.�64   

 

As such, the legal character of �transmission� was determined as distribution, which is 

defined as �to distribute copies or phonorecords of the copyrighted work to the public 

by sale or other transfer of ownership, or by rental, lease, or lending�,65 that is the 

transmission of works are covered by the existing distribution right.  

 

In 1996, a proposal that Internet transmission should be covered by the distribution 

right was submitted to the WIPO Committee of Experts on a Possible Protocol to the 

                                                

62 Jason M. Skier, �The end of fair use or the IITF White Paper as a mechanism to prohibit the fair use of 
copyrighted materials� (1996) < http://osaka.law.miami.edu/~froomkin/seminar/papers/skier.htm > at 6 
March 2006. 
63 Stuart P. Meyer, �Intellectual property rights on the Internet� (1998) 14 Computer Law and Security 
Report 15, 15. 
64 US Green Paper, 122. The US White Paper affirms the definition on its footnote 543, at 217. 
65 s. 106 (3) of the Copyright Law of the US. 
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Berne Convention.66 Furthermore, the US White Paper described transmission as a 

means of distribution for copies of works.67 With regard to �process�, the Green Paper 

provided that ��[a] copy of a work is transmitted over wires or satellite signal in 

digital form so that it may be captured in a user�s computer��68 In form, the US 

White Paper considered that, besides performance and display, reproduction should be 

a form of transmission on the Internet, because during transmitting of a performance 

or display, a reproduction of the work is transmitted as well. 69  Therefore, the 

transmission of a work on the Internet should be represented as a performance, display, 

reproduction, or some combination of these. 70  The first form of transmission, 

�performance�, is defined as �to recite, render, play, dance, or act it, either directly or 

by means of any device or process or, in the case of a motion picture or other 

audiovisual work, to show its images in any sequence or to make the sounds 

accompanying it audible.�71 The second form of transmission is �display�, which 

means to �show a copy of it, either directly or by means of a film, slide, television 

image, or any other device or process or, in the case of a motion picture or other 

audiovisual work, to show individual images nonsequentially.�72 The third form of 

transmission is �reproduction�, which is �to reproduce the copyrighted work in copies 

                                                

66 WIPO, Committee of Experts on a Possible Protocol to the Berne Convention, Sixth Section, Geneva, 
1-9 February 1996, 28 � 29. 
67 US White Paper, above n 1, 213-214. 
68 Ibid, 43. 
69 Ibid, 217. 
70 Ibid, footnote 544, at 218. 
71 s101 of the Copyright Law of the US. 
72 s101 of the Copyright Law of the US. 
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or phonorecords.�73  

 

In October 1998, President Clinton signed the Digital Millennium Copyright Act 

(hereinafter �DMCA�), omnibus legislation including provisions regarding 

implementation of two 1996 WIPO Treaties, Internet service provider liability 

limitations and vessel hull design protection. However, the DMCA does not comply 

with the WIPO Treaties to introduce a right of communication to the public and 

making available to the public.74 Case law has defined transmission of works on the 

Internet as distribution of works. This will be further discussed in the next chapter, the 

legal character of transmission in the United States. 

  

2.3 New Concept v. Traditional Concept 

To sum up, the concepts of transmission of works are different in different 

jurisdictions. The differences between new and traditional concepts of transmission 

are as follows: in Australia and Japan, transmission is an act of communicating 

copyrighted works, whether by traditional or new means. The traditional concept of 

transmission of a work is broadcasting or transmitting it by wire. Both transmissions 

synchronise with their receptions. The new concept includes any transmission, 

including making a work available, which extends forms of reception from 

simultaneous to asynchronous. 

  

                                                

73 s106 (1) of the Copyright Law of the US . 
74 David L. Hayes, �Advanced Copyright Issues on the Internet� (1998) 7 Texas Intellectual Property 
Law Journal 1, 43. 
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The Copyright Law of Japan brings Internet transmission into �public transmission�, 

which includes radio communication and wire-telecommunication. Both 

transmissions subdivide into interactive and simultaneous communication. Australia 

introduced the concept of communication, using that to cover all types of transmission, 

including electronic transmission and making available online. The United States 

defines transmission as communication. However, transmission of reproductions is 

regarded as distribution, a form of exercising exclusive rights in the Copyright Law of 

the US. Transmission is merely a means of distribution of works. 
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3. LEGAL CHARACTER OF INTERNET TRANSMISSION 
 

Copyright owners may use their works as they wish and may exclude others from 

using them without their authorisation. 75  �Use� is restrictively defined by most 

copyright laws as the acts that persons cannot exploit a copyrighted work without the 

consent of the copyright owner, including reproducing, performing, making a sound 

recording of, making a motion picture of, broadcasting, translating, and adapting the 

work.76 Normally, to use a copyrighted work on the Internet requires a two-step 

procedure.77 The first step is that the work is stored in an Internet server that is 

accessible through the Internet. There are two ways to store a work in an Internet 

server: directly storing the work in the Internet server, and transmitting and storing the 

work in the Internet server by another computer. The process of transmission and 

storage is called uploading in information technology terms.78 Whether direct storage 

or storage by uploading, both involve reproduction of the work. The second step of 

the procedure is the accessing of the work on the Internet by users, including 

downloading and displaying the works. Once a user wants to access the work online, a 

request is sent to the Internet server. When the server receives the request, it retrieves 

the work and automatically transmits it back to the user�s computer. Then the 

computer stores the work and displays it. An interactive transmission is completed. 

                                                

75 WIPO, Intellectual Property Handbook: Policy, Law and Use (hereafter WIPO Handbook) (2001) 43. 
76 Ibid, 44. 
77 See Andras Szinger, �Copyright and Freedom of Accessing Information in the Cyberspace� in United 
Nations Education, Scientific and Cultural Organisation (ed), Final Report and Proceedings (2000) 251, 
255. 
78 See the term of �upload� in Microsoft Encarta Encyclopedia 2005. 
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Because there is always a time difference between requests of same data by members 

of the public, receiving the same work over the Internet is not simultaneous. Both 

downloading and display also relate to reproduction. In addition, downloading 

distributes the works from the Internet server to user computers, concerning 

distribution. Displaying musical or dramatic works involves performance. The 

procedure is illustrated as figure 2. 

 

 

 

 

 

 

  

Figure 2. Procedure of Transmitting a Work 

In the digital network environment, the transmission of a copyrighted work may lead 

to following results: reproducing, distributing, performing, and displaying the work.79 

These results may constitute �using� the work and infringe the exclusive rights, which 

are bestowed by law on the owners of copyright in protected works.80 So only 

copyright owners should enjoy a right to transmit or authorise other persons to 

transmit their works to Internet severs and make them available to the public.  

 
                                                

79 These will be discussed in next chapter. 
80 WIPO Handbook, above n 75, 43. 
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However, there are many issues surrounding this right. Firstly, the central issue is 

whether Internet transmission requires a new exclusive right, or only pertains to 

existing exclusive rights. Next, if the transmission pertains to existing exclusive rights, 

which rights are of issue? At the international level, there were several issues to be 

discussed in the WIPO experts meetings to cover electronic transmission via the 

Internet: transmission right, distribution right, display right, rental right or 

communication.81 Since the transmission right is not an existing right, the object of 

distribution and rental right is a tangible copy, and display right only is recognised in 

a few countries, the WIPO Treaties adopted a neutral existing right, the right of 

communication, to handle the problem of Internet transmission.82 In order to adapt to 

the WIPO Treaties, many countries have amended their copyright laws. Examining 

the status of legislation related to the Internet transmission, the main solutions can be 

divided into three types: extending existing rights, adhering to existing rights and 

creating new rights.  

 

3.1 WIPO�s Right of Communication to the Public 

As mentioned above, the right of communication to the public is an existing right in 

the Berne Convention. In fact, the right of communication to the public was a popular 

concept in Europe, the birthplace of the Berne Convention, even before the WIPO 

Treaties. For example, in Germany the right of communication to the public is defined 

as an exclusive right to communicate copyrighted works to the public in non-material 

                                                

81 Makeen, above n 28, 285 � 290. 
82 Ibid. 
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form,83 including (1) the right of recitation, performance and presentation; (2) the 

right of broadcasting; (3) the right of communication by means of video or audio 

recording; (4) the right of communication of broadcasts.84 The difference between the 

right of broadcasting and the right of communication of broadcasts is that the former 

makes a work accessible by signal transmission, such as radio, television, satellite, 

cable or other similar technical devices; the latter makes a broadcast work perceivable 

to the public by screen, loudspeaker etc.85 Slovenia defines the right of using a work 

in non-material form as a right of communication to the public as well.86 Russia 

provides an explicit definition of �communicate�: �show, perform or broadcast or 

engage in any other act (except for the distribution of copies of the work or 

phonogram) whereby the works, phonograms, performances or programs of 

broadcasting or cable distribution organisations are made audible or visible, whether 

or not they are actually perceived by the public.�87 In terms of these definitions, 

�communication� is a way of using a work or subject matter in non-material form, i.e. 

a non-copy-related right.  

 

It should be noted that, unlike the above countries, Turkey�s Copyright Law positions 

the right of communication to the public as a moral right. It provides as follow: �The 

                                                

83 art 15 (2) of the Law on Copyright and Neighboring Rights, (of September 9, 1965, as last amended by 
the Law of July 19, 1996), (Germany). 
84 art 15 (2) of the Law on Copyright and Neighboring Rights, (of September 9, 1965, as last amended by 
the Law of July 19, 1996), (Germany). 
85 arts 20, 22 of the Law on Copyright and Neighboring Rights, (Germany). 
86 art 21(2) of the Copyright and Related Right Act 1995, (Sluvenia). 
87 art 4 of the Law on Copyright and Neighbouring Rights 1993, (Russian Federation).  
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author of a work shall have the exclusive right to decide whether his work shall be 

communicated to the public or not and to decide the time and manner of such 

communication.�88 Thus it can be seen that communication of a work is related with 

using the work in non-material form, including transmission. 

 

In December 1996, the WCT and WPPT were signed at Geneva. Because the treaties 

were intended to meet the challenges of digital technology and the Internet, the 

International press simply referred to the treaties as the �Internet treaties�.89 The 

treaties extended the right of communication to the public from an auxiliary right to 

an independent exclusive right.  

 

This right controls the use of protected works on computer networks by requiring 

signatory countries to grant right holders the exclusive right to make protected works 

available to the public. Under the title �Right of Communication to the Public�, Article 

8 of the WCT provides: 

  

[a]uthors of literary and artistic works shall enjoy the exclusive right of authorising any 

communication to the public of their works, by wire or wireless means, including the 

making available to the public of their works in such a way that members of the public 

may access these works from a place and at a time individually chosen by them.90  

 

                                                

88 art 14 of the Law on Artistic and Intellectual Works (No. 5846 of December 5, 1951, as last amended 
in 1995), (Turkey). 
89 See Kamil Idris, Foreword for Mihaly Ficsor�s The Law of Copyright and the Internet. 
90 art 8 of the WCT. 
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In the WPPT, there are two articles concerning the right of making available, Articles 

10 and 14. Article 10 reads as follows:  

 

Performers shall enjoy the exclusive right of authorising the making available to the 

public of their performances fixed in phonograms, by wire or wireless means, in such a 

way that members of the public may access them from a place and at a time individually 

chosen by them.91 

 

Article 14 provides: 

 

Producers of phonograms shall enjoy the exclusive right of authorising the making 

available to the public of their phonograms, by wire or wireless means, in such way that 

members of the public may access them from a place and at a time individually chosen by 

them.92 

 

A significant innovation of the WIPO Treaties is introducing the �making available 

right�, which is an exclusive right for authors, performers, phonogram producers and 

other copyright owners to authorise or prohibit the communication of their works and 

other protected material online. In fact, the �making available right� had been 

recommended as early as 1982.93 The Executive Committee of the Berne Union held 

a joint session with the Intergovernmental Committee of the Universal Copyright 

Convention in June 1982. The Committees adopted �Recommendations for Settlement 

                                                

91 art 10 of the WCT. 
92 art 14 of the WCT. 
93 Ficsor above n 39, 100. 
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of Copyright Problems Arising from the Use of Computer Systems for Access to or 

the Creation of Works�. In point 6 of the Recommendation, the right of making 

available was recommended as follows: 

 

However, in order to harmonize the approach of States in settling the problems relating to 

the input and output and to provide the authors with the real possibility of exercising 

control when their works are put into computer system, States should consider the 

desirability of express recognition under their national laws of the exclusive right of the 

author to make his work available to the public by means of computer systems from 

which a perceivable version of the work may be obtained. Such a right may apply to the 

acts of input or output or to the act of input only, the latter being, in this case, the starting 

point of control exercised by the author over the destination of his work.94  

 

Compared with Article 8 of the WCT, Articles 10 and 14 of the WPPT, the 

Recommendation limited the means of �making available� to computer systems, 

whereas the latter expanded the means to any form of communication by wire or 

wireless. Even so, the Recommendation illustrates the foresight of the 1982 

committees. 

 

The new communication right has the following legal characteristics: first, the object 

of the right is a work, not a copy of a work. Second, the means of communication are 

by wire or wireless. Last, the place and time which members of the public access a 

                                                

94 WIPO, Copyright (September 1982) 246. 
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work may be chosen by them. This characteristic broke the traditional concept of 

simultaneous reception: different users may receive the same transmission at different 

times. Notwithstanding the fact that the WCT does not define �communication to the 

public�, Article 2(g) of the WPPT defines it explicitly as �transmission to the public by 

any medium, otherwise than by broadcasting.�95 In fact, any traditional way of 

communication to the public includes a process of transmitting signals, whether by 

wire diffusion, broadcasting, loudspeaker (signal of sound) or by other analogous 

instrument transmitting, because the beginning and end of a communication are 

located at different places. Thus, it is obvious that �communication to the public� 

means �transmission to the public� by any means, excluding broadcasting. 

 

Therefore, the new right of communication to the public can be divided into two sub 

rights. The first is a right of transmission to the public by wire or wireless; and the 

second is a right of making available to the public.96 The differences between right of 

transmission and right of making available to the public are that the receivers of 

transmitting a work are certain, such as particular Internet servers or users, and a 

transmission must occur in exercising the former right; but in the latter the receivers 

of making a work available are uncertain. Any member of the public may access the 

work from a place and at a time chosen by him or her. In addition a transmission of a 

                                                

95 art 2(f) of WPPT provides that �broadcasting� means �the transmission by wireless means for public 
reception of sounds or of images and sounds or of the representations thereof� Even though broadcasting 
is a transmission by wireless means as well, its diffusion and reception are synchronous. 
96 arts 10 and 14 of the WPPT provide that performers and producers of phonograms shall enjoy the 
exclusive right of authorising the making available to the public. 
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work may or may not occur in exercising the latter right. For example, in the Internet 

environment, copyright owners wishing to communicate their works to the public 

online have three options. First, they directly transmit their works to different target 

computers by a user list, exercising the right of transmission. In such a case, they 

know who will receive and access their works. Secondly, they store their work in their 

own computers that connect to the Internet for accessing by the public. That is making 

their works available to the public. In this case, the transmission of their works does 

not then occur and they do not know who will access their works. Thirdly, they upload 

their works onto Internet servers. Since uploading is a process of transmission and 

storage of a work, therefore, they exercise two rights: the right of transmission and the 

right of making available. Under these circumstances, they know the specific servers 

but do not know who will access their works. Thus, if making a work available by 

uploading, a transmission must occur. The above cases can be illustrated by figure 3. 

 

  

 

                                                                              

 

  

 

 

Figure 3. Exercising the Right of Communication to the Public 
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3.2 Australia�s Right of Communication to the Public  

In order to comply with the WIPO Treaties, Australia regarded the transmission of 

works as a new exclusive right of copyright owners. It created a new right � the right 

of communication to the public. The new right replaced the former rights in respect of 

broadcasting and cable transmission. In 1993, the Australian government established 

the Copyright Convergence Group (CCG). Its main task was to seek appropriate 

protection for broadcasts and other electronic transmissions by which copyright 

materials could be transmitted.97 The CCG proposed the creation of a broadly based 

technology-neutral transmission right in the Copyright Act. 98  The proposed 

transmission right had the following characteristics: 

 

● Cover the transmission of copyright in intangible form to the public by means 

or combination of means which is capable of being made perceivable or used 

by a receiving device; 

● Encompass the existing right to broadcast and replace and extend the right to 

transmit to subscribers to a diffusion service; 

● Remain separate from the existing public performance right; 

● Be given to all copyright owners, including owners of copyright in sound 

recording and broadcasts.99 

                                                

97 Copyright Convergence Group, Highways to Change: Copyright in the New Communications 
Environment, (Attorney-General�s Legal Practice 1994) 2-3.  
98 House of Representatives Standing Committee on Legal and Constitutional Affairs, Advisory Report 
on the Copyright Amendment (Digital Agenda) Bill 1999, The Parliament of the Commonwealth of 
Australia, November 1999, para 1.2. 
99 CCG, above n 97, 9. 
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However, due to the rapid development of Internet technology, the proposed 

transmission right, rooted in the broadcast right, could not adapt to the use of 

copyrighted works on the Internet.100 This raised arguments that rights holders should 

control placing their copyright materials on Internet servers, but the proposed 

transmission right did not cover this right.101 Thus, when the key recommendation of 

a transmission right obtained the support of the Australian government, 102 a right of 

making available was proposed by the government as well in addition to the 

transmission right.103 The mode of exercising the right of making available to the 

public is that members of the public may choose a time and a place to access the 

copyright material.104  

 

In July 1997 the government issued the Discussion Paper: Copyright Reform and the 

Digital Agenda. The subtitle of the paper was �Proposed Transmission Right, Right of 

Making Available and Enforcement Measures�. The discussion paper proposed 

establishing the transmission right and the right of making available. It opined that the 

transmission right and the right of making available are different for different 

categories of copyright owners. Even though the WIPO Treaties use the expression 

�right of communication to the public� to suit the environment of a digital network, 

                                                

100 Raani Costelloe, �The New Digital Copyright Law in the Media, Entertainment and Communications 
Industries� (2001) 12 Australian Intellectual Property Journal 19, 21. 
101 Ibid. 
102 Digital Agenda Bill 1999, above n 98, para 1.2. 
103 Australia Discussion Paper, above n 13. 
104 Ibid, para 4.14. 
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Australia should use the term of �transmission right�. 105  The discussion paper 

indicated that �transmission� �would not be tied to any form of technological 

transmission and would extend to all transmissions lawfully made in Australia�.106  

 

After releasing the discussion paper, the government received 71 submissions from 

various organisations.107 Weighing the advantages and disadvantages, in the end, the 

government adopted a broad right of communication to the public to cover and 

replace the proposed transmission and making available online rights in April 1998.108 

In August 2000, the Copyright Amendment (Digital Agenda) Bill 2000 passed the 

Senate and House of Representatives. In September of the same year, the Digital 

Agenda Bill received Royal Assent and became the Copyright Amendment (Digital 

Agenda) Act 2000, in which a new technology-neutral right of communication to the 

public replaced and extended the existing technology-specific broadcasting right and 

the limited right to transmit to subscribers to a diffusion service. The new right covers 

all transmission rights, including the broadcast right, diffusion right and the 

previously proposed transmission right and right of making available.109  

 

�Communicate� is defined to �make available online or electronically transmit 

(whether over a path, or a combination of paths, provide by a material substance or 

                                                

105 Ibid, para 4.8. 
106 Ibid, para 4.9. 
107 The Revised Explanatory Memorandum, above n 55, para 5.1. 
108 Ibid. 
109 Copyright Amendment (Digital Agenda) Bill 2000. 
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otherwise) a work or subject matter�.110 Therefore the right contains the following 

acts: (1) �making material available online through the Internet�, and (2) 

�electronically transmitting material, whether through material substances (for 

example, telephone cables and optical fibres) or otherwise (for example, via 

electromagnetic waves � �wireless telegraphy�)�.111 That means the new right of 

communication to the public is made up of two elements: the right of electronic 

transmission, which replaces the existing exclusive right of broadcasting and 

transmission to subscribers of diffusion service, and the right of making available 

online.112 It should be noted that the term �communicate� does not cover the physical 

distribution of copyright material in a tangible form, already covered by existing 

provisions of the Copyright Act. 113  Even though the expressions of right of 

communication to the public and its sub rights are different in the WCT and the 

Copyright Act 1968, they have no essential differences. Transmission in the Australian 

copyright law seems merely broad, not only because Australian communication right 

covers all transmissions, including broadcasting and wire diffusion, but also because 

the WCT�s communication right excludes broadcasting.114 

 

3.3 Japan�s Right of Public Transmission  

Like the Berne Convention, in the Japanese copyright system, the term 

                                                

110 s 10 of the Copyright Act 1968. 
111 Digital Agenda Bill 1999, above n 98. 
112 The Revised Explanatory Memorandum, above n 55, para 555. 
113 Ibid, para 13. 
114 See Australia Discussion Paper, above n 13, para 4.9. 
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�communication� is an existing and broad concept. The right of communication to the 

public consists of seven rights: transmission, performance, recitation, exhibition, 

cinematographic presentation, distribution and the right of rental. 115  In 1997, 

approximately 6 months after the adoption of the WIPO Treaties, in order to 

implement the right of making available to the public, the Copyright Law of Japan 

was amended.116 The Law defines a new exclusive right of public transmission. 

Article 23 of the Law provides: �The author shall have the exclusive right to make the 

public transmission of his work (including the making transmittable of his work in the 

case of the interactive transmission).� According to the definition of public 

transmission, two types of transmission right are included: right of radio 

communication and right of wire-telecommunication. Both rights contain interactive 

transmission that was established and introduced in 1986.117 Interactive transmission 

means �the public transmission made automatically in response to a request from the 

public, excluding the public transmission falling within the term �broadcasting� or 

�wire diffusion��.118 It should be noted that regarding Internet transmission, both 

Australia and Japan did not copy the provisions concerning right of making available 

                                                

115 Japan copyright office, above n 44. See ch 4: Author's. Right and Neighboring Rights in the Japanese 
Copyright Law. 
116 Daisuke Yoshida, �Japan�s Copyright Policy for a New Age� (2002) 
<http://www.softic.or.jp/symposium/8th/material/Yoshida_E.pdf> at 10 August 2002.  
117 Andreas Bovens, �Internet and Copyright in Japan� (2002) 
<http://akira.arts.kuleuven.ac.be/andreas/english_paper_gaidai.html> at 10 August 2002. 
118 See art 2(1)(ix quater) of the Copyright Law of Japan. art 2(1)(viii) provides that �broadcasting� 
means �the public transmission of radio communication intended for simultaneous reception by the 
public of the transmission having the same contents�; art 2(1)(ix bis) provides that �wire diffusion� means 
�the public transmission of wire-telecommunication intended for simultaneous reception by the public of 
the transmission having the same contents.� 
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of the WIPO Treaties whether the name of the right or its description. Australia uses 

the terms of �make available online�. As a result of pursuing the principle that the 

right should be technology-neutral, the means of making available online is �whether 

over a path, or a combination of paths�. As for what the paths are, the legislators did 

not point them out clearly. They could be the existing technology-specific 

broadcasting, cable transmission, uploading material onto an Internet server, or a 

method later developed. Unlike Australia, the Japanese right of making transmittable 

has an unequivocal definition. It is made up of two acts:  

 

(a) to record information on a public transmission memory of an interactive 

transmission server already connected with telecommunication network for the use by the 

public (�interactive transmission server� means a device which, when connected with 

telecommunication networks for the use by the public, has a function of making 

interactive transmission of information which is either recorded on such a part of its 

memory as is used for the interactive transmission (hereinafter in this item referred to as 

�public transmission memory�) or inputted to such device; the same shall apply 

hereinafter), to add a memory recording information as a public transmission memory of 

such an interactive transmission server, to convert such a memory recording information 

into a public transmission memory of such an interactive transmission server, or to input 

information to such an interactive transmission server; 

(b) to connect with telecommunication networks for the use by the public an interactive 

transmission server which records information on its public transmission memory or 

which inputs information to itself. In this case, where a connection is made through a 
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series of acts such as wiring, starting of an interactive transmission server or putting into 

operation of programs for transmission or reception, the last occurring one of these acts 

shall be considered to constitute the connection.119 

 

In simple terms, the first act relates to a memory containing copyrighted works. It can 

be divided into four states:  

 

(1) To record information on a memory of a public server, for example, storing a 

copyrighted work into the server; 

(2) To add a memory recording copyrighted works to a public server, for instance, 

inserting a floppy disk containing copyright materials into the server; 

(3) To convert a memory recording copyrighted works into a memory of a public 

server. Connecting a personal computer whose memory contains copyrighted 

works with the Internet is a good example of this condition. Under it, a private 

inaccessible computer is converted to a public accessible one; 

(4) To input information into a memory of a public server. Creating a work online 

can be considered to meet this condition. The above-mentioned public server is a 

device that connects with a public telecommunication network. 

 

The second act is connection: connecting an interactive transmission server that 

already contains copyrighted works with a telecommunication network. The server 

must function to enable interactive transmission of the works, i.e. the transmission can 

                                                

119 art 2 (ix quinquies) of the Copyright Law of Japan 
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occur automatically in response to a request from a member of the public. 

 

From the above, it can be seen that there are three key elements to complete making a 

work transmittable:  

 

(1) A copyrighted work has been recorded or stored in a memory by direct storage 

or uploading;120  

(2) The memory has been installed in a computer; and  

(3) The computer has been connected to the Internet.  

 

In the course of making a work available, recording or storing the work constitutes 

reproduction, while uploading the work constitutes transmission and reproduction. 

These actions could infringe a copyright owner�s existing reproduction and 

transmission rights. Therefore, it is necessary to grant the exclusive right of making 

available to authors or copyright owners. 

 

Why are there such different legislative solutions for the right of making available, 

between Australian and Japanese copyright laws? The main reason is the different 

legal systems of Australia and Japan. Australia is a common law country. Its law is 

developed by judges. In a specific case, judges make decisions depending on the 

precedent cases.121 So even though the Copyright Act does not provide what making 

available is, a judge can still make a decision to create a rule. However, Japan is a 

                                                

120 Copyrighted work can be expressed in various material forms, such as computer memory and some 
other electronic medium. See William Van Caenegem, Intellectual Property (2001) 30-31. 
121 Morris et al, Laying Down the Law (4th ed 1996) 49.  
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civil law country. The grounds on which judges make decisions are only written laws 

or codes whether in procedure or essence. If copyright law does not provide what 

making available is, judges are less able to give free or permissible interpretation. In 

other words, if the copyright law has no provisions about what making transmittable 

is, then the law is inoperable when a person infringes on the right of making 

transmittable of a copyright owner. 

 

3.4 USA�s Distribution Right 

In implementing the WIPO Treaties, the United States did not create a new right of 

communication, but adhered to an existing right of distribution. In the Berne 

Convention, the right of distribution is rooted in the development of cinematographic 

technology.122 Article 14(1) of the Berne Convention was produced in the Brussels 

revision conference in 1948. It provides that authors of literary or artistic works shall 

have the exclusive right of authorising �the cinematographic adaptation and 

reproduction of these works, and the distribution of the works thus adapted or 

reproduced�. In the United States, the distribution right was extended to all works. The 

owners of copyright have a right to distribute copies or phonorecords of their works to 

the public in any manner, such as sale or other transfer of ownership, or rental, lease, 

or lending.123 The proposition, that transmission is covered by the distribution right, 

derived from the US Green and White Papers. The White Paper opined that it was not 

                                                

122 Ficsor above n 39, 146. 
123 s. 106 (3) of the Copyright Law of the US. 
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necessary to create a new right for the transmission of works on the Internet.124 As a 

right, transmission falls within the exclusive distribution right of the copyright owner, 

for the following reasons:125 

 

● The distribution right can be, even has been interpreted to include transmission 

which distribute copies of works to the memories of computers. Transmission is a 

means of distribution; 

● Even if the distribution right does not cover the distribution of reproductions by 

transmission, the reproduction right is clearly implicated and that will protect the 

copyright owner. 

 

With regard to the first reason, the White Paper considered that with modern 

communication systems, transmitting a copy of a work from one place to another is 

possible. The White Paper illustrates this with an example:  

 

�when a computer program is transmitted from one computer to ten other computers. 

When the transmission is complete, the original copy typically remains in the 

transmitting computer and a copy resides in the memory of, or in storage devices 

associated with, each of the other computers. The transmission results essentially in the 

distribution of ten copies of the work.126  

 

However, Mihaly Ficsor, the Assistant Director General of WIPO, queried the 

                                                

124 US White Paper, above n 1, 213. 
125 Ibid, 214, para 2 & 3. 
126 Ibid, 213. 
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above-mentioned proposition. He pointed out that �[a]t the international level, this 

solution may not be acceptable for many countries�.127 He indicated further that many 

domestic laws relate intimately distribution to the distribution of tangible copies, 

whereas, transmission does not transfer any copy, but electronic impulses that are bits 

of information over the Internet. In addition, there is not a provision for the right of 

distribution of a copy by ownership transfer in the Berne Convention.128  

 

Mihaly Ficsor�s opinion is reasonable. For example, when the White Paper was issued, 

Article 5 of the Regulations for the Implementation of the Copyright Law of the 

People's Republic of China defines distribution as �the provision of a certain number 

of copies of a work to the public through selling, renting or other means, insofar as the 

said number of copies satisfy the reasonable needs of the public�. Therefore, to 

constitute distribution an act must meet four factors in China: 

  

(1) Authorisation of the owner of copyright;  

(2) Providing a certain number of copies;  

(3) The number of copies satisfies the reasonable needs of the public; and  

(4) The manner of the distribution is by selling, renting and so on.   

 

It is obvious that, depending on the above factors, the number of copies distributed to 

the public must be limited and specific. However, the copies that can be obtained from 

                                                

127 Mihely Ficsor, �International Harmonization of the Protection and Management of Copyright and 
Neighboring Rights� in Naples Forum Book, 137-138. Quoted from Ficsor The Law of Copyright and the 
Internet, (2002) 207. 
128 Ibid. It should be note that WIPO Copyright Treaty created a right of distribution in December 1996. 
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the Internet are unlimited. It should be noted that China amended its copyright law on 

27 October 2001. Article 7(12) of the Copyright Law Amendment defines the right 

related to transmission of a work over the Internet as the �right of communication by 

information network�: �the making works available to the public by wire or wireless 

means or in such way that member of the public may access these works from a place 

at a time individually chosen by them�. Thus it can be seen that China did not accept 

the notion that Internet transmission is a distribution. Many other countries also 

similarly refused to accept that the right concerned with the transmission of a work 

over computer networks is a distribution right, including Australia, the European 

Union, Japan, South Korea and so on.129 

 

Indeed, even under the US copyright law, the notion of distribution engenders many 

contradictions: 

 

1. Fixed Work. Original works of authorship that are protected by the Copyright Law 

of the US should be �fixed in any tangible medium of expression, now known or later 

developed, from which they can be perceived, reproduced, or otherwise 

communicated, either directly or with the aid of a machine or device.�130 Once a work 

is fixed in a tangible medium of expression， the Copyright Law of the US grants an 

author five exclusive rights to control the use of the work. They are: 

 

(1) to reproduce the copyrighted work in copies or phonorecords; 

                                                

129 All of these countries� copyright laws regard this right as a new right. 
130 s. 102(a) of the Copyright Law of the US. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

45 

(2) to prepare derivative works based upon the copyrighted work; 

(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or 

other transfer of ownership, or by rental, lease, or lending; 

(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and 

motion pictures and other audiovisual works, to perform the copyrighted work 

publicly; and 

(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and 

pictorial, graphic, or sculptural works, including the individual images of motion 

picture or other audiovisual works, to display the copyrighted work publicly.131 

 

In view of the above provisions, distribution in the United States must have two 

elements: First, the objects of distribution are copies or phonorecords that can fix 

copyrighted works in tangible means of expression. Second, the methods of 

distribution are by sale or other transfer of ownership, or by rental, lease, or lending. 

In other words, distribution is a transfer or separation of the right of ownership of 

copies or phonorecords from an owner who possesses the copies or phonorecords. 

Towner has pointed out that �copies� and �phonorecords� are material forms of works, 

but digital transmissions are immaterial forms. The transmission of a work does not 

meet the fixation requirement; therefore the work will not be protected.132 That 

means digital transmission is not an object of distribution, because it cannot fix a 

copyrighted work in tangible means of expression. On the other hand, the 

                                                

131 s. 106 of the Copyright Law of the US. 
132 Towner, above n 27, 272 �273. 
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transmission of a work cannot lead to the transfer or separation of the right of 

ownership of the copies or phonorecords, because, after transmitting a copyrighted 

work via the Internet, the copyright owner still possesses the original copies. As such, 

the right of possessing the copies is not separated from the copyright owner! 

Consequently, the proposition that transmission falls within distribution is not tenable. 

This is why the White Paper recommended that s 106(3) of the Copyright Law of the 

US should be amended to expand the exclusive distribution right to include 

distribution by transmission.133 However, even though the copyright law provided 

copyright owners the right to distribute works by transmission, the objects of 

distribution would be still copies and phonorecords that are material objects and 

cannot be transmitted by electronic transmission.  

 

2. The First Sale Doctrine. Some exclusive rights are not absolute, but limited. The 

first sale doctrine is a limitation on a copyright owner�s distribution right. It drives the 

free flow of information. The owner of a copy of a protected work is free to give, sell 

or otherwise transfer possession of the copy to another individual, without requiring 

permission from or payment to the copyright owner. It makes possible, among other 

things, used book shops and free public lending libraries. Its legal basis is s 109(a) of 

the Copyright Law of the US: �the owner of a particular copy or phonorecord lawfully 

made under this title, or any person authorized by such owner, is entitled, without the 

authority of the copyright owner, to sell or otherwise dispose of the possession of that 

                                                

133 US White Paper, above n 1, Appendices Sec.2 (a). 
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copy or phonorecord�.  

 

Thus it can be seen that under the first sale doctrine, copyright law allows the owner 

of a copy to redistribute that copy in any way, but not to make new copies.134 

Therefore, if transmission is placed under the distribution right or transmission is 

seen as a way of distribution, the first sale doctrine should be applied to transmission, 

namely, the owner of a copy may dispose of possession of that copy by transmission. 

However, this gives rise to a problem: the transmission over the Internet leads to 

reproductions of the copy. In other words, if the owner of a copy transmits the 

contents of the copy on the Internet, the contents will be stored or displayed in other 

computers. Under copyright law in the United States, saving copyright material into 

a computer's memory constitutes a reproduction of that material.135 It is obvious 

that the transmission of a work on the Internet neither transfers the original copy 

to another nor avoids making new copies of the work. For that reason, it does not 

meet the definition of the first sale doctrine. 

 

Thus, the White Paper advocated that the first sale doctrine should not apply to 

transmission. The reason is that the transmitted copy is a reproduction of the original 

copy, rather than the copy owned by the transmitter. So if an owner of a copy 

transmits the copy on the Internet, the owner would infringe the reproduction right of 

                                                

134 Mark A. Lemley, �Copyright Owners� Rights and Users� Privileges on the Internet: Dealing With 
Overlapping Copyrights on the Internet� (1997) 22 Dayton Law Review 547, 580. 
135 US White Paper, above n 1, 64 � 65. 
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the copyright owner. 136  It is illogical to regard transmission as a means of 

distribution, but not apply to the principle of distribution. Therefore, placing 

transmission under the distribution right, as a way of distributing copies is not the best 

resolution. 

 

3.5 The Concept of the Public 

It should be noted that all rights, whether the United States� distribution right, 

Australian right of communication to the public or Japanese right of public 

transmission, include a critical element, �the public�. Copyright law only prohibits 

unauthorised public transmission of works, not private transmission. Therefore, it is 

necessary to examine the concept of �the public�. The Copyright Law of the US does 

not define what constitutes a public distribution, but it defines �publicly� as 

performance or display of a work.137 A performance or display is considered �public� 

when  

 

(1) It occurs �at a place open to the public or at any place where a substantial 

number of persons outside of a normal circle of a family and its social 

acquaintances is gathered�;138 or  

(2) It is transmitted or communicated to such a place;139 or  

(3) It is transmitted or communicated �to the public, by means of any device or 

                                                

136 Ibid, 92. 
137 s. 101 of the Copyright Law of the US. 
138 s. 101 of the Copyright Law of the US. 
139 s. 101 of the Copyright Law of the US. 
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process, whether the members of the public capable of receiving the performance 

or display receive it in the same place or in separate places and at the same time or 

at different times.�140  

 

In view of the above definition and considering that the Internet is open to the public, 

transmitting a performance to a public server over the Internet, including uploading a 

performance and making it available online, constitutes public transmission.  

 

There are two rights related to the �public� in Australian copyright law, performing a 

work �in public� and communicating a work �to the public�. However, there is no 

distinction of substance between �in public� and �to the public�. 141  Concerning 

performing a work in public, Green LJ pointed out that the conclusive factor is 

whether the audience is part of the copyright owner�s public.142 �[I]f the audience 

considered in relation to the owner of the copyright can properly be described as the 

owner�s �public� or part of his �public,��143 anyone who performs the work before 

that audience without the copyright owner�s consent would infringe the right of 

performance.144 For example, a performance in the presence of eleven employees of a 

bank as part of a training program was a performance �in public�.145 In addition, the 

size of the audience is not the decisive factor.146 In Australasian Performing Right 

                                                

140 s. 101 of the Copyright Law of the US. 
141 Australasian Performing Right Association Ltd v. Telstra Corp Ltd, (1995) 31 IPR 289, 308, 325. 
142 Jennings v Stephens, (1936) Ch 469, 485. 
143 Ibid. 
144 Ibid. 
145 Australasian Performing Right Assn Ltd v Commonwealth Bank of Australia (1992) 25 IPR 157. 
146 Australasian Performing Right Assn Ltd v Telstra Corp Ltd (1997) 38 IPR 294 (HC of A), 302. 
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Association Ltd v Telstra Corp Ltd, the High Court held that music on hold 

transmitted to telephones constituted a transmission to the public, because the caller 

hearing music on hold is a member of the owner�s public.147 Furthermore, the Court 

held that transmitting music to a mobile phone was a broadcast, and to a conventional 

phone was a wire diffusion within the meanings of the Copyright Act 1968, and both 

are forms of communication �to the public�. Like a user of a telephone, a user of a 

computer connected to the Internet who views a transmitted work online is 

undoubtedly one of the copyright owner�s public. So, transmitting a work to an 

Internet server for public access constitutes communicating the work to the public. 

 

In Woolworths Limited v Mark Konrad Olson & Anor,148 Einstein J held that sending 

a work to a single e-mail address does not constitute communicating the work to the 

public, because the work is accessible individually.149 However, the result of sending 

the work to multiple recipients or an electronic bulletin board is different.150  

 

By analogy, transmitting a work over the Internet, including uploading it to an Internet 

server and making it available, may constitute a communication to the public. In other 

words, transmission to multiple points, even if the transmission is viewed privately or 

asynchronously, constitutes public transmission.151 Transmission to a point, which is 

a public server and members of the public can retrieve the transmission, also 

                                                

147 Ibid, 339. 
148 [2004] NSWSC 849. 
149 Ibid, para 336. 
150 Ibid, para 337. 
151 Caenegem, above n 19, 322. 
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constitutes public transmission. This conclusion meets one of the purposes of creating 

communication right: to control placing a copyright material on an Internet server. If 

uploading a work to an Internet server for public access did not constitute public 

communication, any one could place a work to the Internet server. Therefore, creating 

the right of communication to the public would be insignificant. As to the bounds of 

�the public�, the Digital Agenda Act inserts a definition of �to the public� in s 10(1): �to 

the public� means to the public within or outside Australia. This definition provides 

the area of communication of a work, namely, Australian copyright owners have the 

right to control the transmission of copyrighted works to members of the public, 

wherever they are situated.152 Therefore, if someone transmits a copyrighted work 

without the consent of the owner, his or her act infringes the owner�s right of 

communication to the public even if the work is only transmitted abroad. 

 

The Copyright Law of Japan does not define what �the public� is, but it emphasises 

that �the public� includes a large number of specific persons.153 This provision is 

similar to some Australian cases, which held that performance of music in clubs 

constitutes performance in pubic even if the members of a club are known and limited 

in number.154  

 

3.6 When and Where Does a Communication Occur? 

It is necessary to clarify two questions. When does a communication occur, and where 

                                                

152 The Revised Explanatory Memorandum, above n 55 para 23. 
153 art 2(5) of the Copyright Law of Japan. 
154 James Lahore, Copyright and Designs (2003) para [34,445]. 
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does a communication take place on the Internet? In light of the right of transmission 

and the right of making available are the subsets of the right of communication, once 

a transmission of a work and making the work available occur or making the work 

available occurs, a communication must occur; and the places of the transmission and 

the making available are the places of the communication. 

 

Therefore, if a source computer is accessible by the public, once a work is stored in 

this computer, the work is already made available to the public. The communication 

of the work starts when the work is stored in the computer and finish at the end of 

storage. If the computer is inaccessible by the public, the work must be uploaded to an 

Internet server or servers,155 or is directly transmitted to user computers by a user list 

in which the number of computers is sufficient to constitute �the public�, so that it can 

be communicated. Whether uploading a work to Internet servers or transmitting it to 

user computers, the work must be emitted from a source computer. In such a case, the 

communication should start from the emission of the work, which is the beginning of 

the transmission, and finish at the time when Internet servers store the work, which is 

the time of the making available, or user computers receive the work, which is the end 

of the transmission. The occurrences of a communication are illustrated in Figure 4.  

 

 

 

 

                                                

155 If a computer is accessible by the public, the computer actually is an Internet server.  
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Figure 4. Start and End Points of Communication 

There is a view held by Christie and Dias: if a source computer is inaccessible, when 

it uploads a work to an Internet server, the communication starts at the time of making 

the work available or later than this time, namely the time of the Internet server 

receiving the work, and finishes at the time of a downloading computer receiving the 

work.156 This thesis disagrees with this view. First, it ignores that a transmission of a 

work has already existed before the Internet server receives the work and makes the 

work available. There are two ways of making a work available. One is storing the 

work into an Internet server. Another is uploading the work to the Internet server. In 

the latter case, the prerequisite of the making available is that the work must be 

uploaded to the Internet server. Then uploading is a process of transmitting and 

                                                

156 Andrew F. Christie & Eloise Dias, The New Right of Communication in Australia (2005) 17. 
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storing a work into an Internet server or servers.157 The act of transmission of the 

work comes first, and then storage (making available) occurs. According to the 

concept of �the public� discussed above, transmitting a work to an Internet server for 

public access constitutes �communication to the public�, because the purpose of the 

transmission is making the work available to the public, the result of the transmission 

leads to that the work is made available to the public, and any user accessing the work 

is one of the owner�s public. In such a case, the communication starts at the time of 

the transmission other than the making available. Secondly, making available is a 

subset of communication (See Figure 5). Since that, the time of making available must 

start at the later or same time of communication. For example, if a source computer is 

accessible by the public, once a work is stored into the computer, a making available 

occurs and a communication starts. Namely the making available and communication 

occur at the same time. If the work is uploaded to the Internet server, the 

communication occurs at the time of transmitting the work, before the time of making 

the work available. In other words, a making available occurs within the period of a 

communication. It is impossible that the time of communication occurs later than the 

time of making available, because of the logical relationship between the 

communication and the making available. Last, if a communication occurred at the 

                                                

157 See the term of �upload� in Microsoft Encarta Encyclopedia 2005. See also case Dow Jones & 
Company Inc v Gutnick, in which Gleeson CJ, McHugh, Gummow and Hayne JJ defined the 
downloading as: �A person wishing to have access to that document must issue a request to the relevant 
server nominating the location of the web page identified by its �uniform resource locator (URL)�. When 
the server delivers the document in response to the request the process is conventionally referred to as 
�downloading��. Dow Jones & Company Inc v Gutnick (2002) CLR 575, 598. 
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time of making available or later than this time, the transmission started at the time 

before the making available would be excluded from the right of communication to 

the public. Namely, uploading a work to an Internet server for public access is not 

protected by this exclusive right. Obviously, this is not the original intention of 

extending the right of communication to the public by the WIPO Treaties. 

  

 

 

 

 

 

Figure 5. Logical Relation between Communication and its Subsets158 

From Figure 5, which illustrates the logical relationship between communication, 

transmission and making available, the answer of where a communication occurs can 

be found: on the Internet, the places where transmissions and making available occur 

are the places of the communication. Indeed, as just mentioned above, if a source 

computer is accessible by the public, once a work is stored into the computer, a 

making available occurs. In such a case, a communication takes place at the computer 

where the work is stored. If the computer is inaccessible to the public, exercising the 

right of communication to the public on the Internet requires uploading a work into an 

Internet server or servers, or directly transmitting the work to user computers in which 

                                                

158 See Christie & Dias, above n 156, at 14.  
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the number of computers is sufficient to constitute �the public�. The uploading will 

lead to two results: transmitting the work and making it available to the public.  

 

Transmission of a work over the Internet uses a technique known as packet switching. 

This technique breaks data up into packets of information, which are discrete units on 

the Internet, and then transfers data through different computers. Therefore, the 

transmitting begins at the source computer and ends at the Internet server. In the 

process of transmission, many computers connected with the Internet play roles of 

data transfer. By virtue of this, a transmission takes place at a territory where many 

computers connected with the Internet, including source computer, transfer computers 

and Internet servers. As to where a making available takes place, there are four 

candidates.159 One is the place of uploading computer; the second is the location of 

the Internet server; the third is the place of downloading computer; last is the territory 

of the public where the work is targeted. The uploading computer only provides 

source, being inaccessible. So it cannot make a work available to the public. The 

downloading computer is the end user�s computer, and also cannot make a work 

available to the public. The last candidate is so abstract that it cannot be explained 

clearly. In fact, a �making available� only takes place at the location where a work is 

stored for access by the public, because the making available starts and ends there. So, 

only Internet server may act as this role. In sum, the places of communication are the 

locations where transmissions or making available occurs, including the source 

                                                

159 Lionel Bently & Brad Sherman, Intellectual Property Law (2nd ed 2004) 145.   
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Communication occurs at a source computer if the computer is accessible  

computer, transfer computers, and Internet servers. It should be noted that, if a source 

computer directly transmits a work to user computers, the places of communication 

should cover a territory of transmissions, including the source computer, transfer 

computers and user computers. The places of communication are illustrated in Figure 

6.  

 

 

 

 

 

 

 

 

Figure 6. The Places of Communication 
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Internet server to a user computer. Most downloading transmits data to a personal 

computer for private use, such as browsing, displaying, but not to the public. 

Therefore, such downloading lacks the premise of �to the public� that constitutes the 

right of communication. If someone downloads a copyrighted work into a computer 

that is accessible by the public, this act is making the work available, which infringes 

the right of making available, excluding the right of transmission. Second, the purpose 

of making available is for downloading. That means copyright owners implicitly 

consent to the transmission. Thirdly, in the transmission of downloading, the act of 

transmission is performed by an Internet server automatically independent of the user 

computer. The user computer only requests the transmission of a work, and then the 

Internet server retrieves the work and transmits it to the user. Lastly, in any case, 

copyright owners cannot control downloading. So this transmission or downloading is 

not an object of the right of communication to the public. Otherwise, any use on the 

Internet involves infringement of the right of communication, because any accessing 

to a work online needs downloading. In fact, once a work is made available to the 

public by the owner or authorised person, it is meant that every member of the public 

may download the work.  

 

Christie and Dias hold that the true location of the act of making available is the 

location of downloading computers.160 This view rules out that the location where an 

Internet server is situated as the places of making available. The reasoning is that 

                                                

160 Christie & Dias, above n 156, 19.  
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Article 8 of the WCT provides that the act of making available enables members of 

the public to access the work �from a place � chosen by them�, so the place is the 

location of the downloading computers.161 There are some difficulties with this 

conclusion. For one thing, it is necessary to understand where making a work 

available does occur. Only the location where a work is stored is the place of making 

the work available. For instance, a book is stored in a library. So the library is the 

place of making the book available to the public, not the home of a reader where the 

reader reads this book. Similarly, on the Internet, only the computer storing a work for 

public access can make the work available. Therefore, the location of the accessible 

computer or Internet server is the place of making available, not the location where a 

computer wants to access the accessible computer.  

 

Next, it is apparent that the place stated in Article 8 of the WCT is a location where 

members of the public choose to access a work, not the place where the work is stored 

for public access, in other words, not the place of making available. Furthermore, it is 

illogical to regard the time when an Internet server receives a work as the time of 

making available,162 but to deny the Internet server is the place of making available. 

 

Modern science indicates that all events occur in a space-time continuum. The space 

and time of making available must be parts of the same continuum. In other words, 

when an act of making available occurs, at the same time, there must be a space in 

                                                

161 Ibid. 
162 Christie et al stated that the time when an Internet server receives a work is the time of making 
available. See ibid, 15. 
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which the act of making available occurs. Since the time when a downloading 

computer accesses the work made available for the public is later than the time of 

making the work available, and importantly making the work available has already 

finished, the location of the downloading computer could not be the place of making 

available. In addition, making a work available does not mean that the work must be 

downloaded by members of the public. In such a case, there are no downloading 

computers, but making the work available still exists. Obviously, since the making 

available exists, the place of making available must exist, even though there is no 

person to access the work. Therefore, the location of downloading computers is not 

the true place of making available. 

 

3.7 Cases Related to the Right of Transmission 

3.7.1 A & M Records, Inc. v. Napster, Inc.163 

Shawn Fanning, a college student, developed a file-exchange system named �Napster�, 

which enables Internet users to exchange MP3 music files by directly transmitting and 

receiving MP3 files between users� computers over the Internet. At the same time, he 

set up a website named Napster Inc., which provided free software, MusicShare. If 

users installed this software in their computers, it  

 

(1) Enables the users to make MP3 music files stored on the computer available 

for transmission by other Napster users;  

(2) Enables the users to search other users computer containing MP3 files;  

                                                

163 A & M Records, Inc. v. Napster, Inc., 114 F. Supp. 2d 896, (N.D.Cal. 2000). 
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(3) Enables the users to copy the MP3 files from one computer to another through 

the Internet.164  

 

The rate of exchange was astonishing, an average of 10,000 MP3 files per second, and 

more than 100 users try to connect to the system per second.165 On 6 December 1999, 

eighteen music companies brought a copyright infringement action against Napster. 

On 26 July 2000, the District Court for the Northern District of California found that 

Napster contributed to copyright infringing activity,166 and granted a preliminary 

injunction in favor of the copyright owners prohibiting Napster �[f]rom engaging in, 

or facilitating others in copying, downloading, uploading, transmitting, or distributing 

plaintiffs� copyrighted musical compositions and sound recordings, protected by either 

federal or state law, without express permission of the rights owner.�167 After Napster 

appealed, this injunction was upheld by the Ninth Circuit.168 The court found that 

transmitting an MP3 file on the Internet is a public distribution of the file,169 and 

exchanging the copyright material was not fair use and did not apply to other 

exceptions from copyright infringements.170 In July 2001, Napster was ordered to 

stop its file exchanging service by the District Court.171 

 
                                                

164 A & M Records, Inc. v. Napster, Inc., 2001 WL 115033, 4224 (N.D.Cal. Feb. 12, 2001). 
165 Stacy Berger, �Notes and Comments: the Use of the Internet to �Share� Copyrighted Material and Its 
Effect on Copyright Law� (2001) 3 Journal of Legal Advocacy & Practice 92, 92.   
166 Napster, Inc., 114F. Supp 2d, 896, 919-20. 
167 Ibid, 927. 
168 A&M Records, Inc. v. Napster, Inc. 239 F.3d 1004, (9th Cir. 2001). 
169 Ibid, 1014. 
170 Ibid, 1019. 
171 A&M Records, Inc. v. Napster, Inc., 284 F.3d 1091, 1095-96 (9th Cir. 2002). 
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3.7.2 MGM v. Grokster Ltd.172 

If it is comprehensible that Napster was liable for acts of copyright infringement by 

third parties using its software, because Napster did not only distribute the software 

that enabled users to share files, but also it hosted a central index of user files in its 

servers, then the decision of Grokster also brought many issues.  

  

Grokster and Streamcast distributed freeware that permitted everyone to share digital 

data with others by peer-to-peer architectures, a type of computer network where all 

computers provide resources and transmit files directly with each other, differing from 

client-server architectures that contain central servers. 173  A group of copyright 

holders brought an action against Grokster and Streamcast for their users� copyright 

infringements. In 2003, the District Court found that distributing peer-to-peer 

software does not contributorily or vacariously infringe the copyrights of the holders 

of music and movie copyrights.174 On appeal, the Court of Appeals for the Ninth 

Circuit affirmed the District Court.175 However, in June 2005, the Supreme Court 

reversed a ruling by the Ninth Circuit and found that a distributor of file-sharing 

software can be held liable for inducing users to infringe copyrighted works, even if 

the distributor does not operate a server for this sharing.176 

 

                                                

172 Metro-Goldwyn-Mayer Studios Inc. v.Grokster, Ltd., 125 S.Ct. 2764, 75 U.S.P.Q.2d 1001 (2005). 
173 Ibid. 
174 Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd., 259 F. Supp.2d 1029, 1035 (C.D. Cal. 2003) 
175 Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd., 380 F.3d 1154 (9th Cir. 2004).   
176 Metro-Goldwyn-Mayer Studios Inc. v.Grokster, Ltd., 125 S.Ct. 2764, 75 U.S.P.Q.2d 1001 (2005).. 
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3.7.3 Universal Music Australia Pty Ltd v Sharman License Holdings Ltd 177 

In fact, various file-sharing programs have been developed and spread through out the 

world. In September 2005, the Federal Court of Australia also found that the 

distribution of the Kazaa Internet peer-to peer file-sharing system violates Australia 

copyright law. 

 

The Kazaa system is operated by Sharman Networks Ltd.178 This system enables 

users to search and download digital file from Altnet Inc and other Kazza users.179 

The system can mark a search result with either a gold or blue icon. The files marked 

gold icon are high quality, digitally rights managed files, which are licensed works 

provided by Altnet. The blue files are found from other Kazaa users� shared folders.180 

30 applicants sued Sharman, Altnet and other respondents for copyright infringement. 

They claimed that the sharing of blue files between users constitutes an infringement 

of their copyright by communication, exhibition or distribution, and authorisation.181 

Sharman alleged that the respondents did not communicate any copyrighted materials 

to the public and did not authorise any user to do so. As to Kazza being used to 

communicate copyrighted materials to the public by Kazza users, Sharman stated that 

they were unable to control this act.182 Wilcox J found that six of the named 

respondents had authorised infringement of 98 specific sound recordings by making a 

                                                

177 Universal Music Australia Pty Ltd v Sharman License Holdings Ltd, (2005) FCA 1242. 
178 Ibid, para 401. 
179 Ibid, para 59. 
180 Ibid, para 79. 
181 Ibid, para 37. 
182 Ibid, paras 52 and 53. 
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copy of the sound recording and communicating the recording to the public. However, 

the Court�s orders allow Sharman to continue to distribute the file-sharing software if 

it adopts certain measures to curtail infringement of copyright.183 

 

The significance of the above cases is that they drew important attention to the 

relationship between copyright protection and the development of new technology. 

Every new technology that comes along challenges the existing social norms. 

Sometimes, accommodating a new technology needs to go through a painful process. 

Sometimes a new technology may be stifled in struggling with copyright protection. 

Copyright law have to change itself so that it can accept the technology of the Internet. 

At the same time, some technology derived from the Internet, such as file-exchange 

system of MusicShare, would wither away.  

 
3.7.4 Universal Music Australia Pty Ltd v Cooper184 

It is worth to mention another Australian case, Universal Music Australia Pty Ltd v 

Cooper. In this case, Tamberlin J gave a brilliant exposition on the right of 

communication to the public, the legality of hyperlink and the liability of hosting 

websites. 

 

Stephen Copper owned and operated a website named MP3s4FREE, which was 

hosted by an OSP conducted by E-Talk Communication Pty Ltd and Com-Cen Pty 

                                                

183 Ibid, para 2. 
184 Universal Music Australia Pty Ltd v Cooper (2005) 65 IPR 409. 
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Ltd.185 The website contained hyperlinks to music files stored on other websites, by 

which a user could download the music files.186 One of the claims alleged by 31 

applicants is that Cooper, E-Talk and Com-Cen directly infringed their rights to 

communicate their music sound recordings to the public. In addition, the applicants 

also alleged that the respondents directly infringed their rights to make copies of the 

sound recordings, and authorised others to make copies of the recording and 

communicate them to the public.187 Tamberlin J held that Cooper storing 397 MP3 

files on his computer infringed the applicants� copyright by making copies of these 

recordings, and Cooper, E-Talk and Com-Cen authorised the Internet users to infringe 

the copyright by failing to control the users to download the sound recordings.188 

However, Tamberlin J did not consider that the respondents infringed the right of 

communication to the public, because they did not make the sound recordings 

available to the public and electronically transmitted them to the public.189 The main 

reasons are that 

 

(1) There were no sound recording located on the Cooper�s website. Therefore, the 

sound recordings cannot be downloaded or transmitted from the website;190 

(2) The remote websites from which users could download the sound recordings 

                                                

185 Ibid, paras 5 and 6. 
186 Ibid, para 15. 
187 Ibid, paras 8, 9, and 10. 
188 Ibid, paras 55, 56, 88 and 130. 
189 Ibid, para 67. 
190 Ibid, para 60. 
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made the recordings available to the public, not the Cooper�s website;191 

(3) The electronic transmission of the sound recording by clicking on the 

hyperlinks on the Cooper�s website started from the remote websites, not from the 

Cooper�s website.192 

 

The significance of this case is that Tamberlin J clearly explained the constitution of 

the new right of communication to the public and OSPs must prevent copyright 

infringement if they have power to control such infringement.  

 

3.7.5 A Japanese Case 

The first case concerning violation of the right of making transmittable and thereby 

committing a crime occurred in Japan.193 It can help to understand the protection for 

the new right. A was 19, a student of a university. B was 20, a student of a technical 

college. Both A and B stored a lot of business software, such as �Adobe Photoshop 

6.0J� and �Microsoft Visual C++ for Windows Version 6.0 Stand Edition� etc, on the 

hard disks of their computers that connect to the Internet. Any person could 

wrongfully use WinMx that is file-exchange software to download the above 

mentioned software from other users� computers without consent of copyright owners. 

A especially made 1,001 files available over the Internet so that the Association of 

Copyright for Computer Software considered that this case was �quite a malignant 

                                                

191 Ibid, para 63 
192 Ibid, para 66. 
193 Association of Copyright for Computer Software, �Penal Uncovering First in the World of Copyright 
Infringement by Use of File Exchange Software� (2001) <http://www.accsjp.or.jp/news/011128e.html> 
at 10 August 2002. 
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case�.194 In addition, except for software, B downloaded a large number of MP3 

music files into his computer that connected with the Internet. On November 28, 2001, 

the Investigation Section for High-tech of Kyoto Prefectural Police Headquarters 

directed policemen to search the homes of the men. They were arrested under 

suspicion of copyright infringement of right of public transmission, including making 

transmittable. This illustrates that Japan has quite a high level of protection of 

copyright in both legislation and enforcement.195  

 

It is obvious that the acts of A and B meet the infringement conditions of making 

works available online. They stored copyrighted works of others in the memories of 

their computers, and the computers connected with the Internet so that the public 

could transmit these works without permission of copyright owners.  

 

In Japan, if the copyright law does not contain express provisions concerning the right 

of making transmittable, the police cannot make an arrest. This is because an 

important principle of civil law system is �no punishment without a law� (nulla poena 

sine lege): crimes and their corresponding legal consequences only can be defined by 

statutes. �No acts can be viewed as criminal acts and as pretexts for applying penalties 

unless they are defined by legislative authorities with law enacted through legislative 

procedures�.196 In addition, the written law is the only source of law in a civil law 

system. Therefore, it is easy to understand why Japan defined the �making 

                                                

194 Ibid. 
195 Ibid. 
196 See term of �nulla poena sine lege�, Dictionary of Law (Oxford University Press 1997). 
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transmittable� clearly.  

 

3.8 Conclusion 

Transmission is a means to communicate a copyrighted work to the public. 

Transmission of works over the Internet is a very important act, which involves 

traditional exclusive rights of copyright owners, such as the right of reproduction, 

right of distribution, right of performance and so on. Creating a new exclusive right 

and then granting it to copyright owner is one of the ways to solve the problems of 

unauthorised commercial exploitation over the Internet. WIPO initiated the right of 

communication to the public for Internet transmission of works. Responding to the 

WIPO Treaties, Australia and Japan created new rights to protect transmission of 

works on the Internet. This changed the traditional concept of transmission from 

broadcast by radio communication and wire diffusion by wire communication to a 

broad concept of transmission, which has an interactive character and includes all 

technical forms of transmission. An important significance is that the new right, the 

right of public transmission or the right of communication to the public, grants 

copyright owners a right of making copyrighted works available, besides a right of 

transmitting copyrighted works.  

 

Another solution is continuing to use the existing provisions and exclusive rights to 

cover Internet transmission. The United States chose the latter option. The main 

guideline is that transmission is a means of distribution, performance and display, not 

an independent right. Especially, the US White Paper regarded transmitting a 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

69 

reproduction of a work as a distribution. Although a work can be distributed on the 

Internet, it is different from traditional distribution, which is founded on the basis of 

physical materials and transferring ownership or possession of copies. Therefore, 

many theoretical barriers, such as the first sale doctrine and fixation, inexorably block 

this way. As a result, transmitting a copyrighted work without the consent of the 

copyright owner may also involve other infringements, such as the right of 

distribution, the right of performance, or the right of display etc.  

 

It should be noted that the right of communication to the public only covers the acts 

from source computer to target computers, but does not cover the downloading 

computers for private use. A communication starts at the time when a transmission or 

storage occurs and finishes at the time of end of storage or user computers receiving 

the transmission. 
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4. OTHER RIGHTS RELEVANT TO TRANSMISSION 
 

The right of public transmission, right of communication to the public and the right of 

distribution have a common focus: only copyright owners have the right to transmit 

their works or authorise others to transmit their works to the public on the Internet. 

But Internet transmission has not only produced a new right of communication to the 

public or right of public transmission, it has also changed the nature of almost every 

traditional exclusive right, such as the reproduction right, distribution right, 

performance right, display right, importation right etc. In the course of transmitting a 

copyrighted work over the Internet, it is clear that from start to finish transmission of 

works involves exclusive rights.  

 

Firstly, when transmitting a copyrighted work or receiving the work on the Internet, 

the work must be stored in a computer. Storage of copyrighted work falls within the 

right of reproduction. However, whether all types of storage constitute reproduction is 

a big issue in copyright law. Computer storage has broken the traditional concept of 

reproduction. Secondly, if the purpose of transmitting a copyrighted work is for sale 

or other transfer of ownership, transmission has characteristics of distribution, which 

relates to the right of distribution. If so, which characteristics of distribution does 

transmission have? Thirdly, when a file containing copyrighted work has been 

transmitted, and then a person opens the file on a screen of a computer in public, this 

action may constitute public performance and display. Therefore, it is necessary to 

study the impacts of transmission of works on copyright by analysing each exclusive 
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right, so that a new copyright balance can be maintained in the digital environment. 

This chapter examines what concrete rights have been influenced by Internet 

transmission. In addition, the process of Internet transmission consists of many 

specific activities, such as browsing, caching, linking, downloading and uploading etc. 

Each of these may concern one or more exclusive rights. Therefore this chapter also 

discusses the relationship between these activities and copyright.  

 

4.1 The Right of Reproduction 

4.1.1 Concept of Reproduction 

As the cornerstone of copyright,197 the right of reproduction has been a central 

concept of copyright law since the Statute of Anne first conferred it on copyright 

owners in 1710.198 When copyright law was established, it only granted the author a 

right to print and reprint copies of books.199 Reprinting books or facsimile copying is 

the original concept of reproduction. With the evolution of copyright law, in order to 

protect against copying with minor changes to copyrighted works, the concept of 

reproduction has been expanded to include non-identical copying.200 Concerning the 

Internet, non-identical copying relates to transient and temporary storage of a work, 

such as displaying a work on a computer screen, framing and so on. In order to 

understand the relationship between these activities on the Internet and the 

                                                

197 Sharonda Williams, �The digital Millennium Copyright Act and the European Copyright Directive: 
Legislative Attempts to Control Digital Music Distribution� (2001) 3 Loyola Intellectual Property and 
High Technology Journal 35, 38. 
198 Bently & Sherman, above n 159, 133. 
199 Ibid. 
200 Ibid. 
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reproduction right, it is necessary to describe the definition of reproduction. However, 

most countries� copyright laws and international conventions do not define 

�reproduction�.201 

 
4.1.1.1 International Level 

At the international level, the exclusive right of reproduction is granted to many 

persons, such as authors, performers, phonogram producers, and broadcasting 

organisations.202 The Berne Convention provides that authors of works have the 

exclusive right to authorise the reproduction of their works �in any manner of 

form�,203 including sound or visual recording.204 Nevertheless, it does not define 

what reproduction is. Article 3(e) of the Rome Convention gives a definition of 

reproduction. However, it is not an effective definition of reproduction205 because it 

uses a synonym of �reproduction� to define �reproduction� itself. Article 3(e) reads as 

follows: ��Reproduction� means the making of a copy or copies of a fixation�. In this 

definition, �making of a copy� means �copying� that normally is synonymous with 

�reproduction�. �Copying� is often used to refer to facsimile reproduction. This 

conclusion can also be found in case law. For example, in the UK case, Ladbroke 

                                                

201 Such as the Copyright Law of the US, Copyright Act 1968 and Berne Convention. 
202 The subjects are related to the following international conventions: the Berne Convention, the Rome 
Convention and the TRIPs Agreement. See Commission of the European Communities, Follow-up to the 
Green Paper on Copyright and Related Rights in the Information Society (1996) 9. 
203 art 9(1) of the Berne Convention. 
204 Ibid, art 9(3). Therefore, Masouye stated that paragraph (3) is superfluous since paragraph (1) covers 
all reproduction �in any manner or form�. See Claude Masouye, Guide to the Berne Convention for the 
Protection of Literary and Artistic Works (Paris Act, 1971) (1978) 54. 
205 Ficsor above n 39, 95. 
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(Football) Ltd v William Hill (Football) Ltd, 206  Lord Reid pointed out that 

reproduction meant copying.207 Therefore, only by understanding the contents of 

�copies� and �fixation� can we understand the contents of �reproduction�. 

Unfortunately, the Rome Convention does not further define �copies� and �fixation�. 

Nevertheless, the definitions of �copies� and �fixation� can be derived from the 

Copyright Law of the US, which assists in understanding of the concept of 

reproduction.  

 
4.1.1.2 Reproduction in the US  

Section 106 of the Copyright Law of the US provides that the owner of copyright has 

the exclusive right to reproduce the copyrighted work in copies or phonorecords. Thus 

it can be seen that, in the United States, reproduction takes two forms: copy and 

phonorecord. Both copies and phonorecords are material objects. The difference 

between them is that copies contain a work but phonorecords only contain sound. 

Section 101 of the Copyright Law of the US defines copies as: 

 

�Copies� are material objects, other than phonorecords, in which a work is fixed by any 

method now known or later developed, and from which the work can be perceived, 

reproduced, or otherwise communicated, either directly or with the aid of a machine or 

device. The term �copies� includes the material object, other than a phonorecord, in 

which the work is first fixed.208 

                                                

206 Ladbroke (Football) Ltd v William Hill (Football) Ltd, [1964] 1 AllER 465. 
207 Lahore, above n 154, para [34,140]. 
208 A similar definition of �phonorecords� in s.101 reads as follows: �Phonorecords� are material objects 
in which sounds, other than those accompanying a motion picture or other audiovisual work, are fixed by 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

74 

 

In brief, constituting reproduction requires fixing a work in copies. As to what is 

fixation, s 101 further provides: 

 

A work is �fixed� in a tangible medium of expression when its embodiment in a copy or 

phonorecord, by or under the authority of the author, is sufficiently permanent or stable 

to permit it to be perceived, reproduced, or otherwise communicated for a period of more 

than transitory duration. A work consisting of sounds, images, or both, that are being 

transmitted, is �fixed� for purposes of this title if a fixation of the work is being made 

simultaneously with its transmission. 

 

With regard to the form of the fixation, it may be �words, numbers, notes, sounds, 

pictures, or any other graphic or symbolic indicia� by �written, printed, photographic, 

sculptural, punched, magnetic, or any other stable form�.209 Therefore, according to 

the Copyright Law of the US, reproduction means making material objects from which 

works can be communicated permanently or stably. In other words, reproduction 

should meet the follows requirements: (1) material objects must contain the contents 

of works permanently and stably; (2) the contents can be perceived, reproduced or 

otherwise communicated for a period of more than transitory duration. It should be 

noted that under US copyright law, transmission is an object of communication. Even 

though transmission is not a material form, the law still regards a transmission of a 

                                                                                                                                       

any method now known or later developed, and from which the sounds can be perceived, reproduced, or 
otherwise communicated, either directly or with the aid of a machine or device. The term �phonorecords� 
includes the material object in which the sounds are first fixed. 
209 House of Representatives Report. NO. 1476, 94th Cong., 2d Sess. 47 (1976) 52. 
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work as fixation. 

 

The White Paper pointed out that, according to the US copyright law and US case law, 

all following instances concern the right of reproduction in the digital environment: 

 

● Storage: when a work is placed into a computer, whether on a disk, diskette, 

ROM, or other storage device or in RAM for more than a very brief period, a copy 

is made. 

● Scanning: when a printed work is �scanned� into a digital file, a copy � the 

digital file itself � is made. 

● Digitising: when other works � including photographs, motion pictures, or 

sound recordings � are digitised, copies are made. 

● Uploading: whenever a digitised file is �uploaded� from a user�s computer to a 

bulletin board system (BBS) or other server, a copy is made. 

● Downloading: whenever a digitised file is �downloaded� from a BBS or other 

server, a copy is made. 

● Transmitting: when a file is transferred from one computer network user to 

another, multiple copies generally are made. 

● Browsing: under the current technology, when an end-user�s computer is 

employed as a �dumb� terminal to access a file resident on another computer such 

as a BBS or Internet host, a copy of at least the portion viewed is made in the 

user�s computer. Without such copying into the RAM or buffer of user�s computer, 
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no screen display would be possible.210 

 

Considering that both uploading and downloading include the act of storage, it is 

not too hard to understand that they constitute reproduction. However, for the 

storage in RAM, the White Paper did not define �a very brief period�. On the 

contrary, it is hard to understand that transmission constitutes reproduction. The 

reasons are not only that transmission does not meet the material form 

requirement, but also it is not fixed. Once a receiving computer receives a 

transmission, the transmission will disappear in the medium. It cannot be found 

again and cannot be perceived, reproduced, or communicated. Therefore, 

regarding transmission as reproduction is not quite correct.    

 
4.1.1.3 Reproduction in Japan 

Article 21 of the Copyright Law of Japan provides that the authors have the exclusive 

right to reproduce their work. It should be pointed out that �reproduction� is defined 

with precision in the Copyright Law of Japan. The definition of reproduction reads as 

follows: 

 

�Reproduction� means the reproduction in a tangible form by means of printing, 

photography, polygraphy, sound or visual recording or otherwise; and  

(a) in the case of dramas and other similar dramatic works, it includes sound and 

visual recording of the actings, broadcasts or wire diffusions of these works; and 

(b) in the case of architectural works, it includes the construction of an architectural 

                                                

210 US White Paper, above n 1, 65-66. 
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work according to its plan.211 

 

In the above definition, reproduction must be in a tangible form which may be 

presented by printing, photography, polygraphy, sound and visual recording, 

construction or otherwise. In reality, compared with the Copyright Law of the US, the 

�tangible form� is similar to the �tangible medium�. There is essentially no distinction. 

All means of printing, photography, polygraphy, sound and visual recording, and 

construction are sufficiently permanent or stable to permit a work to be perceived, 

reproduced, or otherwise communicated. In fact, the means of fixation in a tangible 

medium always develop alongside technology. Therefore, unlike Japanese Copyright 

Law, the Copyright Law of the US does not provide specific methods, but use �now 

know or later developed� to describe them.212  

 
4.1.1.4 Reproduction in Australia 

There are two categories of copyright under the protection of Australian copyright 

law. One is original works, including literary, dramatic, musical and artistic works.213 

The other is subject-matter other than works, comprising sound recording, 

cinematograph film, television and sound broadcast and published edition of works.214 

Each copyright subsists independently.215 It is an exclusive right to reproduce a work 

                                                

211 art 2 (xv) of the Copyright Law of Japan 
212 See s. 101 of the Copyright Law of the US. 
213 See Part III of the Copyright Act 1968. 
214 See Part IV of the Copyright Act 1968. 
215 Lahore, above n 154, para [8000]. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

78 

in material form or to make a copy of a subject-matter other than works.216 Like the 

United States, Australian copyright law does not circumscribe the specific means of 

reproduction. It uses the technologically neutral term �material form� and �record� to 

express the physical form of reproduction, in which the contents of works have been, 

or can be stored. The material form includes �any form (whether visible or not) of 

storage from which the work or adaptation, or a substantial part of the work or 

adaptation, can be reproduced.�217 �Record� means �a disc, tape, paper or other device 

in which sounds are embodied�. Therefore, the �material form� or �record� has at least 

two functions. First, it can store a work. This means that �material form� or �record� 

can contain contents of a work or sound. Second, the contents can be reproduced from 

it. Comparing the functions with the requirement of �reproduction� discussed above, it 

can be found that �material form� is very similar to �material object�, because they 

have the same functions: storing works in them and reproducing the works from them. 

 

Although the Copyright Act 1968 does not define what reproduction or copy is, its 

many provisions deal with the meaning. As an exclusive right, the reproduction right 

protects owners against any manner of reproduction in material form, including 

identical and non-identical reproducing of copyrighted works. The following acts 

shall be deemed to constitute reproduction or copy in material form: 

 

$ A sound recording or cinematograph film is made of a literary, dramatic or 

                                                

216 s 31(1)(a)(i) and ss 85(1), 86, 87,88 of the Copyright Act 1968. For a published edition of works, the 
copy is facsimile copy. 
217 s. 10 of the Copyright Act 1968. 
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musical work, and a record embodies such a recording or any copy of such a 

film;218 

$ A work is converted into or from a digital or other electronic 

machine-readable form, and any article embodies the work in such a form;219 

$ A version of an artistic work in a two-dimensional form is produced in a 

three-dimensional form, and vice versa;220 

$ An object code version of a computer program is derived from the program 

in source code by any process, and vice versa;221 

$ If sound recording or cinematograph film is converted into or from a digital 

or other electronic machine-readable form, and any article embodies the 

recording or film in such a form, the recording or film has been copied.222 

 

Analysing the copyright laws in different jurisdiction, it can be found that these laws 

have common ground where constituting reproduction needs two key elements: 

material form (including record) and fixation. �Reproduction� could be described as a 

material form embodying a work or other subject matter. 223  In other words, 

�reproduce� is to make an identical or non-identical copy of a work or other subject 

matters and fix it in a tangible medium.  

 

                                                

218 s 21(1) of the Copyright Act 1968. 
219 s 21(1A) of the Copyright Act 1968. 
220 s 21(3) of the Copyright Act 1968. 
221 s 21(5) of the Copyright Act 1968. 
222 s 21(6) of the Copyright Act 1968. 
223 Towner, above n 27, 271. 
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However, in the digital environment both �material form� and �fixation� have faced 

challenges. The concept of reproduction was plunged in to confusion for a time. What 

are the specific material forms related to the Internet? How is a copy fixed in 

transmission? Generally, various computer memories used to transmit or receive 

works are regarded as the material form, storing works in these computer memories as 

fixation.224  

 
4.1.2 Storage of Works in Computers 

The process of transmitting a copyrighted work over the Internet requires that data are 

passed through the random access memory (RAM) of each interim computer on the 

Internet, and then inputted or stored into the destination computer�s memory before 

they are displayed or performed in the destination computer. As early as the beginning 

of the 1970s, Professor Eugen Ulmer, in a meeting held by the Executive Committee 

of the Berne Union and the Intergovernmental Committee of the Universal Copyright 

Convention, emphasised that �[i]nput into a computer should also be considered a 

reproduction�.225 In June 1982, the issue of storage of works in computers reappeared 

in another meeting held by the Committees. The Committee adopted a 

recommendation,226 that storage in and retrieval from a computer system (input and 

output) of copyrighted works may concern at least the following rights of authors: (a) 

the right to make or authorise making translations, adaptations or other derivative 

                                                

224 Advanced Computer Services of Michigan, Inc. v. MAI System Corp., 854 F. Supp. 356 (E.D. Va. 
1994). 
225 Ficsor above n 39, 97. 
226 See above ch. 3.1. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

81 

works; (b) the right to reproduce any work involved; (c) moral rights.227 

 

It is obvious that �input into a computer� is inputting works and storing them into a 

computer memory. However, the key problem is whether or not a temporary storage 

of work in a computer constitutes reproduction, because such storage does not fix the 

work permanently.   

 
4.1.2.1 Random Access Memory 

A computer system normally has two types of memory, the main memory and one or 

more auxiliary storage units. The memory that causes controversy in relation to the 

reproduction right is RAM. It temporarily stores specific information that can be 

accessed directly by the central processing unit (CPU) in a short time, regardless of 

sequence. In the process of transmission, RAMs located at interim computers play an 

important role. They store data transitorily and pass them to the destination 

computer�s RAM. Auxiliary storage units include hard disk, floppy disk, and 

magnetic tape drive etc. The hard disk is one or more rigid platters that are used to 

store computer data magnetically.228 Another familiar memory storage device is a 

floppy disk, which is a magnetic disk upon which digital files may be recorded. With 

the development of information technology, memories with wide disk capability have 

been developed, such as compact disc read-only memory (CD-ROM), digital versatile 

disk (DVD), and memory stick etc.  

 

                                                

227 See WIPO, Copyright (September 1982) 245-246. 
228 See the term of �hard disk� in Microsoft Encarta Encyclopedia 2005. 
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This leads to the question of whether or not storing works into all forms of memory 

constitutes reproduction. The answer should depend on whether the memories are 

tangible mediums, and the works can be fixed into them. It should be noted that RAM 

is a short-term storage memory.229 Because the data stored transitorily in interim 

computer�s RAM are parts of the total data, even only a single byte of the data, and 

are a discrete stream, in RAM the data cannot be reassembled as an entire work. In a 

legal sense, such storage that does not embody a work should not be regarded as 

reproduction. When total data are transmitted to the destination computer, the data are 

reassembled to form an entire work. However, taking web page browsing as an 

example, while a web page is accessed by a user on the Internet, the web page 

displayed on the screen actually is stored in a computer�s RAM, neither existing in the 

computer�s hard disk nor the remote server. The key fact is that the contents of the 

web page are only stored temporarily in the RAM. With the shutting down of the 

computer, the RAM will lose all data.230 Therefore, storage of works in computers, 

depending on the main memory and auxiliary storage units, should be divided into 

two types: temporary storage and permanent storage. The former is storing works into 

RAM, which is an absolutely essential device for transmission of works. The latter is 

storing works into permanent memories other than RAM, which will occur in the 

process of transmission whether uploading or downloading.  

 
                                                

229 Gretchen McCord Hoffmann, �Arguments for the Need for Statutory Solutions to the Copyright 
Problem Presented by RAM Copies Made During Web Browsing� (2000) 9 Texas Intellectual Property 
Journal 159, 162. 
230 Ibid. 
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4.1.2.2 Permanent Storage 

Now, it has been a common understanding that computer memory is a tangible 

medium and a work can be fixed in it, because the works can be perceived and 

reproduced from the memory. For example, the US White Paper stated:  

 

[f]loppy disks, compact discs (CDs), CD-ROMs, optical disks, compact 

discs-interactive (CD-Is), digital tape, and other digital storage devices are all stable 

forms in which works may be fixed and from which works may be perceived, 

reproduced or communicated by means of a machine or device.231  

 

The Agreed Statement Concerning the WIPO Copyright Treaty (hereinafter �the WCT 

Agreed Statement�) interprets:  

 

[t]he reproduction right, as set out in Article 9 of the Berne Convention, and the 

exceptions permitted thereunder, fully apply in the digital environment, in particular 

to use of works in digital form. It is understood that the storage of a protected work 

in digital form in an electronic medium constitutes a reproduction within the meaning 

of Article 9 of the Berne Convention.232  

 

However, both the US White Paper and the WCT Agreed Statement did not 

differentiate permanent storage and temporary storage. Especially, the US White 

Paper indicated that various digital storage devices are all stable form, because such 

                                                

231 US White Paper, above n 1, 26. 
232 Concerning art 1(4) of the Agreed Statement Concerning the WIPO Copyright Treaty. 
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storage fits the manners of fixation.233 However, the US White Paper did not analyse 

whether all forms of storage permit the work to be �perceived, reproduced, or 

otherwise communicated for a period of more than transitory duration�. It should be 

noted that, under the US copyright law, communication of a work for more than 

transitory duration is one of the elements that constitute fixation. Lacking this, 

transitory storage does not fit the fixation requirement. Without doubt, only permanent 

and stable storage meets the criterion of fixation: the contents of a work can be 

embodied and the work is sufficiently permanent or stable to be �perceived, 

reproduced, or otherwise communicated for a period of more than transitory duration�. 

Therefore, it is acceptable by all countries that permanent storage of works in 

computers constitutes reproduction. For example, in 1996, all member states of the 

European Communities agreed that permanent electronic storage is a restricted act.234 

Nevertheless, as to whether temporary storage constitutes reproduction or not, the 

member states did not reach common understanding.235  

 

The focus of difference was that temporary storage does not keep data permanently. 

When the computer is shut down, all data is lost. As a result, the issue of whether 

temporary storage meets the requirements of fixation so that it constitutes 

reproduction was central to the argument. In view of the WCT Agreed Statement, 

Australia�s Discussion Paper pointed out, �[i]t should be noted that this statement 

                                                

233 US White Paper, above n 1, 26. 
234 Commission of the European Communities, Follow-up to the Green Paper on Copyright and Related 
Rights in the Information Society (1996) 586, See ch 2, 9. 
235 Ibid. 
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does not assist countries in determining the scope of the reproduction right as it does 

not explicitly clarify the critical issue of whether temporary reproductions are caught 

by the reproduction right.� 236  Indeed, because of the absence of common 

understanding, the right of reproduction is interpreted in different ways by the 

countries of the Berne Union. Some countries consider that temporary reproduction 

does not fall under the right of reproduction, whereas other countries adopt a contrary 

interpretation. The United States� position is that all storage of a work in a computer 

constitutes reproduction; Australian courts held that there is not a reproduction of the 

computer programs in temporary storage of RAM when the programs are running; but 

in Japan temporary storage does not constitute reproduction. The next section will 

introduce these different approaches to temporary storage in different jurisdictions. 

 
4.1.2.3 Temporary Storage 
A. International Level 

Since June 1994, at the worldwide brainstorming-type symposia and fora organised 

by WIPO, the topic of temporary storage has been discussed many times.237 At the 

meeting of the Berne Protocol and New Instrument committees, several delegations 

considered that very short transient storage should not be regarded as reproduction.238 

The Japanese Multimedia Report presented this view. It indicated, �[d]ata stored in 

the internal memory system of a computer associated with the execution of a program 

is generally interpreted as not falling under the definition of �reproduction�, because 

                                                

236 Australia Discussion Paper, above n 13, para 3.41. 
237 Ficsor above n 39, 109-143. 
238 WIPO publication No 751(E), containing the material of the Naples Forum, 136. Quoted from Ficsor 
above n 39, 121. 
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the storage of data is temporary and transitional in nature.�239   

 

Nevertheless, in the draft WCT, Article 7(1) contained the following provision:  

 

[the] exclusive right accorded to authors of literary and artistic works in Article 9(1) of 

Berne Convention of authorising the reproduction of their works shall include direct 

and indirect reproduction of their works, whether permanent or temporary, in any 

manner or form.240  

 

It is clear that the temporary reproduction in any form includes a copy of a work 

stored temporarily in a computer memory, such as a RAM. The notes that explained 

this proposed provision stated,  

 

[b]oth permanent and temporary reproduction constitute reproduction within the 

meaning of Article 9(1) of Berne Convention. The result of reproduction may be a 

tangible, permanent copy like a book, a recording or a CDROM. It may as well be a 

copy of a work on the hard disk of a PC, or in the working memory of a computer.241  

 

In addition, the draft of WPPT had two articles involving temporary storage: Article 

7(1) of the draft provided:  

 

Performers shall enjoy the exclusive right of authorising the direct or indirect 

                                                

239 Japanese Multimedia Report, above n 46, 9. 
240 WIPO, Basic Proposal for the Substantive Provisions of the Treaty on Certain Questions Concerning 
the Protection of Literary and Artistic Works to be Considered by the Diplomatic Conference (1999) 189.  
241 Ibid, 188. 
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reproduction, whether permanent or temporary, of their Alternative A: musical 

performances fixed in phonograms; Alternative B: performances fixed in any medium, 

in any manner or form.242  

 

Article 14(1) provided: �Producers of phonograms shall enjoy the exclusive right of 

authorising the direct or indirect reproduction, whether permanent or temporary, of 

their phonograms, in any manner or form.� Obviously, the functions of both draft 

provisions of WPPT are the same as Article 7(1) of the draft of the WCT. 

 

However, the drafts engendered too much disagreement. There were four kinds of 

amendments suggested by different delegations, namely that the treaties  

 

(1) Do not involve temporary storage;  

(2) Should exclude the concept of temporary storage;  

(3) Give temporary storage exceptions; and  

(4) Narrow the scope of exception.243  

 

As a result, by debate and negotiation, the proposed Article 7 of the WCT was 

deleted entirely from the adopted version of the treaty, leaving no provision 

dealing with reproduction.244 Regarding the proposed right of reproduction of the 

WPPT, the words �whether permanent or temporary� were deleted.245 Concerning 

                                                

242 Ibid, 269. 
243 See Ficsor, above n 39, 131 � 35. 
244 Ibid, 139. 
245 Ibid. 
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the right of reproduction, by virtue of the WCT Agreed Statement, �the 

reproduction right, as set out in Article 9 of the Berne Convention, and the 

exceptions permitted thereunder, fully apply in the digital environment, in 

particular to the use of works in digital form. It is understood that the storage of a 

protected work in digital form in an electronic medium constitutes a reproduction 

within the meaning of Article 9 of the Berne Convention.�246 Without doubt, both 

the WCT and the WPPT avoided the sensitive problem of temporary storage and 

left it to domestic copyright laws to resolve. They only adopted provisions that 

storage of copyrighted work in digital form constitutes a reproduction in principle. 

 
B. Japanese Cases 

The view that temporary and transitional storage do not meet the tangible form under 

the Copyright Law of Japan is also supported by decisions of a Japanese court.247 In 

cases 17018 and 19566 of the Tokyo District Court, plaintiffs were recording 

companies that brought the two actions. The first was against Daiichikosho Co., Ltd. 

(�DCL�) and SKY Perfect Communications Inc. (�SPCI�); the second against DCL 

only. DCL broadcasted digital audio radio programs called �STAR Digio� by way of 

SPCI�s satellite communications platform. In order to operate the programs, DCL 

must convert sound recordings into digital format and store the digitised sound 

recordings into DCL�s server, and then transmit them to DCL�s transmission server. 

Through uplink and downlink of the music contents, listeners can enjoy them and 

                                                

246 See the WCT, Agreed statements concerning art 1(4). The WPPT has same statements. 
247 See the Tokyo District Court Cases Nos 1998-WA-17018 and 1998-WA-19566. 
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copy them on mini-discs ( MDs).248 

 

In these cases, the main causes of action were that  

 

(1) Storage of music contents into the server constituted reproduction because 

DCL�s activities should not be considered as a �broadcast�;249  

(2) The listeners� copying of the sound recording on MDs constituted 

reproduction. Defendants were liable for soliciting and facilitating the 

reproduction;  

(3) Reproduction of music contents on the RAM of the receivers possessed by 

listeners constituted an actionable reproduction.  

 

On May 16, 2002, the Tokyo District Court rejected all the plaintiffs� claims. In 

relation to the storage of music contents into the RAM, the decision stated that the 

right of reproduction does not extend to reproduction in any manner or form, but only 

to reproduction in a tangible form that enables repeated exploitation of the contents. 

So due to the temporary, transient nature of the reproduction, reproduction right does 

not cover storage of works in the RAM of a computer.250 However, in the countries of 

the common law system, some court decisions rejected this view. The following 

decision of a United States court is a typical example. 

                                                

248 See Yoshiyuki Miyashita, �Boundary between �Reproduction� and �Broadcasting�� (CRIC 2001) 
Japanese Copyright Review <http://www.cric.or.jp/cric_e/cuj/cuj00/cuj00_1.html> at 6 March 2006. 
249 Under the Japanese copyright law, if a broadcasting organisation uses genuine CDs and pays 
�secondary fee� to the Recording Industry Association (RIAJ), it plays them free for broadcasting. It 
should be noted that only the RIAJ may claim the �secondary fee� for sound recording products. 
250 Miyashita, above n 248. 
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C. The United States Cases 

MAI System Corporation produced both computers and the software that ran the 

computers.251 Peak Computer, Inc. was a software maintenance company whose main 

business was maintaining and repairing MAI computers.252 In order to diagnose and 

service computers that were manufactured by MAI for over one hundred Peak clients, 

the Peak technician had to turn on the customer�s computers and load MAI�s 

operating software into the RAM of those computers at the customer site. MAI 

asserted that loading the software into the RAM was an unauthorised reproduction, 

because its licensing agreement prohibited third parties, such as Peak, from using or 

copying the software.253 In defence, Peak argued that loading the software into the 

RAM was not a copyright violation because a copy made in RAM does not meet the 

fixation requirement.254 The court rejected this argument and held that a copy made 

in RAM did meet the definition of �copy�255 in the Copyright Law. The decision 

demonstrated that the copy in RAM was �sufficiently permanent or stable to permit it 

to be perceived, reproduced, or otherwise communicated for a period of more than 

transitory duration.� 256  The court held Peak liable for making unauthorised 

reproductions of the software onto the RAM.  

                                                

251 MAI System Corp. v.. Peak Computer, Inc., 991 F.2d 511 (9th Cir. 1993). 
252 Ibid, 513. 
253 Ibid, 517. 
254 Ibid, 518. 
255 s. 101 of the Copyright of the US defines copies as: �Copies� are material objects, other than 
phonorecords, in which a work is fixed by any method now known or later developed, and from which 
the work can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a 
machine or device 
256 MAI System Corp. v.. Peak Computer, Inc., 991 F.2d 511, 518 (9th Cir. 1993). 
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Samuelson commented, �this was not only a wrong decision on the merits, but its 

underlying premise.�257  She argued that the court interpretation in this case is 

incorrect, because �reading a work into a computer�s RAM is too transitory to create a 

reproduction�.258 As a precedent, the decision of MAI has led to browsing the web 

page infringing the copyright owner�s reproduction right.259 

 

In Intellectual Reserve, Inc. v. Utah Lighthouse Ministry, Inc.,260 the defendants 

posted approximately seventeen pages from the plaintiff�s 160-page Church 

Handbook of Instruction on their website without permission. When the plaintiff 

demanded that the defendants remove the book, they took down the material but 

provided some links to three other websites where the book had been copied and 

posted. Then the defendants posted e-mails encouraging others to go to those websites 

to access the book. The plaintiff then brought an action for contributory infringement. 

The court held that the act of browsing the unauthorised copies constituted direct 

infringement when a computer stored copies of the work in its RAM.261  

 
D. Australian Cases  

In Australia, the first case concerning whether storage of works in RAM constitutes 

                                                

257 Pamela Samuelson, �Toward a �New Deal� for Copyright for an Information Age� (2002) 100 
Michigan Law Review 1488, 1502. 
258 Jessica Litman, �The Exclusive Right to Read� (1994) 13 Cardozo Arts & Entertainment Law Journal 
29, 43-44. 
259 Browsing a web page has to stores the web page in RAM. See Intellectual Reserve, Inc. v. Utah 
Lighthouse Ministry, Inc., 75 Supp. 2d 1290, 53 U.S.P.Q.2d (BNA) 1425 (D.Utah 2000). 
260 Ibid. 
261 Ibid, 1294. 
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reproduction is the Autodesk case of 1989.262 In Autodesk Inc v Dyason,263 at trial 

Northrop J considered that when a program is loaded onto a hard disk of a computer 

and it is run, the program or part of it that is transferred to the RAM of the computer 

is a reproduction. However, on the appeal to the Full Federal Court, Sheppard JA held 

to the contrary that the transfer of a program from floppy disk to hard disk constitutes 

reproduction but the transfer of a program from hard disk to RAM does not.264 He 

analysed the difference between storage of works into RAM and hard disk: 

 

�both the transfer of a program from a floppy disk to the random access memory of 

the computer and the display or print-out of a version of part of the program on a 

screen or print out are essential incidents of the proper and accepted use of the 

program. They are just as essential as the ability of the purchaser of a book to turn its 

pages in order to read them. But the transfer of a program to a hard disk within the 

computer in which it is permanently stored is more akin to making a copy of a book if 

one withes to pursue the analogy.265 

 

However, the above decision was not followed in the second case related to RAM, 

Microsoft Corp v Business Boost Pty Ltd,266 in which Tamberlin J held that storage of 

a computer program into RAM constitutes reproduction of the program. The ratio was 

                                                

262 Staniforth Ricketson & Christopher Creswell, The Law of Intellectual Property: Copyright, Designs 
& Confidential Information (2nd ed 2001) 85. 
263 (1989) 15 IPR 1, 29. 
264 Autodesk Inc v Dyason, (1990) 18 IPR 109, 141. 
265 Ibid. 
266 [2000] FCA 1651. 
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that the period that a computer program remained in RAM until the computer is shut 

down is substantial and the vacation of the RAM when power is turned off does not 

repudiate the existence of the substantial period.267 On the other hand, the definition 

of �material form� in the Copyright Act 1968 �makes no reference to the duration of 

the storage and is consistent with storage being either for a short or long period.�268 

Therefore, the conclusion was that storage of works in RAM is a material form 

according to s 10 of the Copyright Act 1968.269 In arriving at this decision, the Judge 

referred to the US case of MAI to support his conclusion.270  

 

In the Federal Court case of Australian Video Retailers Ltd v Warner Home Video 

Ltd,271 Emmett J held that when using a DVD player or computer to play a DVD, the 

storage in RAM of the audio, video and caption content of the DVD does not 

constitute a reproduction of the whole or a substantial part of the copyright material 

embodied in the DVD.272 The reason is that, at any one time, the storage of the 

content in the RAM is a tiny fraction of the visual images and sounds. The storage is 

so volatile and ephemeral that it will not be possible to reproduce the DVD. So the 

storage is not the copying of the whole or a substantial part of the DVD.273  

 
                                                

267 Ibid, para 12. 
268 Ibid, para 13. 
269 s. 10 of the Copyright Act 1968 reads as follows: �material form, in relation a work or an adaptation, 
include any form (whether visible or not) of storage from which the work or adaptation, or a substantial 
part of the work, can be reproduced.�  
270 Ibid, para 15. 
271 [2001] 53 IPR 242. 
272 Ibid, 252. 
273 Ibid, 250. 
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In 2002, the Federal Court held that the temporary storage of a computer game in 

RAM does not constitute reproduction in the case Kabushiki Kaisha Sony Computer 

Entertainment v Stevens.274 Sackville J pointed out that it is not possible to produce a 

computer program, or a substantial part of it, from the data stored in the RAM, so 

temporary storage of RAM does not satisfy the definition of �material form�.275 On 

appeal, in 2003, even though the Full Federal Court reversed part of primary decision, 

it affirmed that there is no reproduction of the computer programs in the RAM when 

the programs are run.276 Lindgren JA emphasised that, �[a]ccording to ordinary 

English usage, the electronic impulses in RAM do not constitute �material form��.277 

On 6 October 2005, the High Court made a decision in the Sony v Stevens appeal, 

which found that RAM did not constitute a material form, because the RAM contents 

were not capable of being reproduced without attaching an additional device.278 

 

From the above Australian cases, it is demonstrated that temporary storage of 

computer program and visual work in RAM does not constitute reproduction in the 

course of operating or displaying these works. However, the definitions of copy and 

material form were amended in the US Free Trade Agreement Implementation Act 

2004 in January 2005, which removed the requirement that a copy must be able to be 

further reproduced to result in a copyright infringement. �Material form� encompasses 

                                                

274 Sony Entertainment Pty. Ltd. v Eddy Stevens [2002] FCA 906 (NSW Registry N738 of 2001). 
275 Ibid, para 137. 
276 Kabushiki Kaisha Sony Computer Entertainment v Stevens [2003] FCAFC 157. 
277 Ibid, para 168. 
278 Stevens v Kabushiki Kaisha Sony Computer Entertainment [2005] HCA 58. 
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any form of storage, whether or not the work can be reproduced.279 So, the finding of 

the High Court on the point of RAM will be unlikely to apply in future cases. 

 
E. The European Union 

Even though the dispute over temporary storage in common law cases still exists, the 

European Union has clearly provided that temporary reproduction is a copyright 

owners� exclusive right in both Directives, the Protection of Computer Software280 

and the Legal Protection of Databases.281 The right includes �the permanent or 

temporary reproduction of a computer program by any means and in any form, in part 

or in whole and for whatever purpose�.282 �In so far as loading, displaying, running, 

transmission or storage of the computer program necessitates such reproduction, such 

acts shall be subject to authorisation by the right holder.�283 In addition, the European 

Community promulgated the Directive on Copyright and Related Rights in the 

Information Society, which was adopted on December 22, 2002. It requires member 

states to give copyright owners, performers, producers of films or sound recordings, 

and broadcasters the exclusive right to �authorise or prohibit direct or indirect, 

temporary or permanent reproduction by any means and in any form, in whole or in 

part�.284 

 

                                                

279 s 186 of the US Free Trade Agreement Implementation Act 2004. 
280 art 4(a) of the European Union Directive on the Protection of Computer Software . 
281 art 5(a) of the Legal Protection of Databases. 
282 art 4(a) of the Protection of Computer Software. 
283 art 4(a) of the Protection of Computer Software. 
284 art 2 of the Copyright and Related Rights in the Information Society. 
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4.1.3 The Storage Problem of Browsing 

In the question concerning whether temporary storage amounts to reproduction, the 

positive answer seems to have got the upper hand. This generates serious concerns: a 

user browsing a website may infringe copyrighted work contained therein. In the 

United States case Intellectual Reserve, Inc. v. Utah Lighthouse Ministry, Inc.,285 the 

court stated,  

 

[w]hen a person browses a website, and by so doing displays the Handbook, a copy of 

the Handbook is made in the computer�s random access memory, to permit viewing of 

the material. And in making a copy, even a temporary one, the person who browsed 

infringes the copyright.286  

 

Browsing is the act of viewing a work from other computers being accessed on the 

Internet.287 Once the work is temporarily stored in the browser�s RAM, can users 

browse it. Therefore, in order to browse a work, all browsers have to store a 

temporary copy of the work in their RAM automatically, so that the work can be 

viewed.288  

 

As a basic activity on the Internet, it is troubling that browsing web pages stored in 

                                                

285 In Intellectual Reserve, Inc. v. Utah Lighthouse Ministry, Inc., 53 U.S.P.Q.2d 1425 (D. Utah 2000). 
286 Ibid, 1428. 
287 Stephen Fraser, �The Conflict between the First Amendment and Copyright Law and Its Impact on 
the Internet� (1998) 16 Cardozo Arts & Entertainment Law Journal 1, 42. 
288 Jennifer Newton, �Global Solutions to Prevent Copyright Infringement of Music Over the Internet: 
The Need to Supplement the WIPO Internet Treaties with Self-Imposed Mandates� (2001) 12 Indiana 
International & Comparative Law Review 125, 145. 
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RAM could constitute infringement.289 If so, it may bring serious problems. Firstly, in 

law, the essential ingredients of a crime or tort contain both a factual and a mental 

element: act and intent, recklessness or negligence. Considering that RAM storage 

occurs automatically, a user browses web pages without intent to store the web pages 

into RAM, rather than actively store them into permanent auxiliary storage units. 

Therefore, in theory, RAM storage constituting infringement lacks mental intent.  

 

Secondly, such a right will limit the individual uses of information technology, such as 

linking and framing,290 which are basic activities on the Internet.291 By a linking or 

framing browsing of web pages, the pages must be stored into the browser�s RAM as 

well. If RAM storage constitutes infringement, the person who links or frames the 

pages must indirectly infringe the reproduction right, because the reproduction cannot 

occur without the linking or framing.  

 
                                                

289 Although the US White Paper pointed that the following conditions do not mean infringement, (1) 
authorized by the copyright owner, (2) exempt from liability as a fair use, (3) otherwise exempt under the 
provisions of Sections 108-119 or ch 10 of the Copyright Act, or (4) of such a small amount as to be de 
minimis, then there is no infringement liability (at 65, note 203), it still affirms that RAM storage may 
infringe reproduction right.  
290 Hoffmann, above n 229, 106. 
291 Linking is the process that allows the transfer of information stored on one computer to another 
computer without having to type the web address of each site. A link is nothing more than storing the 
Internet web address of the linked site on the linking site. Linking allows Internet sites to connect, simply 
by having the user �click� on a designated area on the site. Linking may lead to another file in the same 
web--site, or to a file on a different computer located elsewhere on the Internet. See generally PC 
Webopaedia <http://webopedia.internet.com/TERM/1/link.html> at 6 March 2006. 
Framing is another type of link; however, instead of sending the computer user away or out from the 
linking website, the linking website brings information from another website to the user of its website. 
Often times this information is surrounded by a �frame� so that the website user is still looking at the 
original website, but the information within the frame is being imported from some other site. See 
<http://webopedia.internet.com/TERM/f/frames.html> at 6 March 2006. 
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Thirdly, browsing constituting infringement is in contradiction with the intention of 

copyright owners who upload their works on the Internet, because they implicitly 

intend the works to be viewed. In fact, when they upload their works on the Internet, 

they have granted an implied licence to users to browse the works.292  

 

Last, it may harm persons who are innocent of infringement. For example, when 

transmitting data on the Internet, the data may pass through hundreds of separate 

servers from resource to destination, and a temporary reproduction of that data is 

stored in each RAM of these servers.  

 

If temporary storage of works in computers is provided as an exclusive right without 

exception or limitation, the consequences would be disastrous: all computers 

connected with the Internet may infringe others reproduction rights. The only way to 

avoid infringement is to disconnect the computers from the computer networks. 

Nevertheless, without computers, there is not a network; without networks, there is 

not the Internet. As a result, the basic function of the Internet that transmits 

information will be killed. Any new right, whether right of communication to the 

public or right of making available will lose such function that it cannot be exercised. 

 

                                                

292 Michel Racicot & Mark S. Hayes, The Cyberspace is not a �No Law Land�: a Study of the Issues of 
Liability for Content Circulating on the Internet (1998) The Cyberspace is not a �No Law Land�: a Study 
of the Issues of Liability for Content Circulating on the Internet 96, 106. 
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4.1.4 The Problem of Caching 

Caching is another temporary storage that involves reproduction on the Internet.293 

The main advantage of caching is to improve the speed of repeated access of the 

information that has been accessed by the same user on the Internet and to reduce 

network congestion, by accessing the cached data of the user�s computer (client 

caching) or a server rather than the original source on the Internet (proxy caching).294 

The cached data can be stored in a reserved area of RAM, a special cache chip 

separated from the CPU that provides faster access than RAM, or on the disk drive. 

Since the space of cache storage is so limited that cached data must be superseded by 

later information, the cache storage is temporary. 

 

The distinct difference of storage between browsing and caching is that browsing only 

stores information in a computer�s RAM, which will be erased when the computer is 

turned off; but cached information is stored in the RAM or hard disk, or combination 

of both. In the case of cached information in the RAM, the problems are the same as 

RAM storage that has been discussed in the above section. If cached information is 

stored in hard disk, the information can remain for many days before it is deleted 

automatically by the computer or superseded by later information.295 If the hard disk 

keeps cached information for more than a transitory period, it is regarded as satisfying 

                                                

293 Richard S. Vermut, �File Caching on the Internet: Technical Infringement or Safeguard for Efficient 
Network Operation?� (1997) 4 Journal of Intellectual Property Law 273, 277 - 278. 
294 Ibid. 
295 Ibid, 318. 
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the fixation requirement, constituting reproduction.296  

 

In Religious Technology Center v. Netcom On-line Communication Services, Inc,297 

Erlich posted other person�s works on a BBS, which was operated by Klemesrud. 

Klemesrud�s BBS connected to the Internet through the facilities of Netcom, an online 

service provider (OSP). The plaintiffs sued that Erlich, Klemesrud and Netcom 

infringed their copyright, because Erlich�s posting that remained on the Internet 

servers for a period of time constituted reproduction.298 A California District Court 

held that a computer disk drive is a sufficiently fixed medium to constitute 

reproduction even though the messages remained on OSPs' systems for at most a 

period of eleven days.299 However, the court found that both Klemesrud�s and 

Netcom�s cache storages did not constitute direct infringements of copyright, because 

their system is �merely used to create a copy by a third party�, lacking the element of 

volition or causation.300  

 

Indeed, such storage occurs automatically without the required mental element of 

users. Even though caching storage constitutes reproduction, if a copyright owner 

makes a work available online, it could be regarded as the owner implicitly having 

consented to members of the public accessing the work, of course, using caching 

                                                

296 Ibid. 
297 Religious Technology Center v. Netcom On-line Communication Services, Inc., 907 F. Supp. 1361 
(N.D. Cal.1995). 
298 Ibid, 1367 �1369. 
299 Ibid, 1368. 
300 Ibid. 
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storage. The reason is that when a copyright owner or authorised person invites others 

to use the work in a certain way, the invitation has granted an implied licence to 

invitees for such use. 301  In this circumstance, caching does not constitute 

infringement. Any way, it is necessary to solve the problem that cached material 

constitutes reproduction, so that the technology of the Internet can develop 

unhindered. 

 
4.1.5 Solutions re Temporary Storage 

At the international level, there has been no general agreement as to the nature of 

temporary storage. It is gratifying that even though the WCT and WPPT do not 

explicitly clarify whether temporary storage constitutes reproduction, facing the 

problem of temporary storage, some international organisations and countries have 

attempted to resolve or have already resolved it. Making a comprehensive survey, 

there are two ways to treat temporary storage. One is to consider that certain 

temporary storage does not meet the criterion of material form or substantial part, so it 

is not reproduction. Another way is to provide for temporary storage exceptions if it 

does constitute reproduction. 

 
4.1.5.1 Certain Temporary Storage is not a Reproduction 

As mentioned above,302 both the Japanese government and the Japanese courts 

consider that temporary storage that associates with the execution of a computer 

programme in the course of running the program is not a reproduction, because of its 

                                                

301 Racicot & Hayes, above n 292, 286. 
302 See above ch. 4.1.2.3. 
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nature of temporality and transition.303 However, the Japanese Multimedia Report 

considered that temporary storage in electronic form falls under the definition of the 

term �reproduction� in the Copyright Law of Japan. 304  It is noted that, in the 

Copyright Law of Japan, there is no provision that relates to temporary storage, even 

though the last amendment of the law was on June 9, 2004. In addition, it has been 

introduced that, in Australia, temporary storage of computer program and visual work 

in RAM does not constitute reproduction when the program is running or the work is 

displaying, because RAM storage does not satisfy material form. 

 
4.1.5.2 Exception 

Most countries provide that, whether permanent or temporary storage, both constitute 

reproduction, but under certain conditions copyright laws give exceptions for 

temporary storage. 

 
A. The European Community 

Even though the European Community regards the temporary storage as a copyright 

owner�s exclusive right, it does not ignore the consequence of the right. At the same 

time as recognising that permanent reproduction and temporary reproduction 

(including storage) are covered by the exclusive right of reproduction, the Information 

Society Directive also provides appropriate exceptions to limit this right. Article 5.1 of 

the directive on this issue reads as follows: 

 

                                                

303 Japanese Multimedia Report, above n 46, 9. 
304 Ibid, 10. 
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Temporary acts of reproduction referred to Article 2,305 which are transient or incidental, 

and an integral and essential parts of a technological process, and whose sole purpose is 

to enable: 

(a) a transmission in a network between third parties by an intermediary, or  

(b) a lawful use 

of a work or other subject-matter to be made, and which have no independent economic 

significance, shall be exempted from the reproduction right provided for in Article 2.306 

 

The technological process mentioned in the Information Society Directive includes 

browsing and caching.307 The application of the exception has two premises. First, 

the purpose of the temporary storage is only for transmission of a work online; second, 

the work must be a lawful use, namely, the work is authorised by the copyright owner 

or not restricted by law.308 

 
B. Australia 

Australia also provides appropriate exceptions for temporary storage. In 1997, the 

Australian government proposed that the Copyright Act should be amended to 

provide for exceptions to temporary and incidental reproduction during the technical 

process of transmitting and browsing of copyrighted works.309 This was because 

many temporary or incidental reproductions of copyrighted works are made in the 

                                                

305 art 2 of the Information Society directive provides that reproduction right includes direct or indirect, 
temporary or permanent reproduction of the works by any means and in any form, in whole or in part. 
306 art 5.1 of the Information Society Directive. 
307 See recital (33) of the Information Society Directive. 
308 Ibid. 
309 Australia Discussion Paper, above n 13, para 1.18. 
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course of the technical process of making available and electronic transmission of 

copyrighted works on communication networks. This proposal was adopted by the 

Copyright Amendment (Digital Agenda) Act 2000.310 Section 43A (1) of the current 

Copyright Act 1968 under the title of �Temporary Reproductions Made in the Course 

of Communication� provides: �The copyright in a work, or an adaptation of a work, is 

not infringed by making a temporary reproduction of the work or adaptation as part of 

the technical process of making or receiving a communication�.311 

 

An analogous provision can be found in s 111A(1),312 which applies to temporary 

copies of audio-visual items, such as sound recordings, films and broadcasts. The 

above-mentioned �communication� includes making available and electronic 

transmission of copyrighted works on the Internet such as browsing and caching 

copyrighted works.313 However, if the communication infringes another�s copyright, 

the exception will not be applied.314 The significance of this provision is that 

copyright law only protects the temporary storage involved in authorised 

communication to the public.  

 
C. The United States 

The United States adopts a limitation on liability to deal with the problems of 

                                                

310 See s. 43A of the Copyright Amendment (Digital Agenda) Act 2000. 
311 s. 43A of the Copyright Amendment (Digital Agenda) Act 2000. 
312 s. 111A(1) reads as follows: �A copyright subsisting under this Part is not infringed by making a 
temporary copy of an audio-visual item as part of the technical process of making or receiving a 
communication.� 
313 The Revised Explanatory Memorandum, above n 55, paras 68, 69. 
314 s. 43A(2) and s. 111A(2) of the Copyright Act 1968. 
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temporary storage. Following the case of MAI v. Peak, all courts held that RAM 

storage constitutes reproduction.315. The DMCA provides that, in cases of system 

caching, �a service provider should not be liable for monetary relief� for injunctive 

or other equitable relief, for infringement of copyright by reason of the intermediate 

and temporary storage of material on a system or network� if: 

 

● The material is made available online by others; 

● The material is transmitted by others through the system or network; 

● The storage is carried out through an automatic technical process.316 

 

However, for the end users, the DMCA only allows the owner of a copy of a computer 

program to make temporary copies of the program as an essential step in running the 

program.317 As to the temporary storage involving other works, such as RAM copy 

made by a browser, the Copyright Law of the US does not deal with it. 

 

Compared with Australia�s exception, the difference is that the latter recognises that 

some acts of temporary storage do not constitute infringement of copyright and the 

way of limitation of the United States does not exclude some temporary reproductions 

from the scope of infringement of the exclusive right of reproduction, but limits some 

service providers� liability, and only service providers. Therefore, objectively, the 

provisions of the Copyright Law of the US are in keeping with legal precedents held 

                                                

315 The U.S. Copyright Office, Report of the Register of Copyrights Pursuant to Section 104 of the 
Digital Millenium Copyright Act (August 2001) 118-119. 
316 s. 512(b)(1) of the Copyright Law of the US. 
317 s. 117(a)(1) of the Copyright Law of the US. 
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by the courts of the United States, namely that the right of reproduction covers both 

permanent and temporary reproduction. 

 

4.2 The Right of Distribution 

4.2.1 Meaning of Distribution 

The concept of distribution came into being with the development of 

cinematography.318 Article 14(1) of the Berne Convention of the 1908 Berlin revision 

involved the technology of cinematography: �Authors of literary, scientific or artistic 

work should have the exclusive right of authorizing the reproduction and public 

performance of their works by cinematography.� In the 1948 Brussels revision of the 

Berne Convention, the article evolved as follows:  

 

Authors of literary or artistic works shall have the exclusive right of authorising:  

(i) the cinematographic adaptation and reproduction of these works, and the 

distribution of the works thus adapted or reproduced; 

(ii) the public performance and communication to the public by wire of the works 

thus adapted or reproduced.319  

 

Subsequently, both the WCT and the WPPT extended the objects of the distribution 

right from cinematographic works to all original works. They provide that authors of 

literary and artistic works and performers shall enjoy the exclusive right of 

authorising the making available to the public of the original and copies of their works 

                                                

318 Ficsor above n 39, 146 - 147 
319 art 14(1) of the Berne Convention. 
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or performances fixed in phonograms through sale or other transfer of ownership.320 

 

In addition, accompanying the concept of distribution, a very important doctrine 

emerged, the first sale doctrine or exhaustion principle. Here, once the first act of 

distribution occurs, the authors� right of distribution is exhausted.321 As early as 1948, 

at the Brussels Conference, the French and Austrian delegations proposed giving 

preference to the right of first distribution.322 Subsequently, at the 1967 Stockholm 

revision conference, the right of reproduction and circulation was proposed.323 

However, the proposals were not accepted effectively by other member countries.324 

For example, the Australian delegation stated that the right of circulation �[w]ould 

raise similar difficulties over exceptions as in the case of the right of reproduction�.325 

After that time, a protracted debate followed as to whether it was advisable to 

recognise a general right of circulation.326 Therefore, Article 6(2) of the WCT 

provides, �nothing in this Treaty shall affect the freedom of Contracting Parties to 

determine the conditions, if any, under which the exhaustion of the right in paragraph 

(1)327 applies after the first sale or other transfer of ownership of the original or a 

copy of the work with the authorisation of the author.�    

 
                                                

320 art 6 of the WCT and art 8 of the WPPT. 
321 Ficsor above n 39, 146 - 147. 
322 Ibid, 147. 
323 Ibid. 
324 Ibid. 
325 WIPO, Records of the Intellectual Property Conference of Stockholm June 11 to July 14, 1967, (2 
Vols), Geneva (1971), 854. 
326 Ficsor above n 39, 147-149. 
327 The right in paragraph (1) is distribution right. 
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4.2.2 Issue of Distribution on the Internet     

The United States applies the first sale doctrine. Section 109(a) of the Copyright Law 

of the US provides, � Notwithstanding the provision of section 106(3), the owner of a 

particular copy or phonorecord lawfully made under this title, or any person 

authorised by such owner, is entitled, without the authority of the copyright owner, to 

sell or otherwise dispose of the possession of that copy or phonorecord.� Regarding 

transmission as a means of distribution, as previously discussed, under the United 

States� copyright law, has encountered the barrier of the first sale doctrine.  

 

By virtue of s 106(3) of the law, owners of copyright have the exclusive right to 

�distribute copies or phonorecords of the copyrighted work to the public by sale or 

other transfer of ownership, or by rental, lease, or lending.� Thus, the distribution right 

has three elements: (1) the object of distribution is a copy or phonorecord; (2) the 

recipient of distribution is the public, not a given individual; (3) the means of 

distribution are sale, rental, lease, lending or other transfer of ownership.  

 

Transmission over the Internet does not meet these conditions. Firstly, it is clear that 

�copies and phonorecords�, under the Copyright Law of the US, are collectively 

defined to be material objects in which copyrighted works are fixed by any method 

now known or later developed.328 The object of the distribution right is framed in 

terms of material objects. Therefore, even though the contents of works or 

performances can be transmitted through the Internet from one place to others, the 

                                                

328 See s. 101 of the Copyright Law of the US. 
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distribution right cannot be exercised through the Internet, because the original copy 

has not been transferred after transmitting the works or performance over the Internet. 

According to the traditional theory of first sale doctrine or exhaustion principle, the 

objects of distribution are copies owned by copyright owners. Once the copyright 

owners consent to the sale, i.e. transfer of ownership of material copy or phonorecord, 

or otherwise dispose of particular tangible copies of their works, the owners of the 

copies have the right to dispose of their copies without permission from or payment to 

the copyright owners. After distribution, the copyright owners lose the right of 

possessing the copies and ownership of the copies. However, on the Internet, after 

transmission, the copyright owner still possesses the original copy. In other words, no 

material copy or phonorecord has been transferred. So, it is difficult to explain 

transmission on the Internet as a means of distribution by analogy with the traditional 

theory. Secondly, the means of distribution are sale, rental, lease, lending or other 

transfer of ownership, but some works such as movies transmitted by the Internet 

cannot become objects of rental, lease or lending, because the data comprising the 

works cannot be returned to the owner. In fact, the works are still stored in the 

owner�s computer, never rented.  

 

In addition, if transmission as a way of distribution is regarded as suggested in the US 

White Paper, the question arises as to which exclusive right will cover �making a 

work available online�. Therefore the distribution right is not the perfect explanation 

for what exclusive right is exercised when transmitting a work on the Internet. 
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4.2.3 Uploading Works Infringes the Distribution Right � A US Case 

Nevertheless, as mentioned in chapter three, in the United States the distribution right 

does cover transmission on the Internet. A bulletin board operator in the United States 

was found liable for infringing Playboy magazine�s distribution rights when 

copyrighted photographs were transmitted through uploading to the bulletin board 

system (�BBS�).329  

 

In Playboy Enterprises Inc. v. Frena,330 the publisher of Playboy magazine brought 

an action against George Frena, the operator of a subscription computer BBS,331 to 

seek summary judgment for copyright infringement. The defendant admitted that 

Playboy�s photographs were freely available on his BBS. However, he claimed that 

his subscribers uploaded the photographs on the BBS; and as soon as he was aware of 

the infringement he had removed the photographs from the BBS, while he personally 

had never uploaded or downloaded any of the copyrighted photographs.332  

 

The court characterised Frena�s activity as �supplying a product� that contained 

unauthorised copies of copyrighted works and adjudged that the defendant had 

infringed Playboy�s right to distribute copies of its photographs to the public. District 

Judge Schlesinger held:  

 

Public distribution of a copyrighted work is a right reserved to the copyright owner, and 

                                                

329 Playboy Enterprises Inc. v. Frena, 839 F. Supp. 1552 (M.D. Fla. 1993). 
330 Ibid. 
331 Ibid, 1554. 
332 Ibid. 
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usurpation of the right constitutes infringement. [Playboy�s] right�to distribute copies to 

the public has been implicated by Defendant Frena�There is no dispute that Defendant 

Frena supplied a product containing unauthorised copies of a copyrighted work. It does 

not matter that Defendant Frena claims he did not make the copies itself.333 

 

The case of Playboy established that transmitting copyrighted works on the Internet 

infringes the right of distribution. One result was that the US White Paper did not 

recommend that transmitting copyrighted works via the Internet be an independent 

exclusive right, but should amount to distribution of works.334 Without doubt, at that 

time, the decision in Playboy had significance for the application of copyright law to 

the Internet, because the concept and international treaty provisions of communication 

and making available right did not exist then. However, with the development of 

international copyright law, especially with the establishment of the concepts of the 

communication and making available right, refusing to adopt the Treaty model 

following the steps of the Internet Treaties lacks vision. 

 
4.2.4 Distribution and Publication in Australian   

In Australian copyright law, distribution is not an exclusive right of authors and 

copyright owners even though it is an important concept in the Copyright Act 1968.335 

A relevant exclusive right related to distribution is the publication right. The definition 

of publication in the Copyright Act 1968 reads as follows: �a literary, dramatic, 

                                                

333 Ibid, 1556 [6]. 
334 US White Paper, above n 1, 213.  
335 The Act employs the word of �distribution� or relevant words for 42 times.   
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musical or artistic work, or an edition of such a work, shall be deemed to have been 

published if, but only if, reproductions of the work or edition have been supplied 

(whether by sale or otherwise) to the public.�336 There are no publication rights in 

cinematograph films, sound recordings, broadcasts or published editions of works.337 

However, �a cinematograph film shall be deemed to have been published if, but only 

if, copies of the film have been sold, let on hire, or offered or exposed for sale or hire, 

to the public�;338 and �a sound recording shall be deemed to have been published if, 

but only if, records embodying the recording or a part of the recording have been 

supplied (whether by sale or otherwise) to the public.�339 The meaning of �supplied� is 

that reproductions of a work are offered to the public by any means, whether for sale 

or gratis.340 �To publish� was held to mean making public that which has not 

previously been made public in the copyright territory, i.e. a right of first publication 

by the High Court in Avel Pty Ltd v Multicoin Amusements Pty Ltd.341 In sum, the 

publication right has the following elements:  

 

(1) The object of publication is an act of supplying a reproduction of a work or 

edition;  

(2) The recipient of the supplying is the public; and  

(3) The means of the supplying is any way whether by sale or otherwise. 

                                                

336 s. 29 (1) (a) of the Copyright Act 1968. 
337 Lahore, above n 154, para [16,015]. 
338 s. 29 (1) (b) of the Copyright Act 1968. 
339 s. 29 (1) (c) of the Copyright Act 1968 . 
340 Lahore, above n 154, para [16,060]. 
341 (1990) 171 CLR 88; 18 IPR 443. 
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The definitions of publication in the Copyright Act 1968 and in the Copyright Law of 

the US are in substantive contents similar. Section 101 of the Copyright Law of the US 

defines �publication� as �the distribution of copies or phonorecords of a work to the 

public by sale or other transfer of ownership, or by rental, lease, or lending.� The key 

difference is that the essential nature of publication in American copyright law is the 

exercise of a distribution right, yet in Australia distribution is the only way to 

constitute right of publication. On the other hand, because reproductions of a work, 

copies of a film and records of a sound recording are all physical materials, they 

cannot be supplied through transmission via the Internet. When the Discussion Paper: 

Copyright Reform and the Digital Agenda proposed to set up a new transmission right, 

it stated that the broadly based transmission right  

 

[w]as not limited or tied to specific communication technologies. However, an essential 

element was that the reception of the transmission required the use of receiving 

apparatus. Accordingly, the right did not cover the physical distribution of copyright 

material in a material form, eg, the distribution of hard copies of books, compact discs, 

videos etc.342  

 

Therefore, �[t]he transmission right would not apply to and would be distinguishable 

from the distribution of physical copies of copyright material, such as books and 

sound recordings.�343 Furthermore, on 30 April 1998, the Government decided to fuse 

                                                

342 Australia Discussion Paper, above n 13, para 3.7. 
343 Ibid, para 4.13. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

114 

the transmission right and right of making available online proposed by the 

Discussion Paper, using a broad right � the right of communication to the public � to 

replace them. 344  As a result the communication right should not apply to the 

distribution of copyrighted work. 

 
4.2.5 Different Contents: Distribution Rights in Japan 

Under the Copyright Law of Japan, �distribution� is defined as �the transfer of 

ownership and lending of copies of a work to the public, whether with or without 

payment, and in the case of a cinematographic work or a work reproduced therein, it 

includes the transfer of ownership and lending of copies of such work for the purpose 

of making a cinematographic work available to the public�.345 However, as an 

exclusive right, the law grants the distribution right only for cinematographic works. 

Article 26(1) of the Copyright Law of Japan provides that �the author of a 

cinematographic work shall have the exclusive right to distribute copies of his 

work.�  Thus it can be seen that in Japan, the object of the distribution right is the 

copy of a cinematographic work, unlike in the provisions of the WIPO Treaties in 

which the distribution right includes the original or a copy of a work.  

 

The marked difference of the distribution right between Japan and the United States is 

that the first sale doctrine or exhaustion principle with the first transfer of copies does 

not apply to the Japanese distribution right and only cinematographic works enjoy this 

                                                

344 The Revised Explanatory Memorandum, above n 55, 14. 
345 art 2(xix) of the Copyright Law of Japan. 
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right.346 Any transfer or lending of copies of a cinematographic work infringes an 

author�s copyright. In order to respond to the WCT which adopts wide objects of 

distribution, the Copyright Law of Japan established �the right of transfer of 

ownership�, which applies to the exhaustion principle or first sale doctrine.347 The 

right is defined as �the author shall have the exclusive right to offer his work (except a 

cinematographic work�) to the public by transfer of ownership of the original or 

copies of the work�348 Thus it can be seen that in Japan the right of transfer of 

ownership is the same right as the general distribution right.  

 

In 2001, two cases, K.K. Enikkusu v. K.K. Josho349 and Akuto etc. v. K.K Sega,350 

held separately by the Tokyo and Osaka High Court, concerned whether or not a video 

game should be regarded as a �cinematographic work�. If so, does the distribution 

right apply to video games? Does sale of used game software infringe the copyright 

owner�s copyright? Both High Courts made different decisions in similar cases, 

although both of them found video game software to be a cinematographic work.351 

 

In K.K. Enikkusu, the Tokyo High Court decided that video game software is a 

cinematographic work but denied a distribution right uniquely associated with a 

                                                

346 Tsunashige Shirotori, �Japan�s Supreme Court Decision on the Sales of Used TV Game Software� 
(Autumn 2002) CASRIP Newsletter 
<http://www.law.washington.edu/casrip/newsletter/Vol9/newsv9i3jp2.PDF> at 6 March 2006. 
347 Ibid. 
348 art 26bis (1) of the Copyright Law of Japan. 
349 Judgment of Tokyo High Court, 27 March 2001. 
350 Judgment of Osaka High Court, 29 March 2001. 
351 Takenaka, Toshiko, �Sales of Used TV Game Software is Legal� (Winter 2001) CASRIP Newsletter 
<http://www.law.washington.edu/Casrip/Newsletter/Vol8/newsv8i1jp1.pdf> at 6 March 2006. 
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cinematographic work under Article 26 of the Copyright Law of Japan, because the 

article aims to give copyright owners the right to control copies to be distributed and 

presented at theatres. However, copies of game software are neither distributed to nor 

presented at theatres, so copies of game software are not �copies� under the right of 

distribution. This decision changed the inclusion of video game software under 

�cinematographic work�. The court of first instance, the Tokyo District Court had held 

that the game software does not enjoy an exclusive distribution right, because it is not 

a �cinematographic work� under Article 26.  

 

In Akuto, the Osaka High Court found that video game software is a cinematographic 

work and recognised a distribution right under Article 26 of the Copyright Law of 

Japan. However, the first sale doctrine should apply. That meant the distribution right 

would be exhausted by the first sale of the copies of video game software. The court 

then held there was no copyright infringement by the sale of used video game 

software. It should be noted that although both courts reached the same conclusion of 

non-infringement for sale of used game software, their findings conflict with respect 

to whether video game software enjoys a distribution right under Article 26.  

 

The significance of these cases for the Internet is that the object of the distribution 

right is limited to a material copy of a copyrighted work, and the distribution right is 

related closely to the first sale doctrine. Firstly, the Japanese copyright system has 

extended the objects of distribution right from cinematographic work to include 

computer game software. Secondly, the principle of exhaustion has been applied in 
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the Japanese copyright system. It is not surprising that the legal character of the 

transmission of copyrighted works on the Internet should not equate with the 

distribution right, because after transmission of a copyrighted work, no ownership of a 

material copy has been transferred, so that the first sale doctrine actually cannot be 

applied. 

 

4.3 The Right of Importation 

Under the right of distribution, the issue of the application of the first sale doctrine or 

the exhaustion principle is significant in the Berne Union.352 Some countries consider 

that the exhaustion principle should apply internationally; others insist on the 

territoriality principle.353 In the case of international exhaustion, when copies of a 

work are exported to other countries with the consent of the copyright owner, a third 

party may subsequently import the copies from the countries without the consent of 

the copyright owner. The purpose of importing these copies is to distribute them at a 

lower price and in competition with copies produced by the copyright owner. This 

importation is known as parallel importation. 354  However, in the case of the 

territoriality principle, the distribution right is only exhausted in the country where the 

copies are distributed. Importing copies from other countries infringes the copyright 

owner�s distribution right. Therefore, a question had to be answered whether parallel 

                                                

352 See Ficsor above n 39, Ch. 4.  
353 Ibid. 
354 Margreth Barrett, �The United States� Doctrine of Exhaustion: Parallel Imports of Patented Goods� 
(2000) 27 Northern Kentucky University Law Review 911, 914. 
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importation should be an exclusive right of copyright owners. It should be noted that 

the Berne Convention does not contain any direct provision on exhaustion and 

importation. So, different countries have different rules for the right of importation. 

The United States insists that the right of importation of works or sound recording 

should be an exclusive right of copyright owners.355 Australia takes a middle of the 

road position. On the one hand it limited the right of distribution to the first act of 

distribution. On the other hand, it maintained that Contracting Parties might restrict 

the circumstances of exhaustion of the right to an act of distribution in the territory of 

any other country.356 Japan applies a policy of international exhaustion, except for 

motion pictures.357 Due to the lack of the agreement about the right of importation, 

the WIPO Treaties only recognise the right of distribution. Whether parallel imports 

should be allowed has not been resolved at the international level.358 Nevertheless, in 

the digital environment, digital copies are easier to reroute from one country to others 

as parallel imports than material objects, through the Internet for commercial purposes. 

It is therefore necessary to continue to deal with this problem. 

 
4.3.1 The US Approach 

The domestic legislation of the United States in copyright reflects its international 

                                                

355 Ibid, 225. 
356 Ibid, 229. 
357 Keith E. Maskus and Yongmin Chen, �Parallel Imports in a Model of Vertical Distribution: Theory, 
Evidence, and Policy� (2002) 7 Pacific Economic Review 319, 323. 
358 See art 6 of the WCT and arts 8 and 12 of the WPPT. art 6(2) reads as follows: �Nothing in this Treaty 
shall affect the freedom of Contracting Parties to determine the conditions, if any, under which the 
exhaustion of the right in paragraph (1) applies after the first sale or other transfer of ownership of the 
original or a copy of the work with the authorization of the author�. 
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position. Section 602(a) of the Copyright Law of the US provides that �importation 

into the United States � of copies or phonorecords of a work that have been acquired 

outside the United States is an infringement of the exclusive right to distribute copies 

or phonorecords�. Thus it can be seen that the right of importation is an important 

component of the distribution right. Unauthorised importation of copies or 

phonorecords can be divided into two type:359 importing copies or phonorecords that 

are made without any authorisation of the copyright owner and importing copies or 

phonorecords that are legally produced overseas for foreign distribution. However, 

both importations infringe the copyright owners� distribution right.360 Concerning the 

transmission of copies on the Internet, the US White Paper pointed out that 

importation into the United States by transmission of copies without the authority of 

the owner of copyright constitutes an infringement of the distribution right.361 This 

means that when copyright owners have not authorised the distribution of their work 

in the United States, any user of the United States who downloads the work from a 

computer outside the United States would infringe the copyright owner�s importation 

right.  

 

The act of infringement is only applicable to commercial purposes, because the 

Copyright Law of the US provides three exceptions to the importation right, including 

the act of government, private use and educational or research use.362 Therefore, the 

                                                

359 US White Paper, above n 1, 107-108. 
360 Ibid, 108.  
361 Ibid, 221. 
362 s.602(a) of the Copyright Law of the US 
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US White Paper recommended that s 602 should be amended to include importation 

‘by carriage or shipping of copies as well as by transmission of them’. 363 

Nevertheless, the question was whether the extension of the importation right could be 

enforced, because it is impossible for users to tell whether the copies have been 

licensed to distribute into the United States when they download the copyrighted 

work.364 As a result, the above recommendation was not adopted. The objects of 

importation in the US Copyright Law still are copies or phonorecords, tangible goods. 

 
4.3.2 The Australian Approach 

Concerning the distribution of copyrighted materials, current Australian copyright law 

adopts �national exhaustion� in principle.365 Section 37 of the Copyright Act 1968 

provides that the importation of an article into Australia for distribution or commercial 

purposes without the licence of the copyright owner infringes the copyright in a 

literary, dramatic, musical or artistic work. However, since 1991, the Copyright Act 

1968 has been amended to repeal the restriction of parallel importation step by step. 

 

The first step was providing an exception for parallel importation of non-infringing 

books. However, the importation is still limited, only applying to  

 

                                                

363 US White Paper, above n1, 221. 
364 Fred H. Cate, �The Technological Transformation of Copyright Law� (1996) 81 Iowa Law Review 
1395,1438. 
365 Australian Intellectual Property and Competition Review Committee, Review of Intellectual Property 
Legislation under the Competition Principles Agreement (hereafter Review of Intellectual Property) 
(2000) 43.  
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(1) Importing a single copy for a customer;366  

(2) Importing one or more copies for a non-profit library;367  

(3) Importing a copy of a hardback or paperback version to satisfy local orders 

with have been unfilled for more than 90 days.368 

 

Then, in July 1998, Australia promulgated the Copyright Amendment Act (No 2) 1998, 

which repealed parallel import restrictions permitting the parallel importation of 

lawful sound recordings without the copyright owner�s consent.369 The Act provides 

that importing a non-infringing copy of the sound recording into Australia for a 

commercial purpose is not an infringement of copyright.370 The importation of a 

sound recording must meet two requirements:  

 

(1) The copy of the sound recording must be a �non-infringing copy�, which is a 

copy made by or with the consent of the owner of the copyright or related right in 

the sound recording, or the maker of the sound recording in the copy country or 

the original recording country;371  

(2) The sound recording must have been published in Australia or in another 

                                                

366 ss. 44A(3) & 112A(3) of the Copyright Act 1968. 
367 ss. 44A(4) & 112A(4) of the Copyright Act 1968. 
368 ss 44A(2) & 112A(2) of the Copyright Act 1968. 
369 See Daryl Williams, Copyright Amendment (Parallel Importation) Bill 2001 � Second Reading 
Speech 
<http://www.ag.gov.au/agd/WWW/attorneygeneralHome.nsf/Page/Speeches_2001_Speeches_Copyrig
ht_Amendment_Parallel_Importation_Bill_2001 > at 6 March 2006. 
370 ss. 44D (copyright in a literary, dramatic or musical work) and 112D (copyright in a sound recording) 
of the Copyright Act 1968. 
371 s. 10AA (1) of the Copyright Act 1968. 
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country by or with the consent of the owner of the copyright or related right in the 

sound recording in the publication country or the original recording country.372  

 

If the importation does not meet these requirements and the importer knows, or ought 

reasonably to know, that the import is an infringing copy, the importer infringes the 

author�s copyright.373 Since implementing the Copyright Amendment Act (No 2) 1998, 

consumers have benefited from parallel importation. The price of top 30 CDs 

decreased 30.87%, from 1998, prior to parallel importation of sound recordings, to 

2001.374 In the same period, the actual performance of the Australian music industry 

was better than prior to parallel importation.375 

 

Furthermore, in June 2000, the Australian government announced its intention to 

allow parallel importation of legitimate computer software, books, printed music, and 

periodical publications for commercial purposes.376  Subsequently, the Australian 

Intellectual Property and Competition Review Committee (ICPRC) presented a report 

related to parallel importation to the government.377 In its final report, Review of 

Intellectual Property Legislation under the Competition Principles Agreement, the 

IPCRC concluded that repealing the provisions of parallel importation would ensure 

that Australians pay less for copyrighted works than is being charged overseas.378 It 

                                                

372 s. 195 of the Copyright Act 1968. 
373 s. 195 of the Copyright Act 1968. 
374 See Williams, above n 369. 
375 Ibid. 
376 Lahore, above n 154, para [34,550]. 
377 Report on Parallel Importing under the Copyright Act 1968 
378 Review of Intellectual Property, above n 365, 72. 
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recommended further repeal of the parallel importation provisions, giving a 12-month 

transitional period to the book industry for adjusting to the new arrangements.379 

 

In March 2002, the Copyright Amendment (Parallel Importation) Bill 2002 was 

passed in the Senate, becoming the Copyright Amendment (Parallel Importation) Act 

2003. The Act took further steps to release the restrictions on parallel importation, 

allowing non-infringing copies of computer programs and electronic literary or music 

items to be parallel imported into Australia for commercial purposes.380 �Electronic 

literary or music item� is defined as: �(a) a book in electronic form; or (b) a periodical 

publication in electronic form; or (c) sheet music in electronic form; regardless of 

whether there is a printed form.�381 However, Schedule 2 of the Bill, which related to 

printed books, periodicals and music, was not accepted. 

 

Former Australian Attorney-General Daryl William pointed out that repealing the 

restriction of parallel importation will �enable Australian retailers and distributors to 

enter new markets and better compete with overseas-based e-tailers in the emerging 

Internet market for directly downloaded software, including e-books.�382 Furthermore, 

removing parallel import restrictions of computer program and electronic literary and 

music items will assist Australian retailers to use and offer software products through 

Internet transmission, encouraging the growth of Australian online industries.383 

                                                

379 Ibid, 73. 
380 ss. 44E & 44F of the Copyright Act 1968. 
381 s. 10(1) of the Copyright Act 1968. 
382 Williams, above n 369. 
383 Ibid. 
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4.3.3 The Japanese Approach 

Japan adopted the doctrine of international exhaustion for copyrighted material,384 

but if imports are pirated goods that were made in Japan, the importation constitutes 

infringement of �moral rights of authors, copyright, right of publication, moral right of 

performers or neighboring rights�.385 However, in recent years, Japan has intended to 

restrict parallel importation.  

 

Firstly, it is noted that a 1994 judgment of the Tokyo District Court shows that in 

some conditions, Japanese copyrights will not be exhausted by first sales in the 

international area.386 In Keep K.K v. K.K Pony Canyon Hanbal et al,387 the plaintiff 

purchased and imported 1000 copies of the movie 101 Dalmatians from the United 

States and tried to sell them in Japan. These copies were authorised to be produced 

and sold in the United States. The defendant put video shops on notice to alert them 

that parallel importation of videocassettes from the United States was illegal. The 

plaintiff sued alleging that distribution of the notices interfered with its sale of the 101 

Dalmatians videos. The Tokyo District Court reasoned that importation into Japan of 

videocassettes of a movie not yet released in Japan or still in theatres would seriously 

damage the market for the movie as well as the sale of authorised video tapes and 

found for the defendant. The court therefore held that parallel import of videocassettes 

                                                

384 Yves Gaubiac, �The Exhaustion of rights in the Analogue and Digital Environment� (2002) 36.4 
Copyright Bulletin 2, 7. 
385 art 113(1)(i) of the Copyright Law of Japan. 
386 Jun Norisugi, �Copyright Infringement in Japan� <http://www.iijnet.or.jp/NORI/forms/ci.html> at 6 
March 2006. 
387 Tokyo District Court, 1 July 1994, see ibid. 
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infringed the right of distribution of the copyright owner.388  

 

Secondly, the Copyright Law of Japan was amended in June 2004.389 The amendment 

prohibits importing phonograms that were made for overseas markets into Japan for 

commercial purposes. 390  Article 113(5) provides that if a person knows that 

phonograms are made for foreign distribution and have the same contents as those 

phonograms for domestic distribution, the person importing the phonograms into 

Japan will constitute infringement of copyright or neighboring rights. 

 
4.3.4 The Role of Transmission 

In the Internet environment, a copy of a copyrighted work can be easily imported 

from overseas by transmission, whether parallel importation or not. For example, 

music, e-books and computer programs can be downloaded from one country to 

others on the Internet. What role, then, does transmission play in the transfer of the 

copies? The US White Paper recommended that transmission be a way of importation. 

So, transmission of copies from overseas constitutes importation. However, there are 

two problems that cannot be resolved in this manner. One is that transmission is not a 

tangible good. It does not meet the definition of importation, cannot constitute the 

object of importation. Secondly, unlike traditional imports, transmission cannot be 

controlled by customs. So this recommendation encounters both theoretical and 

practical barriers. The US White Paper proposed this recommendation since the 

                                                

388 Ibid. 
389 Shoichi Okuyama, �IP News from Japan� (2004) 24 Winds from Japan 5, 5. 
390 art 113(5) of the Copyright Law of Japan. 
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United States has not established the right of communication to the public in its 

copyright law.  

 

Transmission that can transfer digital copies from one country to others had to be 

considered as a way of importation. In the countries where right of communication to 

the public has been established, it is unnecessary to consider whether or not 

transmission constitutes importation, because any transmission can be covered by 

some exclusive rights, by which the copyright owner may prohibit a transmission 

from overseas. If a supplier uploads a work on the Internet server for buyers� 

downloading without the consent of the copyright owner, the supplier infringes the 

copyright owner�s communication right to the public. Otherwise, even though the 

supplier directly transmits a work to a buyer�s computer, point-to-point only, the 

supplier and the buyer must, in the course of transmission, store the work into their 

computers� memories: that involves reproduction. In this case, both the supplier and 

the buyer infringe the copyright owner�s reproduction right. 

 

4.4 The Right of Public Performance  

4.4.1 Concept at International Level 

The Berne Convention has four provisions concerning performance: Article 11(1),391 

                                                

391 art 11(1): �Authors of dramatic, dramatico-musical and musical works shall enjoy the exclusive right 
of authorising: (i) the public performance of their works, including such public performance by any 
means or process; (ii) any communication to the public of the performance of their works.� 
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Article 11ter(1),392 Article 14(1)393 and Article 14bis(1).394 The original meaning of 

performance under the Berne Convention is performing works in the presence of the 

public or at a place open to the public.395 Therefore, performance is a communication 

of a work in public. In fact, the Berne Convention did not use the term 

�communication to the public� until 1928.396 With the development of technology, the 

Convention has been revised eight times since it was signed in 1886. In its Rome text, 

concerning broadcasting, it used the term �communication to the public by 

radio-diffusion� first,397 but subsequently this term evolved into �communication to 

the public by wire� and �communication to the public of the performance�. Therefore, 

broadcasting made an important breakthrough from communication in public to 

communication to the public.398 

 

The Berne Convention does not define what �performance� is. However, the answer 

can be found in another relevant international convention. The Rome Convention is an 

                                                

392 art 11ter(1): �Authors of literary works shall enjoy the exclusive right of authorizing: (i) the public 
recitation of their works, including such public recitation by any means or process; (ii) any 
communication to the public of the recitation of their works.� 
393 art 14(1): �Authors of literary or artistic works shall have the exclusive right of authorizing: (i) the 
cinematographic adaptation and reproduction of these works, and the distribution of the works thus 
adapted or reproduced; (ii) the public performance and communication to the public by wire of the works 
thus adapted or reproduced.� 
394 art 14bis(1): �Without prejudice to the copyright in any work which may have been adapted or 
reproduced, a cinematographic work shall be protected as an original work. The owner of copyright in a 
cinematographic work shall enjoy the same rights as the author of an original work, including the rights 
referred to in the preceding Article.� 
395 Claude Masouyé, Guide to the Berne Convention for the Protection of Literary and Artistic Works 
(Paris Act, 1971) (1978) 64. 
396 Ficsor above n 39, 156. 
397 art 11bis (1) of the Rome Act. 
398 Makeen, above n 28, 82. 
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international convention protecting the rights of performers, producers of phonograms 

and broadcasting organisations. Under it, the term of �performers� are defined 

expressly as: �actors, singers, musicians, dancers, and other persons who act, sing, 

deliver, declaim, play in, or otherwise perform literary or artistic works.�399 Based on 

this definition, the WPPT extended the definition in two ways: first, in the form of 

performance, it added �interpretation�; second, in the form of work, it extended to 

�expressions of folklore�, besides literary and artistic works.400 The WPPT defines 

�performers� as: �actors, singers, musicians, dancers, and other persons who act, sing, 

deliver, declaim, play in, interpret, or otherwise perform literary or artistic works or 

expressions of folklore�. So performance should have one or a combination of the 

following elements: actors, singers, musicians, dancers, and other person act, sing, 

deliver, declaim, play in, interpret or otherwise perform literary or artistic works or 

expressions of folklore. Therefore, it is not difficult to tell from the meaning of 

performance that, like other ways of communication of performance, transmission is 

one of the modes of communication.  

 

Transmission itself cannot constitute performance. However, transmission has a close 

relationship with performance. Traditional performing forms are all face-to-face. With 

the development of technology, a performance could be transmitted by loudspeaker, 

analogous instrument, cable, and broadcasting. Now, in the digital environment, the 

means of communication have been extended to interactive transmission by the 

                                                

399 art 3(a) of the Rome Convention.  
400 See art 2(a) of the WPPT. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

129 

WPPT in 1996. Its Article 2(g) gives a definition of communication to the public of a 

performance or phonogram as �transmission to the public by any medium, otherwise 

than by broadcasting, of sounds of a performance or the sounds or the representations 

of sounds fixed in a phonogram�; communication to the public includes �making the 

sounds or representations of sounds fixed in a phonogram audible to the public�.  

 

In relation to performance, performers have the exclusive right of �authorising the 

direct or indirect reproduction of their performances fixed in phonograms�.401 In 

addition, Article 10 of the WPPT provides: �performers shall enjoy the exclusive right 

of authorising the making available to the public of their performances fixed in 

phonograms, by wire or wireless means, in such a way that members of the public 

may access them from a place and at a time individually chosen by them.� 

 

Therefore, concerning performances, there are two groups of right holders: authors or 

owners of copyrighted works, and performers. In the digital environment, at the 

international level, the rights of the two groups are regulated respectively by the WCT 

and the WPPT. The authors of literary and artistic works enjoy the exclusive right of 

authorising the public performance of their works and of any communication to the 

public of the performance of their works.402 The performers of works enjoy the 

exclusive right of authorising the making available to the public of their performance 

fixed in phonograms by wire or wireless means.403 It should be pointed out that 

                                                

401 art 7 of the WPPT.. 
402 See art 11(1)(i) and (ii) of the Berne Convention. 
403 art 10 of the WPPT. 
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�phonogram� is defined in Article 2(b) of the WPPT as �the fixation of the sounds of a 

performance or of other sounds, or of a representation of sounds, other than in the 

form of a fixation incorporated in a cinematographic or other audiovisual work�.  

 

Comparing the rights of authors and performers on the Internet, the former have 

absolute right of performance and any form of right to communicate the performance 

of their works to the public, including the making available to the public of the 

performance of their works. The latter only have a right of making their performance 

fixed in phonograms available to the public. It is clear that the right of the authors is 

wider than that of performers. The right of performers is limited on the Internet. It 

should be noted that Article 14 of the WPPT provides that producers of phonograms 

shall �enjoy the exclusive right of authorising the making available to the public of 

their phonograms, by wire or wireless means�. For that reason, when making a 

phonogram containing a performance available to the public online, a cumulation of 

rights occurs: the producer of the phonogram, the performer of the performance and 

the author of the work all possess this right. Of course, the author�s right of 

performance is the basis of these rights. Without the consent of authors, performers 

cannot perform the work; as a result, producers will not make phonograms of the 

performances.  

 
4.4.2 Performance Right in the United States  

Section 101 of the Copyright Law of the US defines �performance� clearly. It divides 

the forms of performance into direct and indirect. The definition reads as follows: �to 
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�perform� a work means to recite, render, play, dance, or act it, either directly or by 

means of any device or process or, in the case of a motion picture or other audiovisual 

work, to show its images in any sequence or to make the sounds accompanying it 

audible.� It is obvious that direct performance is face-to-face live performance and 

indirect performance is using any device or process to show its images or make its 

sounds audible, whether �the members of the public capable of receiving the 

performance receive it in the same place or in separate place and at the same time or 

at different times.�404 

 

In the United States, the owner of a copyrighted work and the performer of the work 

have different rights concerning performance to the public. Section 106(4) provides 

that the owners of copyright have the exclusive right to perform and to authorise to 

perform their literary, musical, dramatic, and choreographic works, pantomimes, and 

motion pictures and other audiovisual works publicly, including transmitting or 

otherwise communicating the performances to the public.405 Therefore, the owners of 

copyright have an absolute right of performance, whether direct or indirect. It is noted 

that the Law did not grant the exclusive right in relation to sound recordings until the 

Digital Performance Right in Sound Recordings Act was enacted in 1995.406 The Act 

                                                

404 See s. 101 of the Copyright Law of the US, definition of performing or displaying a work �publicly�. 
405 s. 101 of the Copyright Law of the US provides that to perform a work �publicly� means: (1) to 
perform ... it at a place open to the public or at any place where a substantial number of persons outside 
of a normal circle of a family and its social acquaintances is gathered; or (2) to transmit or otherwise 
communicate a performance ... of the work to a place specified by clause (1) or to the public, by means 
of any device or process, whether the members of the public capable of receiving the performance or 
display receive it in the same place or in separate places and at the same time or at different times. 
406 Newton, above n 288, 133. 
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gives the copyright owners of sound recordings a public performance right by digital 

audio transmission, 407  which includes cable network as well as computer 

transmissions.408 Under the title �Unauthorised Fixation and Trafficking in Sound 

Recordings and Music Videos�, s 1101(a)(2) of the Copyright Law of the US provides 

that transmitting or communicating sounds or sounds and images of a live musical 

performance to the public without the consent of the performer or performers 

constitutes an unauthorised act.409 So a performer has a limited right in a live musical 

performance to transmitting or communicating the live musical performance to the 

public. In addition, other unauthorised acts include fixing the sounds or sounds and 

images of a live musical performance in a copy or phonorecord, or reproducing copies 

or phonorecords of such a performance from an unauthorised fixation;410 distributing, 

selling, renting, or offering to distribute, sell, rent, or trafficking in any copy or 

phonorecord of the performance fixed in anywhere, whether or not in the United 

States.411 

 

The Copyright Law of the US furthermore identifies the relationship between 

transmission of a performance and communication to the public of a performance: �to 

�transmit� a performance or display is to communicate it by any device or process 

                                                

407 Ibid. See also s. 106(6) of the Copyright Law of the US. 
408 Richard Raysman & Peter Brown, �Internet Copyright Development� (1996) 9 New York Law 
Journal 3, 3.   
409 See s. 2319A(a) of 18 U.S.C, Crimes and Criminal Procedure. 
410 s. 1101(a)(1) of the Copyright Law of the US. 
411 s. 1011(a)(3) of the Copyright Law of the US. 
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whereby images or sounds are received beyond the place from which they are sent�.412 

Therefore, transmitting a performance to the public constitutes performance, because 

the purpose of the transmission is to show images or sounds. It should be noted that 

transmitting a performance of a work over the Internet is different from transmitting a 

copy of the work. When the copy of the work is transmitted through the Internet, it 

does not mean that the performance of the work must be displayed at the same time, 

because the images or sounds of the work may not be shown on the reception devices 

synchronously. However, when a performance of a work is transmitted through the 

Internet, the images or sounds of the work are shown or heard with the transmitting of 

the copy of the work by a device.413 For example, an audio file contains music. The 

file can be transmitted from one computer to another without playing sounds. This 

transmission therefore does not concern performance. If someone does this, in the 

United States, the person infringes the distribution right of the copyright owner, but 

not the right of the performers. But if the file is transmitted by playing music, the 

transmission not only concerns the reproduction and distribution of the music but also 

the performance of the music. In this case, the rights of both owner of copyright and 

performer may be infringed. The US White Paper stated:  

 

[i]f a work is publicly performed by transmission, then there has been a public 

performance � whether or not the distribution right is or is not also involved. The fact 

that some transmissions may constitute a reproduction and distribution of copies to the 

                                                

412 s. 101 of the Copyright Law of the US. 
413 US White Paper, above n 1, 71. 
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public does not mean that transmissions that constitute public performances are not 

public performances.414  

 

In addition, infringing the copyright owner�s performance right will only occur if it is 

done �publicly�. If a work is performed �at a place open to the public or at any place 

where a substantial number of persons outside of a normal circle of family and its 

social acquaintances are gathered�, the work is performed publicly. 415  So, 

transmitting a performance of a work to the public involves the right of performance 

in the United States. 

 
4.4.3 Performance Right in Australia 

As an exclusive right, copyright consists of five rights in a work under Australia�s 

Copyright Act 1968: the reproduction right, the publication right, the public 

performance right, the right of communication to the public and the adaptation 

right.416 Among these rights, �performance� means to perform a dramatic work, 

musical work, dance, circus act, and read, recite or deliver a literary work in public.417 

The author of a literary, dramatic, musical or artistic work is the owner of any 

copyright.418 For subject-matter other than works, the maker is the owner of sound 

recording, cinematograph film, or broadcast rights.419 The owners have exclusive 

rights to make copies of their products, cause them to be heard or seen in public, and 
                                                

414 Ibid, 214. 
415 s. 101 of the Copyright Law of the US. 
416 s. 31 of the Copyright Act 1968. 
417 s. 248A of the Copyright Act 1968. 
418 s. 35(2) of the Copyright Act 1968. 
419 ss. 97 � 99 of the Copyright Act 1968. 
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communicate them to the public.420 However, performers have no copyright in their 

performances. They only have the right to prevent certain unauthorised uses of their 

performances.421 �Unauthorised use� means using a performance without the authority 

of the performer under certain conditions, including  

 

(1) Recording the performance;  

(2) Broadcasting or re-broadcasting the performance;  

(3) Copying an unauthorised recording of the performance;  

(4) Copying an exempt recording of the performance;  

(5) Copying an authorised sound recording of the performance for use in a 

sound-track, but the making of the sound recording was not authorised for the 

purpose of use in that sound-track or any other sound-track;  

(6) Possessing an unauthorised recording of the performance for a commercial 

purpose;  

(7) Selling, letting on hire, or exhibiting in public or offering or exposing for sale 

or hire an unauthorised recording of the performance;  

(8) Distributing an unauthorised recording of the performance for the purposes of 

trade and affecting the financial interests of the performer;  

(9) Importing an unauthorised recording of the performance into Australia for 

commercial purposes;  

(10) Causing an unauthorised recording of the performance to be heard or seen in 

                                                

420 ss. 85 � 87 of the Copyright Act 1968. 
421 See ibid Part XIA Performers� Protection. 
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public.422  

 

Regarding performance, it should be a live performance given in Australia or 

given by an Australian citizen, an Australian protected person or a person resident 

in Australia.423  

 

A performance on the Internet is detailed in the Copyright Act 1968 as amended in 

2000 by the Copyright Amendment (Digital Agenda) Bill 2000. Performance includes 

�any mode of visual or aural presentation, whether the presentation is by the use of 

reception equipment, by the exhibition of a cinematograph film, by the use of a record 

or by any other means�.424 However, unlike in the United States, transmitting or 

communicating a copyrighted work or other subject-matter itself to the public does 

not constitute performance or causing images to be seen or sound to be heard.425 This 

is implied in the definition of communication in the Act, because communicating a 

work only means making the work available online or electronically transmitting it.426 

Another reason is that communicating copyrighted works to the public is an 

independent exclusive right of the authors of the works. Display or emission of the 

images and sounds by operation of any equipment in public constitutes 

                                                

422 s. 248G(1) & (2) of the Copyright Act 1968. 
423 s. 248A(1) of the Copyright Act 1968. 
424 s. 27 (1)(a) of the Copyright Act 1968. 
425 s. 27 (2)(a) & (b) of the Copyright Act 1968. 
426 s. 10 of the Copyright Act 1968. It reads as follows: �communicate means make available online or 
electronically transmit (whether over a path, or a combination of paths, provided by a material substance 
or otherwise) a work or other subject-matter.� 
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performance.427 The person who occupies the premises where the equipment is 

situated and provides the equipment or consent for using the equipment shall be 

deemed to give the performance, whether he or she is the person operating the 

equipment or not.428 In addition, when operating equipment communicates images or 

sounds of a work to reception equipment whose operation, either alone or together 

with other equipment, enables people to hear or see a work or other subject-matter 

that is communicated,429 the operation itself does not constitute performance.430  

 

As to who is a person performing works in the case of transmitting the works, 

Gummow J handed down a conclusion as early as 1993 in APRA v Telstra.431 He 

pointed out that �where a work is transmitted along a wire or through the air and is 

played by the person receiving it to a public gathering, the person receiving the 

transmission, not the person transmitting it, is deemed to be the person performing the 

work in public�.432 In this case, as a telecommunications carrier, Telstra transmitted 

music on hold played by its users. One of the claims of the plaintiff, the Australasian 

Performing Right Association Limited, was that the act of the defendant infringed the 

exclusive right of the copyright owner to perform the work in public. However, the 

judge held that the act of Telstra did not constitute infringement of the public 

                                                

427 s. 27(3) of the Copyright Act 1968. 
428 s. 27(4) of the Copyright Act 1968. 
429 See the definition of reception equipment, s. 10 of the Copyright Act 1968. 
430 s. 27 (3) of the Copyright Act 1968. 
431 Australasian Performing Right Association Limited v. Telstra Corporation Limited (1993) 46 FCR 
131. 
432 Ibid, 139. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

138 

performance right. Although after the decision, APRA appealed to the Full Federal 

Court, but did not appeal the finding made by Gummow J that Telstra had not 

infringed APRA�s public performance right. On appeal, in 1995, the Full Federal 

Court held that Telstra infringed APRA�s copyright by causing the works to be 

transmitted to subscribers to a diffusion service and broadcasting the works.433 

Therefore, it is clear that in Australia transmitting a performance does not constitute 

public performance and the person who displays the transmission of the work in 

public performs the work. 

 
4.4.4 Performance Right in Japan 

The Copyright Law of Japan provides that authors shall have the exclusive right to 

perform their works publicly.434 The right of performance applies to live performance, 

playback performance of sound or visual recordings, and communication of 

performances by means of telecommunication.435 Nevertheless, like in Australia, 

public transmission itself does not constitute performance. 436  Therefore, all 

unauthorised commercial uses of sound or visual recordings and communication of 

performances, such as the use of background music, are acts of infringement of 

copyright. �Performance� is defined as �the acting on stage, dancing, musical playing, 

                                                

433 See Australasian Performing Right Association Ltd v. Telstra Corporation Ltd, (1995) 31 IPR 289.  
434 art 22 of the Copyright Law of Japan. 
435 art 2(7) of the Copyright Law of Japan. It reads as �In this Law, �performance� and �recitation� include 
the performance or recitation of a work by means of sound or visual recordings, not falling within the 
term �public transmission� or �presentation� and the communication by means of telecommunication 
installations of performances or recitations of works, not falling within the term �public transmission�. 
436 art 2(7) of the Copyright Law of Japan. 
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singing, delivering, declaiming or performing in other ways of a work.�437  

 

As early as 1989, in order to comply with the Rome Convention, Japan established 

neighbouring rights for performers, phonogram producers, and broadcasting 

organisations.438 The Copyright Law of Japan grants performers five exclusive rights. 

They are: the right of making sound or visual recording,439 of broadcasting and wire 

diffusion,440 of making transmittable,441 of transfer of ownership,442 and the lending 

right.443 With reference to the transmission of performances on the Internet, Article 

92bis(1) of the Copyright Law of Japan provides that performers shall have the 

exclusive right to make their performances transmittable. That includes the following 

conditions:444  

 

(1) Recording performances on a memory of a public server that connects with the 

Internet, for example, uploading their performance;  

(2) Installing memory recording performances in a public server;  

(3) Converting a computer whose memory stores performances into a public 

server;  

(4) Input performances to a public server;  

                                                

437 art 2(1)(iii) of the Copyright Law of Japan. 
438 Japan copyright office, above n 44. 
439 art 91(1) of the Copyright Law of Japan. 
440 art 92(1) of the Copyright Law of Japan. 
441 art 92bis(1) of the Copyright Law of Japan. 
442 art 95bis(1) of the Copyright Law of Japan. 
443 art 95ter(1) of the Copyright Law of Japan. 
444 See art 2(1)(ixquinquies) of the Copyright Law of Japan. 
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(5) Connecting a server recording performances with a public server or inputting 

performances in this server.  

 

In this case of (5), the connection consists of a series of acts, such as wiring, starting 

of a public server, operating for transmission or reception of the performances etc.  

 

In summary, the provisions of Copyright Law of Japan concerning performance are 

similar with the Berne Convention and the Internet treaties. In both, transmission of a 

performance does not constitute performance, and performers enjoy the right of 

making their performances available to the public. 

 
4.4.5 Comparison of Performance Protection in Different Jurisdiction  

Examining the systems of copyright law of the United States, Australia and Japan, the 

protections of public performance can be summarised as follows: 

 

 

 

 

 

   

 

 

      * In the United States, performers have no this right 
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Thus it can be seen that the basis of performance protection is protection for live 

performance. Other protections such as recording a performance, reproducing a 

recording of a performance, and displaying a recording of a performance are evolved 

from it. On the Internet, a performance is achieved through transmitting its images 

and sounds, and displaying them. Therefore, the keys of exercising the right of 

performance on the Internet are transmission of a performance and reception of its 

images and sounds. Comparing the Copyright Law of the US, Copyright Act 1968 and 

Copyright Law of Japan, concerning performance on the Internet, the remarkable 

differences of these copyright acts are that, in Australia and Japan, transmission or 

communication of a performance of a work on the Internet is an author�s independent 

exclusive right. It does not constitute a performance, because transmission itself 

cannot show images and make sounds audible. The images and sounds of a 

performance must be received and displayed by some device. So, using reception 

equipment that presents the images or sounds of a performance or plays back the 

performance constitutes performance. However, in the United States, to �transmit a 

performance� is defined as a communication of the performance so that the images 

and sounds of the performance must be shown or heard with the transmission. 

Therefore, transmission of a performance of a work constitutes performance, but 

transmission of a copy of the work does not.445  

 

In addition, another difference is in performers� protection: the area of protection of 

                                                

445 US White Paper, above n 1, 71. 
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Australia and Japan is wider than the United States. First, for the object of protection, 

the United States only protects performers� �live musical performances�; but Australia 

and Japan protect any �live performance�, whether the performance is musical or not. 

Second, as to the forms of using a performance, the United States prohibits 

unauthorised recording, reproducing, transmitting or communicating a performance, 

and distributing, selling, renting or trafficking the phonorecords of the performance. 

Asides from the above uses, Australia also prohibits possessing, exhibiting, and 

importing unauthorised recording of the performance. Japan uses the right of transfer 

of ownership to cover all acts of possessing, using and disposing performance of 

performers.  

 

In fact, on the Internet, liability for displaying the images and making the sounds 

audible that have been transmitted falls on the person who receives the transmitted 

data, not the one who transmits the data. Because the transmission of a performance is 

only a factor of displaying the performance, transmission itself cannot display the 

performance. From the point of view of subjective motivation, only if the format of a 

transmission does not enable recording by a receiving computer, the transmission is 

�transmitting a performance�. Otherwise, it is difficult to hold that the transmission is 

transmitting a performance of a work or a copy of a work. For example, A transmits a 

file that contains an unauthorised performance to the public; B receives it. The 

transmission may lead to two results: one is that B receives the performance, and then 

stores it into a disk. Another is that, while B receives the performance, and then 

displays the performance on a computer screen in public. What transmission does A 
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do? According to the Copyright Law of the US, under the first condition, A did not 

transmit a performance, because B did not play the file. So A has infringed the 

copyright owner�s distribution right. Under the second condition, A transmitted a 

performance, and has infringed the performance right and distribution right.446 The 

reason why determining the nature of transmission must depend on another�s act, but 

not the transmitter�s is that the United States does not provide the transmission of a 

work as an independent exclusive right. On the other hand, if the performance 

transmitted by A is embodied in a sound recording, the nature of infringement is 

decided, namely, the public performance right, whether B displays it or not. 447  

Nevertheless, if the same case occurs in Australia and Japan, whether or not B stores 

the performance or displays it, A only infringes one exclusive right. That is the right 

of communication to the public or right of transmission. Therefore, from the point of 

view of legislation, the United States failed to comply with the WIPO Internet treaties 

to establish the new exclusive rights for transmission of works over the Internet. 

 

4.5 The Right of Public Display  

One of the significant technological features of the Internet is that users must display 

information on the screen of a computer, so that they can see it.448 As to the nature of 

display of works on computer screens, at the International level, there is a 

                                                

446 For example, in Playboy Enterprises Inc. v. Frena, a user of a bulletin board system uploaded digital 
pictures to the BBS, the court held that the operator of the BBS infringed the distribution right and 
display right,   
447 See s.106(6) of the Copyright Law of the US. 
448 Cate, above n 364, 1427 � 1428.  
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disagreement. One view advocates that the right of indirect display of works on 

computer screens could be seen as a temporary reproduction already covered by 

Article 9 of the Berne Convention; another view maintains that the right should be the 

right of public display.449 However, the right of public display is not an exclusive 

right in the Berne Convention. The WCT also does not provide this right. 

Nevertheless, Hayes considers that the right of communication to the public covers 

the right of public display in the WCT.450 This author does not agree with this view. 

Right of communication to the public only includes two acts. One is making a work 

available to the public; another is transmitting the work to the public. When 

completing one of two acts or a combination of both acts, the right of communication 

has been exercised. Therefore the right of communication does not subsume the right 

of display. In some countries, displaying a transmission in public is an exclusive right 

of the copyright owners, such as the United States� right of public display and Japan�s 

right of public communication of transmission; but in other countries it is not, for 

example, in Australia. 

 

4.5.1 Display in the United States 

The Copyright Law of the US grants the right of public display to the owners of 

copyright in literary, musical, dramatic, and choreographic works, pantomime, and a 

pictorial, graphic or sculptural works, including the individual images of a motion 

                                                

449 See Ficsor above n 39, 108. 
450 Hayes, above n 74, 33. 
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picture or other audiovisual work.451 �Display� is defined to �show a copy of it, either 

directly or by means of a film, slide, television image, or any other device or 

process.�452 Therefore, there is no doubt that displaying a digital work on a computer 

screen is within the meaning of the copyright law. The only question is whether the 

transmission of a display over the Internet is �public�. The answer is positive. Section 

101 of the Copyright Law of the US defines to display a work �publicly� as  

 

[t]o transmit or otherwise communicate a performance or display of the work � to the 

public, by means of any device or process, whether the members of the public capable of 

receiving the performance or display receive it in the same place or in separate places and 

at the same time or at different times.453  

 

It is obvious that the transmission of a display of a work is capable of being received 

by the public. Therefore, it is �public�.  

 
4.5.1.1 Transmission of a Work Constitutes Public Display   

An American court has addressed the issue of whether making a digital work 

available on a BBS constitutes a public display. In Playboy Enterprises v. Frena,454 

the court held that the defendants who provided users with unauthorised copies of 

photographs on the BBS engaged in a �public� display. It violated Playboy's exclusive 

                                                

451 s. 106(5) of the Copyright Law of the US. 
452 s. 101 of the Copyright Law of the US. 
453 s. 101 of the Copyright Law of the US 
454 839 F. Supp. 1552 (M.D. Fla. 1993). 
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right to display those photographs publicly.455 Although the display was limited to 

subscribers, this did not decrease its public nature,456 because the audience contains 

�a substantial number of persons outside of a normal circle of family and its social 

acquaintances�. 457  The court pointed out that, �[t]he display right precludes 

unauthorised transmission of the display from one place to another, for example, by a 

computer system.�458 

 
4.5.1.2 Framing Constitutes Public Display 

Framing, also called �inline linking�, refers to a web site using a Hypertext Markup 

Language (HTML) code to create sub-windows on the end user�s window, each 

sub-window displaying the contents taken from another web site.459 The court in 

Kelly v. Arriba Soft Corp460 found that framing violated the display right of the 

copyright owner of the linked site and rejected a fair use defence on the basis that it 

resulted in the loss of potential markets for the linked site.  

 

The defendant Arriba Soft developed a search engine for images on the Internet. Its 

program �crawler� searched the web looking for images, then downloaded them into 

Arriba's server and indexed them. When a user requested a certain kind of image, the 

system displayed a group of lower resolution �thumbnail� images in response to the 

                                                

455 Ibid, 1557. 
456 Ibid. 
457 Ibid. 
458 Ibid, 1556. 
459 Allison Roarty, �Link Liability: the Argument for Inline Links and Frames as Infringements of the 
Copyright Display Right� (1999) 68 Fordham Law Review 1011, 1012-1019.   
460 280 F. 3d 934 (9th Cir. 2002). 
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query. The user could click on a particular thumbnail to form an inline link, so the 

user saw the full size image from the original web site.461 Arriba�s search engine 

copied 35 photographs posted on the Web by Kelly, a photographer. He sued Arriba 

for copyright infringement. The District Court held that using images, whether the 

thumbnail or full sized, was a fair use.462 On appeal, the U.S. Court of Appeals for the 

Ninth Circuit affirmed the district court�s fair use finding concerning the thumbnail 

images, and pointed out that the thumbnail images did not harm the market for the 

originals because they could not be enlarged without losing resolution.463 However, 

the court concluded that using the full-sized images by linking the original web site 

was not a fair use. The court stated: �[b]y allowing the public to view Kelly's 

copyrighted works while visiting Arriba's web site, Arriba created a public display of 

Kelly's works.�464 Therefore, �[t]his use of Kelly�s images infringes upon Kelly�s 

exclusive right to �display the copyrighted work publicly��.465  

 

The decision, however, has called into question the validity of every search engine or 

directory that links to other web pages.466 In order to protect the technology of search 

engines and hyperlinking, as to the nature of the framing, Masanobu points out that it 

should be analysed on the basis of the right to make a derivative work, rather than the 

                                                

461 Ibid, 938. 
462 Ibid, 939. 
463 Ibid, 941.  
464 Ibid, 946. 
465 Ibid, 944. 
466 Masanobu Katoh, �Intellectual Property and the Internet: A Japanese perspective� (2002) University 
of Illinois Journal of Law, Technology & Policy 333, 352. 
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display right, because actually Arriba created a derivative work without 

authorisation.467  

 
4.5.2 Display of Transmission in Japan 

Before 1997, the Copyright Law of Japan had granted an exclusive right to authors to 

use receiving devices to communicate their works publicly that are broadcasted or 

transmitted by wire, i.e. the right of public communication of broadcast and 

transmission.468 In order to correspond with the WIPO Treaties, Japan amended its 

copyright law, changing the right of broadcast and transmission by wire to the right of 

public transmission. Consequently, the right of public communication of broadcast 

and transmission was replaced by the right of public communication of transmission. 

Article 23(2) provides authors an exclusive right to display their transmitted works in 

public by a receiving device. It reads as follows: �the author shall have the exclusive 

right to communicate publicly, by means of a receiving apparatus, his work of which 

the public transmission has been made.�469  

 

This provision covers all types of transmission, including making available. In the 

Internet environment, only authors can publicly display their works that are already 

made available or uploaded onto an Internet server, and then download from the 

Internet server by a receiving device, such as a computer. Anyone who displays or 

performs music, pictures or other works that are downloaded from the Internet in 

                                                

467 Ibid. 
468 art 23(2) of the Copyright Law of Japan (1975). 
469 art 23(2) of the Copyright Law of Japan. 
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public without the consents of the authors will infringe the right of public 

communication of transmission. So, compared with the US copyright law, concerning 

display of a transmission, the provision of Japanese copyright law is clearer and more 

concrete.  

 
4.5.3 Display of Transmission in Australia 

Australian copyright law does not grant the exclusive right of display in public to 

copyright owners. However, public display of a transmission may constitute indirect 

infringement of copyright. Just as mentioned above, under the current Australian 

copyright law, concerning display or emission of images and sounds downloaded or 

transmitted from the Internet by reception equipment without the consent of the 

copyright owner will constitute infringement of the right of performance.470 However, 

if a display of a transmission is a text work other than image and sound, what does the 

display constitute? The answer is not clear under current Australian copyright law. It 

is obvious that it does not constitute a performance, according to the definition of 

performance. So, unlike Japanese copyright law, displaying a transmission is an 

exclusive right whether the presentation of the transmission is a visual or aural work 

or not. The nature of displaying a text work in public is still unresolved in Australia.   

 

4.6 Conclusion 

The core of copyright law consists of exclusive rights. The Internet relates to almost 

all exclusive rights of copyright. Among these rights, a significant focus is on the right 

                                                

470 s. 27(3) of the Copyright Act 1968. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

150 

of reproduction. All the main activities of the Internet, such as browsing, cashing, 

uploading and downloading involve the storage of copyrighted works. Permanent 

storage constituting reproduction has already achieved agreed status, but temporary 

storage has not. With a view to the development of communication technology and 

the interests of the public, it is better to provide that temporary storage is not a 

reproduction. However, whether permanent or temporary storage, their essence is the 

same. Providing that permanent storage constitutes reproduction, but temporary not, 

seems to be inconsistent. Most countries therefore give exceptions for temporary 

storage.  

 

The WIPO Treaties extended the objects of the distribution right from 

cinematographic to all original works. Under the Treaties, even if the works or 

performance can be transmitted from one place to others via the Internet, the act of 

transmission is not an exercising distribution right because the ownership of original 

works or their copies is not transferred.  

 

However, different countries have different legislation. In the United States, the act of 

transmitting copyrighted work over the Internet is regarded as exercising the right of 

distribution. Therefore, it is necessary to distinguish the differences between the right 

of communication to the public and the right of distribution on the Internet in different 

jurisdictions. For example, because there is not the right of communication in the US, 

transmission of a work through the Internet from overseas is regarded as importation. 

But in Australia or Japan, such an act relates to the right of communication to the 
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public or the right of reproduction. 

 

Similarly, in Australia and Japan, transmission of a performance of a work via the 

Internet does not constitute performance, but the communication of the performance. 

Only using reception equipment to play the transmission publicly constitutes 

performance. However, in the US, such transmission and playing constitutes 

performance. 

 

In sum, in the jurisdictions that comply with the WIPO Treaties to establish the right 

of communication to the public, whether transmission of works or performance from 

anywhere by the Internet, the act of transmission only constitutes communication. 

Otherwise, the act of transmission could be distribution, importation, performance or 

something else. Thus it can be seen that the WIPO Treaties� solution for Internet 

transmission is easier to operate. 
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5. EXCEPTIONS RELATED TO THE INTERNET  
 

5.1 What is an �Exception� 

Copyright may result in conflict between copyright owners� rights and the larger 

public interest. On the one hand, in order to promote the development of literature, art 

and science, the rights of author and copyright owner must be protected. On the other 

hand, in order to raise the educational and cultural level of society, the public should 

have rights to access various copyrighted works so that they can obtain knowledge. 

Therefore, it is the primary purpose of copyright protection to encourage the creators 

of copyrighted work on one hand, and protect the benefits to the public obtained from 

the publication and distribution of copyrighted works.471 However, if copyright 

owners get too much monopoly power over their copyrighted work, this could reduce 

the benefit to the public. Otherwise, it is too difficult to arouse authors� enthusiasm to 

create. The interests between copyright owners and the public should keep a 

relationship of balance, which holds two aggregates of interests in equilibrium: rights 

of copyright owners and privileges of users. It is clear that the privileges of users refer 

to how the users can use copyrighted works without the copyright owner�s 

permission. The use, that is, uses falling within exclusive rights, is based on copyright 

licences. In general, they can be divided into voluntary licences and non-voluntary 

                                                

471 Susan Shoenfeld, �The Applicability of Eleventh Amendment Immunity Under the Copyright Act of 
1909 and 1976� (1986) The American University Law Review 163, 163.  
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licences by reference to a copyright owner�s own volition. 472  The former are 

permissions given by the owner of copyright to another person. They consist of four 

licences: exclusive licences, licences coupled with a grant of an interest in the right, 

contractual licences, and bare licences.473 The latter are acts which by virtue of the 

Copyright Act do not constitute infringement of copyright and incur no liability. 

These acts are called exceptions.474 The non-voluntary licences include both statutory 

licences and compulsory licence.475 Statutory licences are direct permissions granted 

by law;476 and compulsory licences impose on copyright owners an obligation to 

licence the free use of their works according to the law.477 Non-voluntary licences 

also often are identified by the term �limitations� in some international copyright 

conventions and domestic copyright laws. However, at the international level, there 

are no uniform terms to cover these acts.478 The Berne Convention provides that the 

members of the Union may permit reproduction and utilization of works in certain 

special cases by legislation,479 but it does not employ either the term �exception� or 

�limitation� to express non-voluntary licence. The Rome Convention uses both to 

                                                

472 Copyright and Designs divides the copyright licences into three types: voluntary licences, statutory 
licences and compulsory licences. Ficsor considered that the latter two licences are covered by 
non-voluntary licences, in his The Law of Copyright and the Internet. See Lahore, above n 154, para 
24000 and Ficsor above n 39, 257. 
473 Lahore, above n 154, para 24000. 
474 Bently, above n 159, 190. 
475 Ficsor above n 39, 257. 
476 Ibid. 
477 Ibid. 
478 Ibid. 
479 arts 9(2), 10(2) of the Berne Convention. 
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express the privileges of users to copyrighted works.480 The WCT and the WPPT, in 

Article 10 and Article 16, provide that Contracting Parties may, in their national 

legislation, provide for limitations or exceptions to the rights granted to copyright 

owners. Nevertheless, they do not state the differences between �exception� and 

�limitation�. Some scholars hold that �exception� means free use, while �limitation� 

covers free use and non-voluntary licences,481 or reduces the exclusive character of 

the right.482 In fact, whether exception or limitation, they are bestowed on users by 

law to restrict the exclusive rights of copyright owners. So this thesis uses the term 

�exception� to cover all statutory and compulsory licences. 

 

In order to maintain a balance between the interests of copyright owners and users, 

copyright law has to adjust the relationship in time with the development of 

technology. There are two main ways to adjust the relationship between copyright 

owners and users, so that it will retain a balance of interests. One is adjusting the 

rights of owners; another is adjusting the privileges of users, in other words, setting 

exceptions to exclusive rights of owners. According to Hugenholtz, there are three 

                                                

480 art 15 of the Rome Convention: 1. Any Contracting State may, in its domestic laws and regulations, 
provide for exceptions to the protection guaranteed by this Convention as regards: (a) private use; (b)�. 
2. Irrespective of paragraph 1 of this article, any Contracting State may, in its domestic laws and 
regulations, provide for the same kinds of limitations with regard to the protection of performance of 
phonograms and broadcasting organisations, as it provides for, in its domestic laws and regulations, in 
connection with the protection of copyright in literary and artistic works. However, compulsory licences 
may be provided for only to the extent to which they are compatible with this Convention. 
481 Ficsor above n 39, 255. 
482 Ricketson S. International conventions and treaties. In ALAI study days�the boundaries of 
copyright: its proper limitations and exceptions, University of Cambridge, 14 �17 September 1998. 
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types of purposes to establish exceptions to exclusive rights:483 the first involves 

protecting individual uses in research, education and entertainment, for instance, 

personal copying exemptions. The second concerns the public interest, such as uses of 

library, archive and education. The third concerns freedom of expression and the 

press, for example, the rights of news reporting and quotation that allow a user to refer 

to and quote another person�s work without having to request prior consent.  

 

In the digital environment, on the one hand, easily produced digitised materials may be 

disseminated by users and potentially damage the copyright owner�s market. On the 

other hand, digitised materials are easier to protect with encryption technology. With 

the increased scope of exclusive rights, the scope of exceptions must be broadened.484 

 

This chapter firstly examines the legal standard applying to exceptions, and then 

discusses various exceptions that are privileges given users by the copyright law on 

the Internet, including the doctrine of fair use, libraries and archive exception, 

educational use exception and exceptions for online service providers (OSPs).  

 

5.2 The Legal Standard of Exception: the Three-step Test 

The three-step test is a criterion for appraising exceptions to copyright to determine 

whether or not a use of copyrighted work is lawful.485 The test originates in the Berne 

                                                

483 Bernt Hugenholtz, �Adapting Copyright to the Information Superhighway� in P. Bernt Hugenholtz 
(ed), The Future of Copyright in a Digital Environment (1996), 94. 
484 Ibid. 
485 Sam Ricketson, The Three-step Test, Deemed Quantities, Libraries and Closed Exceptions (2002) 2. 
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Convention. The basic principle of copyright is to control the reproduction right.486 

At the international level, the Berne Convention stipulates a criterion for measuring 

whether a reproduction of work is rightful, which determines the scope and conditions 

of exceptions to the reproduction right: 

 

(1)  Authors of literary and artistic works protected by this Convention shall have the 

exclusive right of authorising the reproduction of these works, in any manner or form. 

(2)  It shall be a matter for legislation in the countries of the Union to permit the 

reproduction of such works in certain special cases, provided that such reproduction 

does not conflict with a normal exploitation of the work and does not unreasonably 

prejudice the legitimate interest of the author.487 

 

According to the Article 9(2), reproduction is only to be permitted �in certain special 

cases�; it should �not conflict with a normal exploitation of the work�; and it should 

�not unreasonably prejudice the legitimate interests of the author�. 

 

Although the object of both paragraphs is only �reproduction�, in other words, Article 

9(2) of the Berne Convention only covers the right of reproduction, the Agreement on 

Trade-Related Aspects of Intellectual Property Right (the TRIPS Agreement) and the 

WIPO Treaties have adopted the three-step test and extended its scope to all exclusive 

rights.  

                                                

486 Deborah Hurley, �The Fair Use Concept in Education, Science, Culture and Communication� in 
United Nations Educational, Scientific and Cultural Organisation (ed), Final Report and Proceedings 
(2000) 181, 184. 
487 art 9(1) & (2) of the Berne Convention. 
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The TRIPS Agreement stipulates that, �members shall confine limitations or 

exceptions to exclusive rights to certain special cases which do not conflict with a 

normal exploitation of the work�.488 It is obvious that the �exclusive rights� include 

other rights aside from the right of reproduction. The WCT and the WPPT also 

reassert the principle of the three-step test separately in their Article 10 and Article 16, 

and extend the concept from the reproduction right to all rights under the Berne 

Convention,489 namely the right of translation, public performance, broadcasting, 

public recitation and adaptation. 

 

The three-step test contains the principles applicable to the testing of exceptions to the 

exclusive rights of copyright owners. First, an exception is allowed in certain special 

cases, clearly defining the exception in limited narrow scope. 490  Secondly, an 

exception should not conflict with a normal exploitation of works, which means that 

the exercise of the exception should not amount to economic competition with the 

rights of copyright owners. 491  Thirdly, an exception should not unreasonably 

prejudice the legitimate interests of copyright owners. Normally, an exception has to 

                                                

488 art 13 of the TRIPS Agreement. 
489 art 10 of the WCT provides, �(1) Contracting Parties may, in their national legislation, provide for 
limitations of or exceptions to the rights granted to authors of literary and artistic works under this Treaty 
in certain special cases that do not conflict with a normal exploitation of the work and do not 
unreasonably prejudice the legitimate interests of the author. 
(2) Contracting Parties shall, when applying the Berne Convention, confine any limitations of or 
exceptions to rights provided for therein to certain special cases that do not conflict with a normal 
exploitation of the work and do not unreasonably prejudice the legitimate interests of the author.� 
art 16(2) of the WPPT is similar to art 10(2) of the WCT. 
490 Ricketson, above n 482, 29. 
491 Ficsor above n 39, 515. 
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prejudice the interests of the copyright owners, but it is allowed on the condition that 

the prejudice is reasonable with defined and narrow scope and not conflicting with 

any normal exploitation of the works. 492 

 

In addition, both treaties have applied the three-step test to the environment of digital 

networks. The Agreed Statement Concerning the WIPO Copyright Treaty (Agreed 

Statement) points out:  

 

The reproduction right, as set out in Article 9 of the Berne Convention, and the 

exceptions permitted thereunder, fully apply in the digital environment, in particular to 

the use of works in digital form. It is understood that the storage of a protected work in 

digital form in an electronic medium constitutes a reproduction within the meaning of 

Article 9 of the Berne Convention.493  

 

Furthermore, concerning exceptions, the Agreed Statement says:  

 

It is understood that the provisions of Article 10 permit Contracting Parties to carry 

forward and appropriately extend into the digital environment limitations and 

exceptions in their national laws which have been considered acceptable under the 

Berne Convention. Similarly, these provisions should be understood to permit 

Contracting Parties to devise new exceptions and limitations that are appropriate in the 

digital network environment.494  

                                                

492 Ibid, 516. 
493 Concerning art 1 (4) of the Agreed Statement Concerning the WIPO Copyright Treaty. 
494 Ibid, Concerning art 10. 
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Although the three-step test provided by the Berne Convention is fairly abstract, only 

applying to and covering the right of reproduction, it has been the guideline for 

legislation setting up exceptions in international and national law, and has been 

extended to all exclusive rights. In addition, it is very important that the three-step test 

has been fully applied to the digital environment. Nevertheless, the three-step test has 

a restrictive effect on exceptions. Therefore, it should be regarded merely as a guiding 

principle rather than a legal standard.495 

 

5.3 Fair Use 

5.3.1 General Concepts  

Fair use, a statutory exception, is an important concept in copyright law as a defence 

to copyright infringement. Its principles are rooted in English cases dealing with fair 

abridgment,496 but its statutory framework and concept was developed in the United 

States.497 The fair use doctrine allows a person other than the copyright owner to use 

all types of copyrighted works in all media in any manner without the owner�s prior 

consent, and without an obligation to pay a royalty.498 Therefore, fair use allows 

scientists to exchange ideas freely, facilitates artists to enrich cultures and supports 

                                                

495 Robert Burrell & Allision Coleman, Copyright Exceptions: The Digital Impact (2005) 298. 
496 DanThu Thi Phan, �Will Fair Use Function on the Internet� (1998) 98 Columbia Law Review 169, 
182. 
497 In 1841, Justice Story synthesised the English principle to form the concept of fair use in the case of 
Folsom v. Marsh. See ibid and its foot note 90. 
498 Bruce A. Lehman, The Conference on Fair Use: Final Report to the Commissioner on the Conclusion 
of the Conference on Fair Use (1998) 3 
<http://www.uspto.gov/web/offices/dcom/olia/confu/indexx.html> at 6 March 2006. 
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teachers to inculcate children with rich and diverse knowledge in education.499 Fair 

use does encourage original research, the creation of new works and education 

through access to existing copyrighted works. 

 

In order to discuss fair use on the Internet, it is necessary to introduce the general 

concepts of fair use in different jurisdictions. Then, depending on these concepts, the 

factors that traditionally affect the fair use doctrine will be examined. 

 
5.3.1.1 The United States 

Section 107 of the Copyright Law of the US provides that the fair use of copyrighted 

works is not an infringement of copyright. Determining whether or not a particular 

use is fair depends on four factors:  

 

(1)  the purpose and character of the use, including whether such use is of a 

commercial nature or is for nonprofit educational purposes; 

(2)  the nature of the copyrighted work; 

(3)  the amount and substantiality of the portion used in relation to the copyrighted 

work as a whole; and 

(4)  the effect of the use upon the potential market for the copyrighted work.500 

 

Under the first factor, the commercial nature of use normally influences a 

                                                

499 Barry Steinhardt, �Preserving Fair Use in the Digital Age� in United Nations Education, Scientific 
and Cultural Organisation (ed), Final Report and Proceedings (2000) 235, 237. 
500 s. 107 of the Copyright Law of the US. 
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determination of fair use.501 In dealing with the second factor, it should be considered 

whether or not the material is �published or unpublished and whether the work is 

informative or creative�.502 Concerning the third factor, the greater the taking, the 

less likely a fair use will be found.503 In addition, an assessment of the quality and 

importance of the portions will be undertaken.504 Even a relatively small portion 

could cause copyright infringement.505 The fourth factor is the most important, 

because a copyright owner could wish to exploit the potential market.506 Harming the 

market will result in unfair use.507 

 

The methods of fair use are reproduction in copies or phonorecords or by any other 

manners such as preparation of derivative works, distribution, performance and 

display of copyrighted works, while users use copyrighted works for such purposes as 

criticism, comment, news reporting, teaching, scholarship, and research.508 It should 

be noted that these categories are illustrative, not limiting. Courts are free to 

determine what use is fair use on a case by case basis.  

 

                                                

501 See Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 451 (1984). 
502 Religious Technology Centre v. Netcom On-Line Communication Services, 907 F. Supp. 1361, 1379 
(N.D. Cal. 1995). 
503 Sony Corp. of America v. Universal City Studios, 464 U.S. 449-50. 
504 Sundeman v. Seajay Society, Inc., 142 F.3d 194, 201-08 (4th Cir. 1998). 
505 See Harper & Row, Publishers, Inc. v. Nation Enters. 471 U.S. 539, 569 (1985). 
506 The US White Paper, above n 1, 79. 
507 Ibid. 
508 See s. 106 and s. 107 of the Copyright Law of the US. 
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5.3.1.2 Australia 

In other common law countries, a parallel concept is fair dealing.509 In Australia, 

there is no general defence of fair use like in the US. Under current Australian 

copyright law, the dealing must be for a specific statutory purpose: research or 

study;510 criticism or review;511 reporting news;512 and professional advice by a legal 

practitioner, patent or trade mark attorney.513 Once the purpose of using copyrighted 

work exceeds these statutory limits, the use is an infringement of copyright.514 For 

these specific purposes, the Copyright Act 1968 especially prescribes criteria for 

assessing fair dealing for research and study, which includes five factors:  

 

(a) the purpose and character of the dealing; 

(b) the nature of the work or adaptation;  

(c) the possibility of obtaining the work or adaptation within a reasonable time at an 

ordinary commercial price;  

(d) the effect of the dealing upon the potential market for, or value of, the work or 

adaptation; and  

(e) in a case where part only of the work or adaptation is reproduced � the amount 

and substantiality of the part copied taken in relation to the whole work or 

                                                

509 See, e.g., Australia, s. 40 of the Copyright Act 1968 and the United Kingdom, s. 29 of the Copyright, 
Designs and Patents Act 1988. 
510 s. 40 of the Copyright Act 1968. 
511 s. 41 of the Copyright Act 1968. 
512 s. 42 of the Copyright Act 1968. 
513 s. 43(2) of the Copyright Act 1968. 
514 Lahore, above n 154, para [40030]. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

163 

adaptation.515 

 

Compared to the doctrine of fair use, fair dealing is of more limited scope.516 For that 

reason, the Australian Copyright Law Review Committee (ACLRC) has 

recommended adopting a more broad-based fair use right similar to the US model in 

place of the existing narrower and more specific fair dealing exceptions. 517 

Subsequently, the Parliamentary Joint Standing Committee on Treaties, Senate Select 

Committee on the Free Trade Agreement between Australia and the United States of 

America also recommended adopting a broad, open-ended fair use doctrine in 

Australia.518 

 

In May 2005, the Australian Government published an issues paper, An examination 

of fair use, fair dealing and other exceptions in the Digital Age. Its purpose was to 

invite comment on whether Australia should adopt the general principles of fair use in 

the digital environment.519 In response to the issues paper, many individuals and 

organisations clarified their views. Up to January 2006, the Attorney-General�s 

Department received 162 submissions. 520  Supporters of the fair use doctrine 

considered that current provisions of fair dealing do not provide adequate rights for 

                                                

515 s. 40(2) of the Copyright Act 1968. 
516 Paul Goldstein, International Copyright, Principles, Law, and Practice (2001) 293. 
517 Copyright Law Review Committee, Report on the Simplification of Copyright Act 1968, Part 1. 
518 Attorney-General�s Department, An examination of fair use, fair dealing and other exceptions in the 
Digital Age (May 2005) 16, 17.  
519 Ibid, 4. 
520 See 
http://www.ema.gov.au/agd/WWW/agdHome.nsf/Page/Publications_2005_Copyright_-_Review_of__
Fair_Use_exeption 
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users.521 Opponents opined that current copyright law provides a fair balance between 

copyright owners and users. Adopting the proposals of the fair use exception will 

break the balance and lead to confusion and expense.522 It is sure that the issues paper 

will stimulate discussion on fair use, which is helpful for the development of 

copyright law in the Internet age.  

 
5.3.1.3 Japan 

There is no fair use defence in either the Japanese copyright law or its case law. 523 

However, the Copyright Law of Japan contains exceptions listed in Article 30 through 

49, which are comparable to those provided under the fair use defence. For example, 

in its Subsection 5 of Section 3, under the title �Limitations on Copyright�, quotations 

from copyrighted works for purposes of news reporting, criticism or research are 

permissible.524 In addition, a person may reproduce a work in non-profit-making 

educational institutions for the purpose of study, if the reproduction does not 

unreasonably prejudice the interests of the copyright owner.525 Whether or not the 

reproduction prejudices the interests of the copyright owner depends on the nature and 

the purpose of the work as well as the number of copies and the form of 

                                                

521 Charles Sturt University, Submission to Fair Use and Other Copyright Exceptions: An examination 
of Fair Use, Fair Dealing and Other Exception in the Digital Age, 2 
http://www.ag.gov.au/agd/WWW/rwpattach.nsf/VAP/(AEEBC4E05675B564D2489B776B8B056A)~p
134+Charles+Sturt+University.PDF/$file/p134+Charles+Sturt+University.PDF 
522 Lexisnexis Australia, Fair Use and Other Copyright Exceptions Submission, 2, 
http://www.ema.gov.au/agd/WWW/rwpattach.nsf/VAP/(0C3FC6E500CE9F81CFAAA22DF670141F)
~86+LexisNexis+Australia.doc/$file/86+LexisNexis+Australia.doc. 
523 Dennis S. Karjala & Keiji Sugiyama, �Fundamental Concept in Japan and American Copyright Law� 
(1988) 36 Journal of Comparative Law 613, 624.  
524 art 32 of the Copyright Law of Japan. 
525 art 35 of the Copyright Law of Japan. 
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reproduction.526 

 
5.3.2 Issues of Fair Use on the Internet 

It goes without saying that the Internet provides users with easy access to copyrighted 

works, leading to broad and quick dissemination of information. The Internet has 

played a very important role in promoting the progress of literature, art and science. 

First, the creation of literature, art and science needs knowledge, and obtaining 

knowledge relies on the dissemination of information. The Internet accelerates this 

dissemination. Second, the progress of literature, art and science is affected by human 

behaviour. The Internet has already changed human behaviour. Presently, most 

educational institutions provide students and staff Internet access through their 

computer network. Many libraries make databases available online to their members 

and the public. Many families have already connected to the Internet via telephone 

lines or cable. Furthermore, the Internet can be easily accessed in a mobile format. 

Via the Internet, anyone can study, research, create works, shop and entertain himself 

with music, movies or chatting. Wherever computer networks exist in the world, any 

type of work can be made available via the Internet. The most important fact is that 

anyone can access, view, retrieve, print and download these works from anywhere in 

the world.  

 

On the other hand, the Internet has brought distinct threats to the exclusive rights of 

copyright owners:  

                                                

526 art 35 of the Copyright Law of Japan. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

166 

 

(1) Communicating copyrighted works or making them available to the public is 

relatively simple and quick;  

(2) Communicating copyrighted works to the public can be conducted by any 

individual;  

(3) The cost of communicating is very low;  

(4) It is easy and cheap to access these copyrighted works on the Internet;  

(5) Reproduction of copyrighted works is simple and convenient by the Internet; 

and  

(6) The reproduction of a work is identical with the original.527 

 
 

Facing these threats, how does the fair use doctrine apply to the Internet? According 

to the proposed principles in the Conference of Fair Use, there are various options,528 

such as keeping the definition of fair use, broadening and enhancing fair use, and not 

enlarging fair use. In the Conference, none of the above proposed principles deny that 

fair use should be applicable to the Internet. However, outside of the conference, an 

opinion that fair use should wither away was voiced. 

 
5.3.2.1 Fair Use should be Applicable to the Internet by Analogy 

A view widely held is that fair use should be applicable to the Internet. The reason is 

                                                

527 See Phan, above n 496, 189. 
528 See Lehman, above n 498, 24. 
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that the change of the medium cannot deprive users of existing rights.529 Photocopiers 

did not, video tape recorders did not, and the Internet still cannot do that. The Internet 

is only an extension of existing media. Fair use should be applied to the Internet as it 

is applied to other media. Mr Barry Steinhardt, the Associate Director of American 

Civil Liberties Union, pointed out,  

 

[f]air use should not be unduly limited on the pretext of preventing illicit traffic of 

intellectual property. At the very least, fair use should be applied to the electronic world 

to the same extent as with other media (such as newspapers and books). No special 

intellectual property regimes or �conditions� should be imposed for information in 

electronic media.530  

 

Brudenall summarised three justifications for fair use in the Internet environment:  

 

(1) Fair use ensures that information is disseminated freely for the public interest; 

(2) Fair use decreases the cost of creation and is an incentive to create works;  

(3) Fair use encourages competition.531 

 

The above view was supported by some countries� governments and legislatures. 

From the point of view of the government of the United States, regarding the 

application of the fair use doctrine in the Internet environment, the White Paper 

                                                

529 Peter Brudenall, �The Future of Fair Dealing in Australia Copyright Law� (1997) 1 The Journal of 
Information, Law and Technology < http://www2.warwick.ac.uk/fac/soc/law/elj/jilt/1997_1/brudenall/ 
> at 6 March 2006. 
530 Steinhardt, above n 499, 241. 
531 See Brudenall, above n 529. 
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stated: 

 

It is reasonable to expect that courts would approach claims of fair use in the context 

of the NII just as they do in �traditional� environments.532 Commercial uses that 

involve no �transformation� by users and harm actual or potential markets will likely 

always be infringing, while non-profit educational transformative uses will likely 

often be fair. Between these two extremes, courts will have to engage in the same 

type of fact-intensive analysis that typifies fair use litigation and frustrates those who 

seek a �bright line� clearly separating the lawful from the unlawful.533  

 

However, the White Paper did emphasise the relationship between copyright 

protection and the interests of the public in the Internet environment. It pointed out, 

�[c]opyright protection is not an obstacle in the way of the success of the NII; it is an 

essential component. Effective copyright protection is a fundamental way to promote 

the availability of works to the public.�534  

 

In order to discuss fair use issues in the Internet environment, in the United States, the 

Working Group on Intellectual Property Rights convened a Conference on Fair Use 

from 1994 to 1998.535 By examining the statutory language concerning fair use, 

discussing the issue of fair use in the Internet age and developing guidelines for fair 

use by libraries and in education, the Conference concluded that �[i]t was clear that 

                                                

532 NII stands for the National Information Infrastructure. 
533 US White Paper, above n 1, 80. 
534 Ibid, 16. 
535 Ibid. 
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fair use was alive and well in the digital age�,536 because fair use is �[a]vailable with 

respect to all manner of unauthorized uses of all types of works in all media�.537 

 

Similarly, in Australia, the view that fair use should apply to the Internet played a 

leading role and was applied to new rights � right of communication to the public and 

right of making available to the public.538 In 1997, when the transmission right and 

right of making available were proposed, the government pointed out that �the fair 

dealing provisions in the copyright Act are not confined to any exclusive rights in 

particular�, therefore, the fair dealing provisions should apply to all exclusive rights in 

any form of works, including proposed new rights.539 

 
5.3.2.2 Kelly v. Arriba Soft 540 

In the United States, the court in Kelly v. Arriba applied the fair use doctrine on the 

Internet. A search engine operator�s display of plaintiff's copyrighted pictures as 

�thumbnail� images was judged a fair use. This shows that, in the digital environment, 

the court did not abandon traditional fair use analysis. 

 

Arriba Soft developed a search engine system for images on the Internet. Its crawler 

looks for images to index. Kelly, a photographer, sued Arriba claiming that the 

thumbnail images, which were reproductions of his photographs, constituted 

                                                

536 Ibid, 18. 
537 Ibid, 3. 
538 See The Revised Explanatory Memorandum, above n 55, para 66, 100. 
539 Australia Discussion Paper, above n 13, para 4.62. 
540 Kelly v. Arriba Soft, 336 F. 3d 811 (9th cir 2003). See above Ch. 4.5.1.2 for detail. 
541 Kelly v. Arriba Soft, 336 F. 3d 811 (9th cir 2003). See above Ch. 4.5.1.2 for detail. 
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infringement of display, reproduction and distribution rights. The district court ruled 

that the reproduction and display of the thumbnail images were a fair use. The U.S. 

Court of Appeals for the Ninth Circuit affirmed the decision of fair use partly. 

 

In accordance with the four factors of fair use, the analysis of the Ninth Circuit was as 

follows: 

 

(1) Purpose and character of the use: although Arriba�s use of Kelly�s images as 

thumbnails was for commercial purposes, such use did not directly promote 

Arriba�s web site and try to profit from selling these images, and was not 

exploitative. On the other hand, these thumbnails were transformative, because 

they were much smaller, lower-resolution images than Kelly�s original images and 

the function of the thumbnail were different from the images. Anyone enlarging 

the images for aesthetic purpose would be unlikely. 

(2) Nature of the copyrighted work: �works that are creative in nature are closer 

to the core of intended copyright protection than are more fact-based works�.541 

The court found that Kelly�s images are creative in nature. This favoured Kelly. 

(3) Amount and substantiality of portion used: although each of Arriba�s copies 

of Kelly�s images is a whole work, it was necessary for the visual search engine. 

Only entire images can guide users to decide whether or not to pursue original 

images or to browse their originating web site. So this factor did not weigh against 

Arriba. 

                                                

541 A & M Records, 239 F.3d 1016. 
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(4) Effect of the use upon the potential market for or value of the copyrighted 

work: the fourth factor favoured a decision of fair use because the Internet search 

engine's utilisation of Kelly's images as thumbnails did not harm the value or 

marketability of the original images.542 

 

In consideration of two factors of fair use were in favour of Arriba, one was in favour 

of Kelly, and one was neutral, the Ninth Circuit held that Arriba�s use of Kelly�s 

images as thumbnails was a fair use. 

 

This case shows that the fair use doctrine still is essential to balance the interests 

between the copyright owners and the public in the Internet environment. The 

decision of the Ninth Circuit is helpful to promote the development of technology. At 

the same time, it protects the interests of the public. 

 
5.3.2.3 Fair Use Should Wither Away 

Nevertheless, there is a standpoint that holds that, in the digital era, with the change of 

environment, the fair use doctrine will become unnecessary.543 As a new and rapidly 

growing medium, the Internet brings infinite opportunities of profit to copyright 

owners. With huge potential benefits, copyright owners must look for a weapon to 

guard it. With the application of technological protection measures, the weapon was 

found. Technology substantially affects access to information and subjects the 

                                                

542 Ibid, 818. 
543 Carlos M. Correa, �Fair Use and Access to Information in the Digital Era� in United Nations 
Educational, Scientific and Cultural Organisation (ed), Final Report and Proceedings (2000) 187, 190.  
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exercise of the fair use right to serious challenges.544 For example, encryption 

techniques permits copyright owners to protect their digital works; even access to 

public domain works will be limited by the technique. Therefore, traditional fair use, 

such as private copying, has been prevented by copyright owners.545 In view of the 

above situation, Simon Olswang proposed that the right of preventing reproduction 

should be substituted by a new right of preventing access to a work.546 On the other 

hand, use of contract to access copyrighted works online, such as shrinkwrap and 

click-on licences, has struck the fair use doctrine.547 Clauses are easy to impose on 

the users and therefore restrict their rights.548 The users only have one choice when 

they want to access these works: accepting all terms offered by copyright owners, 

whether or not the uses are fair use. In addition, it should be noted that the 

development of the sui generis right to protect databases also affects the fair use 

doctrine.549 

 

Facing a series of challenges because copyright owners control access to their works 

more, fair use is left in the lurch in the digital environment. However, this is not a 

reason that fair use should exit the stage of copyright law. Quite the contrary, it 

                                                

544 Ibid. 
545 Irene Segal Ayers, �The Future of Global Copyright Protection: Has Copyright Law Goes Too Far?� 
(2000) 62 University of Pittsburgh Law Review 49, 49. 
546 Simon Olswang, �Access right: An Evolutionary Path for Copyright into the Digital Era?� (1995) 
17(5) European Intellectual Property Report 215, 217. 
547 Institute for Information Law, Contracts and Copyright Exemptions (1997) 30. The relationship 
between fair use and contract will be discussed below. 
548 Ibid. 
549 Correa, above n 543. 
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indicates that only broadening and enhancing fair use can protect the benefits to the 

public in the Internet age. Just as Harper highlighted, �[i]f we can achieve the benefits 

of fair use without fair use, then we do not need fair use�:550 fair use plays a very 

important role that cannot be replaced. The following sections examine the 

relationships between fair use and technological measures, contracts and sui generis 

rights. As a result, it will be submitted that fair use still is and will continue to be a 

necessary part of copyright law in the Internet age. 

 
5.3.3 Technological Measures and Fair Use 

At the international level, a new concept introduced into international copyright law 

by the WIPO Treaties strengthens the protection of copyright owners� rights on the 

Internet: the legal protection against circumvention of technological measures. Article 

11 of the WCT provides that:  

 

Contracting Parties shall provide adequate legal protection and effective legal remedies 

against the circumvention of effective technological measures that are used by authors 

in connection with the exercise of their rights under this Treaty or the Berne 

Convention and that restrict acts, in respect of their works, which are not authorised by 

the authors concerned or permitted by law.551  

 

�Technological measure� is a means, which has two purposes: exercising rights of 

copyright owners and restricting unauthorised exploitation of works. So, from the 
                                                

550 Harper Georgia, �Will We Need Fair Use in the Twenty-First Century?� 
<http://www.utsystem.edu/ogc/intellectualproperty/fair_use.htm> at 6 March 2006. 
551 art 18 of the WPPT provides a similar provision. 
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point of view of this provision, technological measures do not limit users to access to 

works. It protects against unauthorised exploitation of the works, such as, copying for 

commercial purposes. Therefore, the provision concerning circumvention of 

technological measures itself does not conflict with the doctrine of fair use. The 

Copyright, Designs and Patent Act 1988 (UK), for example, reflects this. It was the 

first national law concerning technological protection measures.552 The Act employs 

a concept of �copy-protection�. In its s 296(4), �copy-protection� is defined as �any 

device or means intended to prevent or restrict copying of a work or to impair the 

quality of copies made�. It is obvious that �copy-protection� protects the right of 

reproduction and does not restrict access to works. 

 

Presently, many copy protection measures preventing unauthorised reproduction are 

in use. For example, the Serial Copy Management System (SCMS) limits the ability 

to make digital copies, allowing only one generation to be copied in digital format, 

which is used for audio CDs and digital audio tapes, etc.553 A common way to 

prevent unauthorised reproduction of copyrighted works is to attach an encrypted 

code to the works, which can be decrypted by some hardware. 554  Through 

technological measures, copyright owners can restrict access and reproduction of their 

                                                

552 Ficsor above n 39, 364. 
553 See the term of �Digital Audio Tape� in Microsoft Encarta Encyclopedia 2005. 
554 For example, in Universal City Studios, Inc., et al. v. Shawn C. Reimerdes, et al., the plaintiffs 
employed CCS system to encrypt their works, then using a DVD player or a computer DVD drive to 
decrypt the works; in Kabushiki Kaisha Sony Computer Entertainment v. Stevens, the applicants 
designed an access code in their PlayStation games, only the PlayStation console can read the code and 
then run the games. See ch 5.3.3.2 below. 
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works. However, using circumvention devices, the encrypted code can be removed or 

altered, and then it is possible to make unauthorised reproductions and gain access. 

Therefore, the production and distribution of such devices might lead to widespread 

reproduction of works and harm the economic interests of copyright owners.555 Under 

these conditions, the clamour of copyright owners for rules against circumvention is 

increasing day by day. The objections are that the anti-circumvention provisions 

expand the right of copyright owners to control access and compress the space where 

the public can access copyrighted work for fair use.556 Although the provisions made 

by the WCT are principles, they have laid a foundation for developed countries to 

build a system of broad protection for copyright owners. For example, Australian and 

US copyright law have extended the anti-circumvention provision from copy control 

to access control. 

 
5.3.3.1 The United States 

In response to the WCT, the United States enacted the Digital Millennium Copyright 

Act of 1998, which attempts to control not only rights in copyrighted works, but also 

access to the works subject to technological measures of protection. In addition, the 

Act deals with devices that have mere potential for circumvention by civil and 

criminal penalties. It divides circumvention of copyright protection systems into 

prohibition on conduct and prohibition on devices.557 

                                                

555 Japanese Multimedia Report, above n 46, 37. 
556 Laura L. Mendelson, �Privatizing Knowledge: the Demise of Fair Use and the Public University� 
(2003) 13 Albany Law Journal of Science & Technology 593, 604.  
557 David L. Hayes, �Advanced Copyright Issues on the Internet� (2001) The Computer Law and Security 
Report 75, 75. 
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(1) Section 1201 (a) (1) of the Copyright Law of the US provides: �no person shall 

circumvent a technological measure that effectively controls access to a work 

protected under this title�. This provision is for the prohibition of conduct. It should be 

noted that once a person circumvents a technological measure, the person has 

infringed the right of the copyright owner even though the result of infringement other 

than the circumvention has not yet occurred. The conduct of circumvention of a 

technological measure includes �to descramble a scrambled work, to decrypt an 

encrypted work, or otherwise to avoid, bypass, remove, deactivate, or impair a 

technological measure, without the authority of the copyright owner.�558 The purpose 

of the above provisions is to control access to a work effectively. 

 

(2) The relevant prohibition of devices. Section 1201 (a) (2) of the Copyright Law of 

the US provides as follows: 

 

No person shall manufacture, import, offer to the public, provide, or otherwise traffic in 

any technology, product, service, device, component, or part thereof, that �  

(a) is primarily designed or produced for the purpose of circumventing a technological 

measure that effectively controls access to a work protected under this title; 

(b) has only limited commercially significant purpose or use other than to circumvent a 

technological measure that effectively controls access to a work protected under this 

title; or 

                                                

558 s. 1201a (3) of the Copyright Law of the US. 
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(c) is marketed by that person or another acting in concert with that person with that 

person's knowledge for use in circumventing a technological measure that effectively 

controls access to a work protected under this title. 

 

These provisions control access to copyrighted work and protect the rights of 

copyright owners effectively. In reality, technological measures that control the access 

of works have restricted and will continue to restrict fair use of copyrighted works. 

Even if a user meets all four factors of fair use defined in s 107 of the Copyright Law 

of the US, the user still cannot access the copyrighted works without the decryption 

provided by the owners. So, the DMCA has become one of the most debatable acts in 

recent US legislative history.559 Some scholars argue that the anti-circumvention 

rules in the DMCA neither match up well with the needs of the digital economy nor 

balance the interests between copyright owners and the public.560 In fact, the US 

legislation has broken the traditional structure of copyright protection, which prohibits 

unauthorised use of the copyrighted work, but never prohibited access to the work. 

Under the new frame of copyright law, even when access to a work is for a 

non-infringing purpose, a cause of action still will be found by the copyright owner of 

the work. In addition, public information will probably become private property, 

owned by the owner who made the technological protection measure to control access 

to the information. If access is always accompanied by a payment, access control not 

                                                

559 Virginia Brown Keyder, �Fair Use and Freedom of Expression v. IP Owners� (2001) Intellectual 
Property & Information Technology Law. 
560 Pamela Samuelson, �Intellectual Property and the Digital Economy: Why the Anti-circumvention 
Regulations Need to Be Revised� (1999) 14 Berkeley Technology Law Journal 519, 521. 
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only increases costs to society, but will also destroy the fair use doctrine in the 

Internet environment. 

 

Considering some circumvention could be used for lawful reasons, the DMCA sets up 

seven exceptions for circumvention of technological measures. They are exceptions 

for (1) non-profit libraries, archives, and educational institutions; 561  (2) law 

enforcement, intelligence, and other government activities; 562  (3) reverse 

engineering;563 (4) encryption research;564 (5) regarding minors;565 (6) protection of 

personally identifying information;566 and (7) security testing.567 In addition, the 

DMCA states that the provisions of anti-circumvention shall not affect rights, 

remedies, limitations, or defenses to copyright infringement, including fair use under 

the copyright law.568 It seems to make clear that all fair use provisions will still apply 

to circumvention of technological measures. However, as average users lack 

circumvention capacity, fair use of copyrighted work controlled by technological 

measures is difficult, especially in the Internet.  

 

The US District Court for the Southern District of New York examined the relevant 

provisions of the DMCA in Universal City Studios, Inc., et al. v. Shawn C. Reimerdes, 

                                                

561 s. 1201(d) of the Copyright Law of the US. 
562 s. 1201(e) of the Copyright Law of the US. 
563 s. 1201(f) of the Copyright Law of the US. 
564 s. 1201(g) of the Copyright Law of the US. 
565 s. 1201(h) of the Copyright Law of the US. 
566 s. 1201(i) of the Copyright Law of the US. 
567 s. 1201(j) of the Copyright Law of the US. 
568 s. 1021(c) of the Copyright Law of the US. 
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et al.569  

 

The plaintiffs released their copyrighted movies for theatrical distribution. After the 

initial distribution, they distributed the movies in �home video� formats, including 

digital versatile disks (DVDs). In order to prevent unauthorised copying of these 

movies in DVDs, the plaintiffs encrypted them with an access control system, the 

Content Scramble System (�CSS�). Playing these DVDs must need a configured DVD 

player or a computer DVD drive, which contains a decryption key, to decrypt, 

unscramble the motion pictures.570  

 

In September 1999, a Norwegian teenager created software �DeCSS�, which cracked 

the technological protection by the CSS system, permitting a user to make and 

distribute unauthorised copies of motion pictures. 571  In November 1999, the 

defendants� web site made DeCSS available online and set up a list of links to mirror 

sites where users could access DeCSS and download it.572 Then the plaintiffs applied 

for injunctions against posting the DeCSS code for downloading and linking to other 

web-sites that made DeCSS available under the DMCA.573 The defendants raised 

numerous defences to the plaintiffs� claims. They argued that the DeCSS was written 

to allow DVD movies to be viewed on different computer platforms, such as Linux 

                                                

569 Universal City Studios, Inc., et al v. Shawn C. Reimerdes, et al. 111 F. Supp. 2d 294 (S.D.N.Y. 2000). 
570 Ibid, 310. 
571 Ibid, 311. 
572 Ibid, 312. 
573 Ibid, 303. 
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operating system,574 and claimed that both the DMCA and fair use principles shielded 

their behaviour.575 However, both the trial and appellate courts rejected each of these 

claims. The court concluded that general fair use principles do not apply to the claims 

under the DMCA.576 The reason was that this case was to claim the circumvention of 

access controls, not to claim copyright infringement, and fair use is a defence only for 

copyright infringement.577  

 

It should be noted that the court acknowledged that �[t]he use of technological means 

of controlling access to a copyrighted work may affect the ability to make fair uses of 

the work�.578 Nevertheless, the court still issued a permanent injunction to prohibit 

the circumvention of access controls.579 The court pointed out that  

 

The fact that Congress elected to leave technologically unsophisticated persons who wish 

to make fair use of encrypted copyrighted works without the technical means of doing so 

is a matter for Congress unless Congress� decision contravenes the Constitution, a matter 

to which the Court turns below. Defendants� statutory fair use argument therefore is 

entirely without merit.580  

 

The decision resulted in the conclusion that the anti-circumvention protection 

                                                

574 Ibid, 319. 
575 Ibid. 
576 Ibid, 324. 
577 Ibid, 322. 
578 Ibid. 
579 Ibid, 317-319. 
580 Ibid, 323. 
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measures actually do not allow for fair use of copyrighted work,581 because there is 

no possibility that the average fair users can fairly use an encrypted copyrighted work 

unless the encryption has been cracked by someone who, thereby, violates the law.582  

 
5.3.3.2 Australia 

The concept of technological measures Australia introduced to its copyright law has a 

different purpose. As the guiding ideology of the legislation, the United States 

represented an absolute protection for technical measures, but Australia emphasised 

that the provisions concerning technological measures should ensure that the 

operation of existing fair dealing and other exception provisions are not reduced in the 

digital environment.583 The Discussion Paper queried whether copyright owners 

should be compelled to allow users to access their works if the users meet the 

provisions of fair dealing and other exceptions. In addition, the paper proposed to 

outlaw the abuse of technological measures.584  

 

From the point of view of actual legislation, the Copyright Amendment (Digital 

Agenda) Act 2000 incorporates the above intention. On the one hand, one of the 

objectives of the Act is to �[e]nsure that users of copyright material, particularly 

libraries, archives and educational institutions, have reasonable access to copyright 

                                                

581 Eugene R. Quinn, �An Unconstitutional Patent in Disguise: Did Congress Overstep its Constitutional 
Authority in Adopting the Circumvention Prevention Provisions of the Digital Millennium Copyright 
Act?� (2002) 41 Brandeis Law Journal 33, 72. 
582 Stephen M. Kramarsky, �Copyright Enforcement in the Internet Age: The Law and Technology of 
Digital Rights Management� (2001) 11 Journal of Art and Entertainment Law 1, 38. 
583 Australia Discussion Paper, above n 13, para 2.15. 
584 Ibid, para 5.4. 
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material in the online environment.�585 On the other hand, the Act provides that 

copyright owners have rights to bring an action against persons who make, deal in, 

distribute, exhibit, or import circumvention devices, make such circumvention devices 

available online, and provide, promote or advertise circumvention services.586 Like s 

1201(b)(1)(B) of the DMCA, the Digital Agenda Act provides that only such devices 

and services, which have a �limited commercially significant purpose or use, or no 

such purpose or use, other than the circumvention, or facilitating the circumvention� 

are circumvention devices and services.587 In other words, only the devices or 

services whose purpose of use is circumvention fall within circumvention devices or 

services. If the devices and services have a general purpose, they are not prohibited.588 

For example, a personal computer, which has a significant use other than 

circumventing technological protection measure, is not a circumvention device. These 

provisions concerning anti-circumvention measures apply where a copyrighted work 

is protected by a technological protection measure, and a person makes, sells, lets, 

distributes, exhibits, imports or uploads a circumvention device or provides a 

circumvention service for commercial purposes.589  

                                                

585 The Revised Explanatory Memorandum, above n 55, para 2.1. 
586 s. 116A(1) of the Copyright Act 1968. 
587 See s. 116A and s. 10(1) of the Copyright Act 1968. The term of �circumvention device� is defined as 
�a device (including a computer program) having only a limited commercially significant purpose or use, 
or no such purpose or use, other than the circumvention, or facilitating the circumvention, of an effective 
technological protection measure.� The term of �circumvention service� means �a service, the 
performance of which has only a limited commercially significant purpose, or no such purpose or use, 
other than the circumvention, or facilitating the circumvention, of an effective technological protection 
measure.� 
588 The Revised Explanatory Memorandum, above n 55, para 11. 
589 ss. 116A(1)(a) and (b) of the Copyright Act 1968.  
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A very important difference from the United States should be noted, unlike under s 

1201(a)(1) of the DMCA, actual use of a circumvention device and service in 

Australia is not prohibited under the Digital Agenda Act,590 unless the use of the 

device and service is for making infringing copies.591 The Act only proscribes the 

making,592 supplying,593 exhibiting594 and importing595 of circumvention devices 

for commercial purposes without the copyright owner�s consent. However, even 

though the device is supplied for commercial purposes, if the purpose of the use 

belongs to a �permitted purpose�, the use is an exception from liability.596 �Permitted 

purpose� are as follows:597  

 

(1) Reproducing computer programs to make interoperable products; 

(2) Reproducing computer programs to correct errors; 

(3) Reproducing computer programs for security testing; 

(4) Copying by parliamentary libraries; 

(5) Reproducing and communicating works by libraries and archives for users; 

(6) Reproducing and communicating works for other libraries or archives; 

                                                

590 The Revised Explanatory Memorandum, above n 55, para 181. 
591 s. 116(1)(b) of the Copyright Act 1968. 
592 s. 116A(1)(b)(i) of the Copyright Act 1968. 
593 s. 116A(1)(b)(ii), (iii) of the Copyright Act 1968. �Supply� is defined as �sell the device, let it for hire, 
distribute it or make it available online�; or �provide the service�. See s. 116A(8).  
594 s. 116A(1)(b)(iv) of the Copyright Act 1968. 
595 s. 116A(1)(b)(v) of the Copyright Act 1968. 
596 s. 116A(3) of the Copyright Act 1968. 
597 s. 116A(3)(b)(v.) of the Copyright Act 1968 reads as � identifying the permitted purpose by reference 
to one or more of ss 47D, 47E, 47F, 48A, 49, 50, 51A and 183 and Part VB;� 
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(7) Reproducing and communicating works for preservation; 

(8) Use of copyright material for the service of the Crown; 

(9) Reproduction and communication by educational institutes and institutes 

assisting persons with a print or intellectual disability under PtVB.598 

 

So, Australian law focuses anti-circumvention measures only on the devices and not 

the conduct of circumvention itself. Even so, the Senate was still of the opinion that 

copyright owners would benefit from the Digital Agenda Act, as the Act would 

improve their rights in the online environment.599  

 

The first litigation concerning technological protection measures in Australia is 

Kabushiki Kaisha Sony Computer Entertainment v Stevens,600 which raises important 

issues concerning the application of copyright law in the digital environment, and the 

interpretation of the provisions re anti-circumvention in the Digital Agenda Act. In 

this case, the applicants, Sony companies, claimed that the respondent, Mr Stevens, 

infringed their trade mark, breached the Fair Trading Act and contravened s 116A of 

the Copyright Act by providing circumvention devices. 601  With respect to 

technological protection measures, Sony alleged to be the owner or exclusive licensee 

of copyright in a range of PlayStation games, which are played with the PlayStation 

console. The game was protected with an access code, which is a number of encrypted 

                                                

598 See ss. 47D, 47E, 47F, 48A, 49, 50, 51A, 183 and PtVB of the Copyright Act 1968 
599 The Revised Explanatory Memorandum, above n 55, para 4.2.2. 
600 Sony Entertainment Pty. Ltd. v. Eddy Stevens [2002] FCA 906 (NSW Registry N738 of 2001). 
601 Ibid, para 19 � 24. 
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sectors of data. In other words, using conventional CD recording cannot reproduce 

them. In addition, only the PlayStation console can read the access code and run the 

game; standard CD players cannot do so. However, different games issued in different 

countries have different access codes. That means PlayStation consoles purchased in 

Australia could not run a PlayStation game purchased overseas.602 Stevens sold and 

distributed �mod chips� that can be installed in PlayStation consoles and override the 

PlayStation console�s internal operating system to allow the console to load the 

unauthorised games or authorised games purchased overseas. Stevens was aware that 

the �mod chips� sold and installed by him enable the PlayStation console to run the 

unauthorised copies of the PlayStation games.603 

 

Compared to Universal City Studios, the technological protection measures in the two 

cases are quite similar. Universal City Studios employed CSS to prevent unauthorised 

copying of their works contained in DVDs and Sony employed access code; the 

hardware decrypted CSS is a DVD player or a computer DVD drive and decrypted 

access code is a PlayStation console; DVD player contains a decryption key, which 

can unscramble the DVD, and the PlayStation console has a Boot ROM to read the 

access code. Furthermore, any DVD player or computer DVD drive enables CSS to 

decrypt, but only a PlayStation console purchased in a certain region can read 

PlayStation game�s access code issued in such region. This means the protection 

measure of PlayStation games is not inferior to Universal City Studios� DVDs. 

                                                

602 Ibid, para 46 � 47. 
603 See ibid, para 54, 58 and 63. 
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Nonetheless, the results of the two cases are poles apart in the first instance.  

 

Sackville J held that the applicants� claim that the respondent contravened s 116A of 

the Copyright Act 1968 by providing circumvention devices failed.604 The main 

reasons were as follows:  

 

(1) The access code cannot be regarded as a computer program or part of a 

computer program;605  

(2) The access code was not a technological protection measure,606 and  

(3) The chips installed by Stevens had only a limited commercially significant use 

other than circumventing or facilitating the circumvention of the access code.607 

 

However, on appeal, the Full Federal Court of Australia reversed the judgment. The 

court held that access code was used to prevent or prohibit copyright infringement and 

selling mod chips breached the Copyright Act. 608  After the appeal, some 

organisations such as the Australian Competition and Consumer Commission 

expressed disappointment with the result, because the decision means that the games 

legally purchased overseas would not be enjoyed in Australia and the right of backup 

would be stripped.609  

 

                                                

604 Ibid, para 169. 
605 Ibid, para 101. 
606 See ibid, para 109 � 118. 
607 Ibid, para 165 � 167. 
608 Kabushiki Kaisha Sony Computer Entertainment v Stevens, [2003] FCAFC 157. 
609 See ACCC Media Release <http://tinyurl.com/iott> at 31 July 2003. 
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On 6 October 2005, the High Court upheld Stevens� appeal, which held that the access 

code on Sony PlayStation games was not a technological protection measure.610 The 

decision supported Sackville J�s conclusion on the construction of the definition of 

�technological protection measure� by four considerations.611 Firstly, the use of the 

mod chip was not for the purpose of reproducing a computer game, but accessing the 

reproduced computer game. This purpose was a �permitted purpose� under s 116A(3). 

So, supplying mod chips did not apply section 116A. 612  Secondly, selling a 

circumvention device is liable to criminal charges, but this litigation did not arise 

from the institution of criminal proceedings.613 Thirdly, according to the definition, 

�technological protection measure� must prevent infringement, but Sony devices only 

prevented access. Lastly, a construction of the definition should not extend the 

copyright monopoly. Playing a game that is lawfully gained overseas in Australia is 

not an infringement.614  

 

Incidentally, it is worth mentioning that after Sony v Steven, relating to �mod chips�, 

there have been several analogous cases in different countries. However, the results 

were different. The UK court ruled that supplying mod chips breached UK copyright 

law,615 but the Italian and Spanish courts judged that mod chips were legal.616  

                                                

610 Stevens v Kabushiki Kaisha Sony Computer Entertainment, 2005 HCA 58, 221 ALR 448. 
611 Ibid, para [56]. 
612 Ibid, pars [35] � [43]. 
613 Ibid, para [45]. 
614 Ibid, para [47]. 
615 Kabushiki Kaisha Sony Computer Entertainment Inc v Ball & Ors [2004] EWHC 1738 (Ch) (19 July 
2004) 
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5.3.3.3 Japan 

In order to comply with the anti-circumvention requirements of the WIPO Treaties, 

Japan amended its copyright law to add provisions for technological protection 

measures in 1999.617 The law provides a very thorough and stringent regulatory 

framework against the circumvention of technological protection measures. 

Technological protection measures is defined as �to prevent or deter such acts as 

constitute infringements on moral rights or copyright... or neighboring rights�.618 The 

law defines circumvention as �to enable to do acts prevented by technological 

protection measures or to stop causing obstruction to the results of acts deterred by 

such measures, by removal or alteration of signals used for such measures.�619 Article 

120bis(i) of the law prohibits both devices and programs whose principal function is 

designed for circumvention of technological protection measures.620 Anyone who 

transfers, lends, manufactures, imports or offers the devices or programs to the public 

                                                                                                                                       

616 See Lester Haines, �Spanish Judge Rules X-Box Mods �Legal�� (2004) 
<http://www.theregister.co.uk/2004/04/27/spanish_xbox_modding_ruling> and gamesindustry.biz, 
�Italian Court Rules Mod Chips Legal� (2004) 
<http://www.theregister.co.uk/2004/01/24/italian_court_rules_mod_chips> at 6 March 2006. 
617 Japan copyright office, above n 44. 
618 art 2(1)(xx) of the Copyright Law of Japan. 
619 art 30(1)(ii) of the Copyright Law of Japan. 
620 art 120bis(i) of the Copyright Law of Japan, it reads as follows �The following shall be punishable by 
imprisonment for a term not exceeding three year or a fine not exceeding three million Yen, or both:. (i) 
any person who transfers to the public the ownership of, or lends to the public, manufactures, imports or 
possesses for transfer of ownership or lending to the public, or offers for the use by the public, a device 
having a principal function for the circumvention of technological protection measures (such a device 
includes such a set of parts of a device as can be easily assembled) or copies of a program having a 
principal function for circumvention of technological protection measures, or transmits publicly or 
makes transmittable such program� 
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shall be jailed for up to three years or fined up to three million Japanese yen.621 In the 

matter of the �principal function�, the Japanese Copyright Office in the Cultural 

Affairs Ministry explained it as the function that has only limited commercially 

significant purpose other than the circumvention existed in the devices or programs 

for other purposes. 622  This explanation is analogous to the definition of 

circumvention device in the Copyright Act 1968 and DMCA.623 So, Article 120bis(1) 

of the Copyright Law of Japan, s 116A of the Copyright Act 1968 and s 1201(b)(1) of 

the DMCA have the same statutory effect.624 Nevertheless, the differences in the 

above laws are that, firstly, the Copyright Law of Japan limits the means of 

circumvention to devices and computer programs; but besides these, the Copyright 

Act 1968 and the DMCA include circumvention services. Secondly, circumventing a 

technological protection measure is not regarded as illegal in Japan and Australia.625 

 

It should be noted that because the purpose of technological protection measures in 

Japanese copyright law is to prevent or deter such acts as constitute infringements on 

moral rights of authors or copyright,626 access control measures are not protected by 

                                                

621 art 120bis of the Copyright Law of Japan. 
622 Japan Copyright Office in the Culture Affairs Ministry, �Notes About �A Law Partly Amending the 
Copyright Act�� (1999) 24 Kopiraito (Copyright).  
623 s. 1201(b)(1)(B) of the DMCA describes the device, service, technology and etc as follows: �has only 
limited commercially significant purpose or use other than to circumvent protection afforded by a 
technological measure that effectively protest a right of a copyright owner under this title in a work or a 
portion thereof.�  
624 Katoh, above n 466, 338.  
625 Anne Lepage, �Overview of Exceptions and Limitations to Copyright in the Digital Environment� 
(March 2003) Copyright Bulletin 10. 
626 art 2(xx) of the Copyright Law of Japan. 
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copyright law. The reason is that access to copyrighted works does not constitute 

infringement of copyright. Therefore, the circumvention prohibited by the Copyright 

Law of Japan only includes copy control measures.  

 

Access control measures are regulated separately by the Unfair Competition 

Prevention Law of Japan.627 In fact, besides the circumvention of access control 

measures, this law concerns circumventions of copy control measures as well.628 In 

accordance with the law, if devices have no significant function other than 

circumvention technological protection measures, the distribution of such devices 

shall be prohibited. 629  The �significant function� means a commercially or 

economically significant purpose or use.630 It is similar to Australia where the law 

also exempts a general-purpose device that has a significant purpose or use other than 

the circumvention. In addition, in the light of the objective of the anti-unfair 

competition rules being commercial acts, the fair use doctrine is not restricted. In 

copyright law, both Japan and Australia did not proscribe the act of circumvention. 

This accords with the principle of the WCT and is helpful to protect the interest of 

users. 

 
5.3.3.4 Do We Need an Access Right? 

In conclusion, traditional measures protecting copyrighted works are never able to 

prevent users accessing the works. The users can read, listen and watch the works in 

                                                

627 Katoh, above n 466, 338. 
628 Ibid. 
629 art 2(1)(x) and (xi) of the Unfair Competition Prevention Law of Japan. 
630 Japan Copyright Office in the Culture Affairs Ministry, above n 622. 
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any way that they like without the owner�s consent, so that information and ideas can 

be communicated freely. Therefore, new creations emerge continuously. This system 

of copyright protection provides a space in which the doctrine of fair use can gestate, 

be born and grow. A technological protection measure can prevent and prohibit 

unauthorised utilising of a copyrighted work, thereby protecting the rights of the 

copyright owner. But it should not prevent and prohibit access to the copyrighted 

work. This is exactly the legislative intention of the WCT. However, technological 

protection measures have been used to control access to copyrighted works. Although 

restricting access could deter infringement of copyright, it destroys the prerequisite of 

fair use: no prior consent of the owner required. In the presence of access control, 

only if a user meets all conditions set by the owner before access to a work, the user 

can read, listen and watch the work. Therefore, access control locks away copyrighted 

works from access by the public, with the result being that it blocks the continuation 

of fair use. Although the legislation of access control establishes a screen to protect 

interests of copyright owners, at the same time, the screen becomes a barrier to stop 

the communication of their works as well. If copyright law must adopt access control 

resulting in copyright owners being granted an exclusive access right, as a balance, 

the law should allow fair circumvention of technological protection measures or 

provide that circumvention, as opposed to supply, of technological protection 

measures is legal, so that the fair use doctrine can be maintained.   

 
5.3.4 Contract and Fair Use 

With the popularisation of communicating copyrighted works over the Internet, trade 
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is growing stronger day by day through contract online. Contract has always played a 

very important role that assists copyright to develop and distribute information in 

society.631 Under the protection of technological measures, facing the users who 

aspire to obtain copyrighted works, on the one hand copyright owners can easily 

control access to their works; on the other hand, they can easily allow users to access 

their work with payment through concluding online agreements with the users. It 

seems that the digital environment provides copyright owners the option to operate in 

the absence of traditional principles of contractual freedom, because confronted by the 

agreement that copyright owners have drafted, users only have two choices: either 

they accept all terms that are in favour of the copyright owners or they reject them but 

cannot get the works. There is no scope for negotiation. As users have no chance of 

negotiating contractual terms with the copyright owners online and contracts are being 

used to evade the copyright exceptions, 632  whether online contracts set up by 

copyright owners are enforceable is a significant issue. Let us examine two forms of 

contract in the digital environment to discuss their enforceability and the relationship 

with fair use. 

 
5.3.4.1 Shrinkwrap Licence633  

Any user who wants to access a copyrighted work on the Internet must, for one thing 

                                                

631 Raymond T. Nimmer, �Breaking Barriers: The Relation between Contract and Intellectual Property 
law� (1998) 13 Berkeley Technology Law Journal 827, 888. 
632 Australia Copyright Law Review Committee, Copyright and Contract, Commonwealth of Australia 
2002, 8. 
633 Shrinkwrap licence is also known as �tear-open�, �box-top� and �blister-pack� licence. See Thomas 
Finkelstein and Douglas C. Wyatt, �Shrinkwrap Licence: Consequences of Breaking the Seal� (1997) 71 
St. John�s Law Review 839, foot note 3, 869. 
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install software on a computer. Therefore, the software becomes the first work that the 

user has to access. When opening the software package, the user will find an 

agreement containing licence terms wrapped in transparent plastic. Normally, the 

licence includes a statement that by opening the software package or installing the 

software within a certain number of days, the purchaser is regarded as having 

accepted all terms of the agreement.634 By this form of licence, called a shrinkwrap 

licence, software manufacturers seek contract protection for their products beyond 

copyright.635 A shrinkwrap licence contains the following main terms:  

 

(1) Ownership: the user does not own the copy of the software;  

(2) Disposition: the user cannot lend, rent and transfer the software to others;  

(3) Modification: the user cannot modify the software in any way;  

(4) Reverse engineering: the user cannot disassemble the programme to 

understand its working mechanism;  

(5) Warranty: limits on the manufacturers� warranties.636  

 

However, a shrinkwrap licence has been described as a means whereby software 

vendors avoid the rules of intellectual property law by drafting licence terms to force 

purchasers to accept more restrictions than copyright law would require.637 Even if 

                                                

634 Ibid, 840. 
635 Ibid, 839. 
636 See Stephen Fraser, �Canada-United Trade Issue: Back from Purgatory? Why Computer Software 
�Shrink-Wrap� Licences Should Be Laid to Rest� (1998) 6 Tulane Journal of International and 
Comparative Law 183, 188. 
637 Mark A. Lemley, �Intellectual Property and Shrinkwrap Liceses� (1995) 68 Southern California Law 
Review 1239, 1239. 
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the vendors do not intend to defeat the rules, this non-negotiable licence is 

incompatible with copyright law.  

 

Firstly, the licence seeks to characterise the transaction relating to computer software 

as a licence rather than as a sale. The purchaser of software as a licensee rather than as 

an owner of the copy of the software,638 evading the first sale doctrine. According to 

the first sale doctrine, the owner of a particular copy is allowed to sell or otherwise 

dispose of the possession of that copy without the authority of the copyright owner.639  

 

Secondly, the licence conflicts with the important rule in copyright law, by virtue of 

which users may use reverse engineering to disassemble software to extract 

unprotected ideas so as to understand how the program works.640 When copyright law 

had no provisions to establish a statutory right to reverse engineer computer programs, 

many American courts ruled that disassembling them to extract ideas is a fair use 

under certain circumstances.641  

 

Lastly, the most important is that the licence terms are often used to depart from the 

fair use doctrine. As mentioned above, the fair use doctrine is an indispensable 

exception for the public. However, the terms of shrinkwrap licences could restrict the 

privileges of users under the fair use doctrine, such as reproducing, dissembling, 

                                                

638 Apik Minassian, �The Death of Copyright: Enforceable of Shrinkwrap Licensing Agreements� (1997) 
22 UCLA Law Review 511, 572. 
639 s. 109 of the Copyright Law of the US. 
640 Lemley, above n 637, 1247. 
641 See ibid, foot note 3. 
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decompiling, or converting copyrighted works for purposes of education, research, 

comment or criticism. Therefore, it has to be acknowledged that the shrinkwrap 

licence has threatened the fair use doctrine. 

 

Nevertheless, we should make a sober assessment of the shrinkwrap licence: whether 

the shrinkwrap licence is enforceable and whether the terms of shrinkwrap licences 

excluding or modifying the copyright exceptions are enforceable are two entirely 

different things. 

 

At first, in the United States, shrinkwrap licence could not be enforced because a 

purchaser could not read the licence terms until after the bargain of the software is 

completed, so the terms of shrinkwrap licence are not part of the parties� complete and 

final agreement.642 But in 1996, in ProCD, Inc. v. Zeidenberg643 the United States 

Court of Appeals, Seventh Circuit handed down a decision that became the focus of 

world attention in intellectual property laws. After that, the legal status and concept of 

shrinkwrap licence was changed thoroughly, arguably as accepted by other countries, 

                                                

642 See Step-Saver Data Systems, Inc. v. Wyse Techn. And Software Link, Inc., 939 F.2d 91 (3rd Cir. 
1991). In this case, Step-Saver obtained copies of the TSL operating system software named �Multilink� 
and tested them. Based on these tests, Step-Saver purchsed copies of Multilink by telephone and sending 
a purchase order contained the price, quantity, item description shipping and payment terms to TSL. 
Then TSL shipped the order and sent an invoice containing the same terms. The TSL operating system 
software came in a box with a licence agreement that contained terms such as disclaiming all express and 
implied warranties etc. The Third Circuit Court held that the licence agreement altered the contract, 
which consisted of the purchase order and invoice and expressed oral statements made by telephone, 
between Step-Saver and TSL and therefore did not become part of the contract. 
643 ProCD, Inc. v. Zeidenberg, 86 F. 3d 1447 (7th Cir.1996). ProCD decided to divide two different prices 
for selling the database: a high price for manufacturers and retailers; a lower price for personal users. 
Zeidenberg bought a consumer package. See ProCD, 86 F. 3d 1449. 
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such as Australia.644  

 

Matthew Zeidenberg bought a copy of a phone book database named SelectPhone 

containing a software program for accessing and retrieving the data, which collected 

over 95 million residential and business listings from nearly three thousand public 

telephone books.645 SelectPhone was sold with CD-ROM discs in a box package that 

contained a shrinkwrap licence. The licence included a term that users will not make 

the data in whole or in part available online, or transmit the data in whole or in part to 

other computers. When using the database, the licence appears on users� computer 

screens as well.646 

 

Zeidenberg made the database available online to users who had to pay his price, 

which was less than what ProCD charged users.647 ProCD sued Zeidenberg and his 

one-person company, Silken Mountain Web Services, for infringement of copyright 

and breach of the shrinkwrap licence agreement in the District Court.648 The court 

denied the injunction finding that the terms of the shrinkwrap were unenforceable 

because defendants had never assented to them.649 The court further held that even if 

the licence were an enforceable contract, they were preempted by Federal Copyright 

Law.650 

                                                

644 ACLRC, Copyright and Contract, above n 632, 145. 
645 Ibid. 
646 Ibid. 
647 Ibid, 1450. 
648 Ibid. 
649 ProCD, Inc. v. Zeidenberg, 908 F. Supp. 640, 659 (W.D. Wis. 1996) and ProCD, 86F. 3d 1447. 
650 Ibid. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

197 

 

The appellate court, Seventh Circuit Court of Appeals, reversed the judgement of the 

District Court to hold that shrinkwrap licences are generally enforceable on condition 

that the terms do not violate recognised principles of contract law.651 Consequently, 

Zeidenberg was found liable for breach of contract. The main reason was that the 

licence is an ordinary contract, so that �[a] vendor, as master of the offer, may invite 

acceptance by conduct, and may propose limitations on the kind of conduct that 

constitutes acceptance. A buyer may accept by performing the acts the vendor 

proposes to treat as acceptance.�652  

 

In Australia, according to the ACLRC, shrinkwrap licences are enforceable.653 The 

ACLRC pointed out that even though shrinkwrap licence terms appear after a bargain 

re the software, as incorporation terms, they are enforceable, if �(i) reasonable notice 

of the term is given and (ii) there is a reasonable opportunity to reject the term, prior 

to the assumption of binding contractual obligations.�654 This position was based 

upon the �ticket cases�. Australian case law has held that the receipt of a ticket 

presupposes the payment for a service. The act of the recipient continuing to accept 

the service should be treated as accepting the terms, which are contained in the 

ticket.655 Therefore, in Australia there is a wide view that shrinkwrap licences should 

                                                

651 ProCD, 86 F. 3d 1449. 
652 Ibid, 1452. 
653 ACLRC, Copyright and Contract, above n 632, 144. 
654 Ibid. 
655 See MacRobertson Miller Airline Services v Commissioner of State Taxation (WA) (1975) 133 CLR 
125, Oceanic Sun Line Special Shipping Co Inc. v Fay (1988) 165 CLR 197 and Baltic Shipping Co v 
Dillon (1991) 22 NSWLR 1. 
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be enforceable.656 

 
5.3.4.2 Clickwrap Licence657  

In actual fact, this is a variant of a shrinkwrap licence on the Internet.658 With the 

development of business on the Internet such as downloading software, ordering 

goods, procuring services and accessing data, more and more contracts are completed 

online through clicking on an �I Accept� button displayed on the screen. Of course, 

this button always follows many terms of a licence agreement. Clicking the button 

means users have already accepted all terms. The difference with shrinkwrap licence 

is that before a user enters into a contract to deal with an owner, the user can read the 

licence terms. That means there is not the problem of incorporation of terms in 

clickwrap licences. Therefore, in Australia, the ACLRC considered that clickwrap 

licences are more possible to be enforceable than shrinkwrap licences.659 

 

In the United States, the clickwrap licence was validated by the court in 1996 in 

Hotmail Corporation v. Van$ Money Pie Inc., et al.660 The plaintiff�s web site 

provided free services of e-mail. Accepting these services, users must click a box to 

agree to Hotmail�s clickwrap licence, in which a term prohibited using Hotmail�s 

e-mail account to distribute commercial e-mail or junk mail.661 The court held that 

                                                

656 ACLRC, Copyright and Contract, above n 632, 145. 
657 It is called as �net-wrap�, �key-wrap� and �webwrap�. See Michael J. Madison, �Contract and 
Copyright in the Digital Age� (1998) 67 Fordham Law Review 1025, 1062. 
658 Lemley, above n 637, 1247. 
659 ACLRC, Copyright and Contract, above n 632, 147.  
660 Hotmail Corporation v. Van$ Money Pie Inc., et al 47 U.S.P.Q.2d (BNA) 1020, (N.D. Cal 1998). 
661 Ibid, 1021, 1022. 
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the plaintiff and defendants were parties and the clickwrap licence was an enforceable 

agreement.662 

 

Later, in Caspi v. Microsoft Network,663 both the trial and appellate courts held the 

clickwrap agreement was an enforceable contract. The courts determined whether a 

clickwrap licence is enforceable by focusing on four factors:  

 

(1) Whether the licence constitutes fraud or overweening bargaining power;  

(2) Whether competition exists in the market;  

(3) Whether the user has received adequate notice of the licence and has enough 

time to study the terms before making a decision to accept or reject the licence; 

and  

(4) Whether the licence contravenes public policy.664  

 

The courts held that the clickwrap licence allowing a user to review the terms without 

restraint was fair or conscionable, so it was enforceable.665 However, in Specht v. 

Netscape Communications Corp.,666 the clickwrap licence that was not available on 

the web page before or during the course of accepting the subject matter of contract 

online was found unenforceable by the US Court of Appeals for the Second Circuit. In 

this case, the defendant provided free software for downloading by clicking the button 

                                                

662 Ibid. 
663 732 A.2d 528 (N.J. Super Ct. App. Div. 1999). 
664 Ibid, 531. 
665 Ibid, 532. 
666 306 F.3d 17 (2d Cir. 2002). 
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of �Download�. However, the clickwrap licence was located below the download 

button. The users needed to scroll down the webpage to view the clickwrap licence, 

which was linked to a separate page. Therefore, the court concluded that �in 

circumstances such as these, where consumers are urged to download free software at 

the immediate click of a button, a reference to the existence of license terms on a 

submerged screen is not sufficient to place consumers on inquiry or constructive 

notice of those terms.�667  Thus it can be seen that providing reasonable notice of a 

clickwrap licence and accepting the licence by users are important formal essentials 

determining whether the clickwrap licence is enforceable.  

 
5.3.4.3 Strengthening Fair Use 

Even though some courts found both shrinkwrap and webwrap licences were 

enforceable, their potential endangerments to copyright law, especially to fair use, 

have caught people�s attention. Therefore, the US Congress had considered amending 

the Copyright Law of the US�s preemptive provisions to limit the scope of those 

licences.668 In 1997, the House of Representatives sent Bill 3048, called the Digital 

Era Copyright Enhancement Act, to the Committee on the Judiciary. The Bill would 

have added the following provision to s 301(a) of the copyright Law:  

 

When a work is distributed to the public subject to non-negotiable licence terms, such 

terms shall not be enforceable under the common law or statutes of any state to the 

extent that they – 

                                                

667 Ibid, 40. 
668 See H.R. 3048, 105th Cong. (1997). 
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(1) limit the reproduction, adaptation, distribution, performance, or display, by means of 

transmission or otherwise, of material that is uncopyrightable under section 102(b) 

or otherwise; or 

(2) abrogate or restrict the limitations on exclusive rights specified in sections 107 

through 114 and sections 117 and 118 of this title. 

 

It is obvious that �non-negotiable licence� includes a shrinkwrap and clickwrap 

licence. Clause (1) is intended to establish a principle that a non-negotiable licence is 

unenforceable in relation to subject matter that copyright law does not protect, such as 

idea, procedure, concept, principle etc. Clause (2) emphasises that a non-negotiable 

licence which conflicts with that exception to an exclusive right is invalid. However, 

the Bill did not pass by the Committee on the Judiciary.669  

 

It should be noted that, in relation to copyright and contract, Australian copyright law 

has mandatory provisions, even if it only concerns the reproduction of a computer 

program. An agreement or a provision of an agreement that excludes or limits some of 

the exceptions has no effect.670 These exceptions include the reproduction of software 

as a technical process for studying the ideas of the software;671 running the software 

is done by, or on behalf of, the owner or licensee of the software copy;672 back-up of 

                                                

669 Joel Rothstein Wolfson, �Contract and Copyright Are Not at War: A Reply to �The Metamorphosis of 
Contract into Expand�� (1999) 87 California Law Review 79, 110. 
670 s. 47H of the Copyright Act 1968 reads as follow: �an agreement, or a provision of an agreement, that 
excludes or limits, or has the effect of excluding or limiting, the operation of subsection 47B(3), or ss 
47C, 47D, 47E or 47F, has no effect. 
671 s. 47B(3)(a) of the Copyright Act 1968. 
672 s. 47B(3)(b) of the Copyright Act 1968. 
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the software for the owner or licensee of the software copy;673 reproducing the 

software to make interoperable products674 or correct errors;675 and reproducing the 

software for security testing.676 It is clear that the purpose of the section is to prohibit 

a contract that evades the above exceptions.677 However, Australian copyright law 

does not prohibit contract terms that evade provisions concerning reasonable access to 

copyrighted works other than computer programs.678 As to the enforceability of the 

contracts that purport to evade the copyright exceptions, it is unsettled in Australia.679 

Therefore, the ACLRC recommended that an agreement or a provision of an 

agreement that excludes or modifies the following provisions has no effect: fair 

dealing, temporary reproduction made in the course of communication, copying by 

Parliamentary libraries for members of Parliament, reproducing and communicating 

works by libraries and archives.680 

 

Compared with traditional contracts, the relationship between contract and fair use 

becomes more and more complex on the Internet. On the one hand, the character of 

non-negotiable licences creates an environment where copyright owners could 

undermine the principles of fair use. Especially, using technological protection 

measures to control access to works furthers this possibility. In fact, these licences 

                                                

673 s. 47C of the Copyright Act 1968. 
674 s. 47D of the Copyright Act 1968. 
675 s. 47E of the Copyright Act 1968. 
676 s. 47F of the Copyright Act 1968. 
677 ACLRC, Copyright and Contract, above n 632, 173. 
678 Ibid, 3. 
679 Ibid, 149 � 157. 
680 Ibid, 10. 
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�are being used to exclude or modify the copyright exceptions�.681 On the other hand, 

legislatures have not replied to the potential endangerment in legislations, and courts 

have already supported various contracts on the Internet. The copyright balance has 

been displaced.682 Therefore, the public is looking forward to that the doctrine of fair 

use will not be submerged in the powerful current of the Internet. 

 
5.3.5 Sui Generis Right and Fair Use 

A user who wants access to a copyrighted work on the Internet, besides installing 

software as mentioned above, must find the work from huge websites. So before 

accessing the target work, usually the user has to access a database, which is an 

organised and indexed collection of information that allows users to access and 

organise heterogeneous data in an efficient fashion.683 In order to protect databases, 

the owners adopt various methods of protection, including copyright and contract. 

Moreover, they lobby for other protections, such as a �sui generis� right. The �sui 

generis� database right is an approach developed by the European Union, which 

protects any database that has �substantial investment in either obtaining, verification 

or presentation of the contents.�684  In fact, in many countries, whether as an 

independent copyrighted work or a compilation work,685 a database is protected by 

                                                

681 Ibid, 8. 
682 Ibid. 
683 Dov S. Greenbaum, �The Database Debate: in Support of an Inequitable Solution� (2002) 13 Albany 
Law Journal of Science & Technology 431, 441. 
684 art 7 of the European Council Directive 96/9/EC (hereinafter cited as �Database Directive�). 
685 For example, in Japanese copyright law, database is an independent subject matter of copyright. See 
art 2(1)(x) of the Copyright Law of Japan. In the United States, database is protected as a compilation 
work. 
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copyright as well under certain conditions. However, in the United States and Japan, 

copyright laws only protect those databases that constitute intellectual creations or meet 

originality requirements rather than simple compilations of data.686  

 

Feist Publications, Inc., Petitioner v. Rural Telephone Service Company, Inc.687 is the 

principal case law illustrating this in the US. In this case, the Supreme Court held that 

Rural�s White Pages were an alphabetical arrangement of facts, which did not meet 

the statutory requirement for originality under the s 102(a) of the Copyright Law of 

the US. Therefore, the White Pages were not protected by copyright law; Feist using 

the White Pages did not constitute infringement. 688 A similar case in Japan is 

Sakimura v. Yashiro689, which is a telephone directory case as well. In this case, the court 

held that copyright law does not protect a non-creative database.690  However, in 

Australia, the court held that copyright subsists in White Pages and Yellow Pages 

directories, because of the labour and expense in the compilations.691 It shows that 

expenditure of labour and expense suffices to attract copyright protection. 

 

It should be noted that the EU Database Directive authorises member countries to 

provide exceptions to sui generis right for private purposes, teaching or scientific 

                                                

686 See art 12bis of the Copyright Law of Japan and s. 102(a) of the Copyright Law of the US. 
687 Feist Publications, Inc., Petitioner v. Rural Telephone Service Company, Inc. 449 U.S. 340 (1991). 
688 Ibid, 347. 
689 II-1 Chosakuken Hanreishu 84 (June 20, 1919, Tokyo District Court). 
690 Michael J. Bastian, �Protection of �Noncreative� Database: Harmonization of United States, Foreign 
and International Law� (1999) 22 Boston College International and Comparative Law Review 425, 434. 
691 Desktop Marketing Systems Pty Ltd v Telstra Corporation Ltd (2002) 55 IPR 1; [2002] FCAFC 112. 
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research, public security or an administrative or judicial procedure692 On the other hand, 

member countries may provide certain categories of teaching and scientific research 

institutions for these exceptions.693 Under the above principle, in implementing the 

Database Directive, some member countries have granted exceptions for science and 

education so long as the purposes of these activities are non-commercial, such as 

Austria, Germany and the United Kingdom. However, some countries, such as France, 

do not permit any exceptions for science and education.694   

 

After the EU Database Directive, on 1 September 1996, the WIPO published a draft 

�Treaty on Intellectual Property in Respect of Databases� (hereinafter �Draft Treaty�), 

which was discussed in the WIPO December 1996 Diplomatic Conference, but did 

not reach an agreement. 695 The Draft Treaty gave the database producers the same 

sui generis right to authorise or prohibit the extraction or utilisation of the database�s 

contents.696 However, the creation of sui generis right has caused disagreement as 

well. Opponents argued that the purpose of intellectual property law is to protect 

literary and scientific creations and technological innovations, not investment.697 So 

creating sui generis rights to protect investment transgresses the mission of 

                                                

692 art 9 of the EU Database Directive. 
693 Preamble of the EU Database Directive. 
694 Anne Linn, �History of Database Protection: Legal Issue of Concern to the Scientific Community� 
<http://globalchange.gov/policies/linn.pdf> at 6 March 2006. 
695 WIPO publication No 348 (E) containing the documents and the summary minutes of the Diplomatic 
Conference, International Bureau of WIPO (1999) 332 � 374. 
696 art 3(1) of the Treaty on Intellectual Property in Respect of Database. 
697 United Nations Education, Scientific and Cultural Organisation, Final Report and Proceedings 
(2000) 23.  
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intellectual property law. 

 

In the United States, voices opposed to sui generis database protection are powerful. 

This can be seen from the five database bills introduced in the US Congress and their 

failure to pass.698 Opponents argued that there are adequate protections for database 

industry within the present intellectual property law, contract law, trade secret law, 

common law misappropriation and unfair competition law.699 In addition, most bills 

challenged the traditional fair use doctrine and try to establish property right to protect 

properties that are not protected by copyright law.700  

 

There is no definition of �database� and sui generis regime for database protection in 

Australian copyright law. As a literary work, an original compilation is protected by 

copyright law. Copyright protection of compilations adopts the theory of �sweat of the 

brow�.701 If an author puts some effort into a compilation, even though there is no 

creative exercise of judgment and skill, the compilation is original and is protected by 

                                                

698 The bills are the Database Investment and Intellectual Property Antipiracy Act of 1996 (HR 3531), 
Collection of Information Antipiracy Act (HR 2652), Collections of Information Antipriacy Act, (HR 
354), Consumer and Investor Access to Information Act (HR 1858) and Database and Collections of 
Information Misappropriation Act (HR 3261). 
699 Jonathan Band & Makoto Kono, �The Database Protection Debate in the United States� (2001) 62 
Ohio State Law Journal 869, 869. 
700 See NetCoalition, �Diverse Voices Unite Against Proposed Database Legislation� 
<http://www.netcoalition.com/keyissues/2003-10-21.465.doc> at 10 October 2004; and American 
Library Association, �Database Protection Legislation� 
<http://www.ala.org/ala/washoff/WOissues/copyrightb/dbprotection/databaseprotection.htm > at 6 
March 2006. 
701 Paula Baron, �Back to the Future: Learning from the Past in the Database� (2001) 62 Ohio State Law 
Journal 879, 895. 
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copyright law.702  The Australian court rejected the argument that the appellant 

emphasised consideration of the Feist case in Desktop Marketing Systems Pty Ltd v 

Telstra Corporation Ltd.703 Sackville J point out that �[a] compilation of factual 

information will ordinarily be an original literary work for copyright purposes if the 

compiler has undertaken substantial labour or incurred substantial expense in 

collecting the information recorded in the compilation�.704 In the digital environment, 

the ACLRC and the ACCG took the view that �databases�, for the purposes of legal 

protection, could be electronic or non-electronic.705 Therefore, as a complication, 

database has been protected in Australia. However, whether a compilation that 

collects information from public domain should be protected is still a question that 

will be answered, even if the compiler spent labour or money. 

 

In conclusion, database has been protected by copyright law in many countries. 

Therefore, this protection must follow the principles of copyright law. That means the 

doctrine of fair use should and must apply to databases. Producers of database have no 

reason to reject fair use of their products, even though they can seek other ways of 

protection, such as contract law and trade secret law. The establishment of sui generis 

right also cannot abandon away this principle.  

 

Fair use is a most important counterweight in the function of balance between 

                                                

702 Ibid. 
703 [2002] FCAFC 112 at 203�204. 
704 Ibid, 409. 
705 See ACLRC, Computer Software Protection para. 14.03 (Apr. 1995); CCG, Highways to Change � 
Copyright in the New Communications Environment 6 (Aug. 1994). 
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copyright owners and the public. Although fair use has been impacted in various ways 

in the Internet age, such as by technological measures, online contract and new 

legislation, it always plays an indispensable role in every stage of copyright law. The 

application of fair use to the Internet would help to achieve copyright�s goals of 

nurturing innovation and enlarging the public domain. Fair use balances the dynamic 

interest relationship between copyright parties and promotes the development of 

science, education and culture, whether in past traditional or present Internet 

environments. 

  

5.4 Library and Archive Exceptions  

Traditionally, library and archive organisations play an important role in representing 

the public interest.706 In the Internet environment, libraries and archives are still 

important ties that link copyright owners and users. Therefore, libraries and archives 

often need to store, copy even transmit copyrighted works on the Internet. 

Nevertheless, these acts are the exclusive rights of copyright owners. Under certain 

conditions, copyright law provides exceptions for non-profit libraries and archives 

that permit them to make a copy of a copyrighted work and distribute or communicate 

it to users.707 For example, it is not an infringement of copyright in the United States 

when a library reproduces only one copy or phonorecord of a copyrighted work to 

distribute it as long as the purpose of reproduction or distribution is not for 

                                                

706 Deborah Tussey, �UCITA, Copyright, and Capture� (2003) 21 Cardozo Arts & Entertainment Law 
Journal 319, 372. 
707 See s. 108(a) of the Copyright Law of the US and s. 49 of the Copyright Act 1968 (Australia). 
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commercial advantage.708  

 

In Australia, similar provisions can be found in the Copyright Act 1968. Section 49 

provides that a user may request a library or archive to supply a reproduction of a 

work for the purpose of research or study. Unlike the fair use defence, copyright law 

provides explicit provisions for libraries and archives exception. In order to suit the 

digital environment, some countries amended their copyright law so that the 

provisions of libraries and archives exceptions can meet the requirements of the 

development of technology.709  

 

With the development of technology, traditional ways to access copyrighted works 

have changed from unitary form, removing books from shelves, to multi-forms, such 

as accessing microfiche and viewing digital works. The form of reproduction of works 

has expanded from paper-based copy to digital copy as well. Therefore, expanding the 

exception so that libraries and archives may make digital copies is more and more 

important.710 However, if copyright law permits libraries and archives the special 

exceptions, the benefits of copyright owners or publishers that come from markets for 

their digital works could face potential risk.711 The reason is that the libraries and 

archives are not only holders of copies, but also publishers and distributors of the 

                                                

708 s. 108(a)(1) of the Copyright Law of the US. 
709 See s. 44 of the DMCA and Item 54 of the Digital Agenda Act 2000. 
710 US White Paper, above n 1, 226. 
711 Ian McDonald, Copyright in the New Communications Environment: Balancing Protection and 
Access, (1999) 11. 



Transmission of Copyrighted works over the Internet: Rights and Exceptions 

Student ID: 11081627 
Student Name: Hong Tao 
Email: taohong59@yahoo.com 
 

210 

works.712 So, it is very important to balance the interests between copyright owners 

and users in the exceptions for libraries and archives. In the Internet environment, 

besides reproducing a work, a library or archive has to communicate a work to its 

users. Therefore, it is necessary to give libraries and archives a new exception to the 

communication right. Reproducing or communicating a work by a library or archive 

has three purposes: for users, for other libraries or archives, and for itself. 

 
5.4.1 Reproducing and Communicating Works for Users 

Traditionally, the form of reproducing a work by a library or archive only concerns 

photocopies. In the Internet environment, the form has extended to digital copies. In 

the United States, exceptions to copying copyrighted works for users in digital form 

for libraries and archives are divided into two stages. First, published works cannot be 

made into digital copies unless for various internal purposes.713 Section 404 of the 

DMCA amends specific provisions for library and archive exceptions in s 108 of 

Copyright Law of the US. It provides that a library or archive may make three digital 

copies of an unpublished work, which is currently in the collections of the library or 

archive, and distribute them. However, the copies should not be distributed in digital 

format and made available to the public outside the premises of the library or 

archive.714 Furthermore, the second stage,  

 

                                                

712 Ibid, 12. 
713 s. 108(c) of the Copyright Law of the US. Internal uses include �replacement of a copy or phonorecord 
that is damaged, deteriorating, lost, or stolen, or if the existing format in which the work is stored has 
become obsolete�. 
714 s. 108(b) of the Copyright Law of the US. 
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[d]uring the last 20 years of any term of copyright of a published work, a library or 

archive, including a non-profit educational institution that functions as such, may 

reproduce, distribute, display, or perform in facsimile or digital form a copy or 

phonorecord of such work, or portions thereof, for purposes of preservation, 

scholarship, or research.715  

 

If the work is not subject to commercial exploitation and its copies are unavailable at 

a reasonable price. 716  It should be noted that the exceptions to the rights of 

reproduction and distribution for libraries and archives �do not apply to a musical 

work, a pictorial, graphic or sculptural work, or a motion picture or other audiovisual 

work.�717 

 

As early as 1998, the Australian Government was conscious that the existing 

exceptions to the exclusive rights for libraries and archives should be extended to the 

new on-line environment.718 The Digital Agenda Act 2000 amends provisions for 

library and archive exceptions to extend them to the electronic reproduction and 

communication of copyrighted works.719 Furthermore, it permits making copyrighted 

works acquired in digital format and collected by a library or archives available online 

by the library or archive within its own premises for users� research and study.720 At 

                                                

715 s. 108(h)(1) of the Copyright Law of the US. 
716 s. 108(h)(2) of the Copyright Law of the US. 
717 s. 108(i) of the Copyright Law of the US. 
718 McDonald, above n 711, 1. 
719 The Revised Explanatory Memorandum, above n 55 para 93. 
720 Item 54 of the Digital Agenda Act 2000 and s. 49(5A) of the Copyright Act 1968. 
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the same time the library or archive must ensure that users cannot use any equipment 

of the library or archives to make electronic copies of the works or communicate the 

works.721 If the users need copies of a work, they will not be able to make electronic 

copies, but hard copies only.722 

 

The Digital Agenda Act provides a new subsection 49(7A) that allows a non-profit 

library or archive to make and communicate a reproduction of a copyrighted work, 

including the first digitisation of the work, 723  to a user. Before or when the 

reproduction is communicated to the user, the library or archive should notify the user 

that the reproduction of the work might be subject to copyright protection,724 and 

after communicating the reproduction, the reproduction must be destroyed as soon as 

practicable.725 The purpose of this subsection is to prevent libraries and archives from 

creating electronic databases of part or whole works as a result of providing such 

works to their users.726 However, the act of communicating a work to a user does not 

concern the right of communication to the public, because its transmission is not for 

the public. It should be pointed out that the works made available online and 

communicated by libraries or archives must be published works.727  

 

                                                

721 Item 54 of the Digital Agenda Act 2000 and s. 49(5A) of the Copyright Act 1968. 
722 The Revised Explanatory Memorandum, above n 55, para 100. 
723 s. 21(1A) of the Copyright Act 1968 note: the reference to the conversion of a work into a digital or 
other electronic machine-readable form includes the first digitisation of the work. 
724 s. 49(7A)(c) of the Copyright Act 1968. 
725 s. 49(7A)(d) of the Copyright Act 1968. 
726 The Revised Explanatory Memorandum, above n 55, para 106. 
727 s. 49(1)(a), (2A)(a) of Copyright Act 1968. 
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Unlike the United States and Australia, Japanese Copyright Law only has some 

principled provisions for library exceptions. Reproducing a copyrighted work that is 

in the collections of a non-profit library for a user is permissible, if (1) the purpose of 

reproducing is for the user�s investigation or research; (2) the work is published.728 

Nevertheless, a user can only be supplied a single copy of a part of a work or a whole 

work included in a periodical.729 This provision is similar to s 49(1)(a) of the 

Copyright Act 1968 of Australia. 

 

However, the Copyright Law of Japan does not refer to transmission of copyrighted 

work over the Internet in a library. With regard to whether the reproduction in a 

library includes digital form, the Copyright Law of Japan does not provide a clear 

answer. But analysing the definition of �reproduction� in the Copyright Law of Japan, 

reproduction in digital form is not excluded from the library exception. Article 2(xv) 

of the Law defines �reproduction� as �the reproduction in a tangible form by means of 

printing, photography, polygraphy, sound or visual recording or otherwise�. It is 

obvious that the provision uses the method of giving examples to illustrate what 

means would form the tangible form. In other words, these categories are not limiting. 

It should include new technological means of reproduction. 

 
5.4.2 Reproducing and Communicating Works for Other Libraries 

Whether in the United States, Australia or Japan, copyright law allows libraries or 

archives to make reproductions of works held by libraries or archives in digital form 
                                                

728 art 31 of the Copyright Law of Japan 
729 art 3(i) of the Copyright Law of Japan. 
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and distribute or communicate them to other libraries or archives at their requests 

without infringement of copyright or payment to the copyright owner.730 The purpose 

of supplying the reproductions must be for preservation by other libraries or archives 

or for users of other libraries or archives who have requested them for the purpose of 

their research or study.731  

 

However, there are differences between the United States, Australia and Japan:  

 

(1) In the United States, the works that will be reproduced in digital form must be 

unpublished, but in Australia and Japan must be published.732  

(2) The United States� copyright law limits the scope of making the reproductions 

available within the premises of the libraries or archives. 733  Conversely, 

Australian copyright law provides that the supplying libraries or archives can 

communicate the requested works to the requesting libraries or archives.734 

Depending on the definition of �communicate�,735 communicating the requested 

works should include uploading the works to a server connected to the Internet, 

that is making the works available online, and transmitting the works to the user�s 

computer, so that the user can access them.  

                                                

730 See s. 108(b) of the Copyright Law of the US, ss. 50, 53 of the Copyright Act 1968, art 31 of the 
Copyright Law of Japan. 
731 Ibid. 
732 Ibid. 
733 s. 108(b)(2) of the Copyright Law of the US. 
734 s. 50(4) of the Copyright Act 1968. 
735 s. 10(1) of the Copyright Act 1968 defines �communicate� as �make available online or electronically 
transmit (whether over a path, or a combination of paths, provided by a material substance or otherwise) 
a work or other subject-matter.� 
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(3) In the United States, the works that will be reproduced or distributed do not 

include a musical work, a pictorial, graphic or sculptural work, or a motion picture 

or other audiovisual work etc.736 However, in Australia, a musical and artistic 

work, such as a painting, sculpture, drawing, engraving or photograph,737 can be 

reproduced and communicated by libraries and archives.738 Japanese Copyright 

Law provides that library materials, which can be reproduced, include books, 

documents and other materials held in the collection of libraries.739 

 
5.4.3 Reproducing and Communicating Unpublished Works  

It should be emphasised that, in the United States, the work that will be reproduced or 

communicated to a user by a library or archive in digital form, must be unpublished. 

A published work cannot be reproduced and communicated to a user in digital form 

until the last 20 years of the term of copyright of the works.740 Australian copyright 

law provides just the opposite: the work must be published. For reproducing and 

communicating an unpublished work, sound recording or cinematograph film by 

anyone, the following conditions must be met:  

 

(1) The reproduction of the work or the manuscript of such work or the copy of 

sound recording or cinematograph film is in the collections of a library or archive, 

                                                

736 s. 108(i) of the Copyright Law of the US. 
737 Artistic work means: (a) a painting, sculpture, drawing, engraving or photograph� See s. 10(1) of the 
Copyright Act 1968. 
738 s. 50(1) of the Copyright Act 1968. For the definition of �work� see ibid, s. 10(1) of the Copyright Act 
1968: �work means a literary, dramatic, musical or artistic work.�  
739 art 31 of the Copyright Law of Japan. 
740 See above ch. 5.4.1. 
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which is open to the public;741  

(2) The author of the work has died or the sound recording or cinematograph film 

was made for more than 50 years;742  

(3) The purpose is for research or study or with a view to publication;743 

 
5.4.4 Exception for Electronic Rights Management Information 

According to the Australia-United States Free Trade Agreement (hereinafter 

�AUSFTA�), both Australia and the United States should provide an exception to 

libraries, archives and other relevant organisation in relation to copyright management 

information. In 2004, in order to implement the AUSFTA, the Parliament of Australia 

enacted the US Free Trade Agreement Implementation Act 2004 (Cth) (hereinafter 

�US FTA Act�). This Act amends Australian Copyright Law, giving libraries, archives 

and other relevant organisations an exception to electronic rights management 

information. Section 116B of the Copyright Act 1968 provides that an owner or 

exclusive licensee of a copyrighted work may bring an action against a person who 

removes or alters any electronic rights management information attached to the 

owner�s work or other subject-matter. The electronic rights management information 

is defined as:  

 

(a) information attached to, or embodied in, a copy of a work or other subject-matter that: 

                                                

741 ss. 51(1)(b), 110A(b) of the Copyright Act 1968. 
742 For a work, the year is counted from the expiration of the calendar year in which the author died; for 
a sound recording or cinematograph film, the year is counted from the end of the period during which it 
was made. See  ss. 51(1), 110A of the Copyright Act 1968.  
743 s. 51(1)(c) of the Copyright Act 1968. 
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(i) identifies the work or subject-matter, and its author or copyright owner; or (ii) 

identifies or indicates some or all of the terms and conditions on which the work or 

subject-matter may be used, or indicates that the use of the work or subject-matter is 

subject to terms or conditions; or (b) any numbers or codes that represent such 

information in electronic form.�744  

 

Therefore, it is not an infringement that a library or archive removes or alters any 

electronic rights management information in both Australia and the United States.  

 

In the Internet environment, copyright law extended library and archive exceptions 

from reproducing copyrighted works to digitising and communicating the works for 

users when it created a new exclusive communication right. With the development of 

technology, it is easy to control access to works and reproducing them by 

technological protection measures. Without doubt, extending library and archive 

exceptions is absolutely necessary. Through these exceptions, users obtain more ways 

to access copyrighted works. Library and archive exceptions have balanced and will 

continue to balance the interests between copyright owners and users. As a conclusion, 

the comparison of library exceptions between the United States, Australia and Japan is 

illustrated with Figure 7. 

 

 

 

                                                

744 s. 10 of the Copyright Act 1968. 
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 Country 

Item 

The United States Australia Japan 

Prerequisite 
No for commercial purpose For research or study purpose Non-profit-making activates 

 

Non-digital 

format 

One copy of a work for a user, 

need a notice of copyright; 

Three copies of an unpublished 

work for preservation; Three 

copies of a published work for 

replacement. 

One copy of a published article 

contained in a periodical publication 

or a part of a work other than article. 

One copy of a published work for 

preservation, replacement. 

One copy of a part of a published 

work or of all of individual work 

in a published periodical for a 

user. 

For the purpose of preserving 

library materials 

 

 

 

Reproduction  

             

 

 

Digital 

format 

Three copies of an unpublished 

work for preservation; Three 

copies of a published work for 

replacement; One copy a 

published work that is last 20 

years of copyright term. 

Do not provide a digital copy to a user. 

A user cannot make a digital copy by 

using any equipment of the library. 

Make a reproduction for preservation, 

replacement and administrative. 

(No statement) 

Non-digital 

format 

One copy of a work; Three 

copies of an unpublished work 

 One copy of library material for 

other library 

 

 

 

 

 

Distribution/ 

Communication 

 

 

 

 

Digital 

format 

Not for a user. Allow 

distributing a copy of 

unpublished work to another 

library.  

Allow communicating a copy of 

published work to a user or another 

library, but must destroy the copy 

after transmission. Need a notice of 

copyright to the user. For 

unpublished work, the author should 

have died; For unpublished sound 

recording or film, they should be 

made for more than 50 years. 

(No statement)  

Making available 
Within a library A published work, within a library. (No statement) 

 

Note: Reproduction and 

distribution 

Do not apply to musical, 

pictorial, graphic, and sculptural 

work; motion picture and 

audiovisual work  

Apply to all works Books, documents and other 

materials held in the collection of 

libraries 

 

Figure 8. Comparison of Library Exception in Different Countries 

5.5 Educational Use Exceptions 

In the digital environment, the relationship between education and the Internet is more 

and more close. In fact, the Internet has already become an essential tool of education. 
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In every website of an educational institution, one can find various copyrighted works, 

such as database, computer programs, academic articles etc. On the Internet, 

education institutions and their staff and students constitute a massive user group. In 

light of the importance of education, educational use of copyrighted work occupies an 

important place in copyright exceptions. Copyright law has provided educational 

institutions exceptions for electronic reproduction and communication of works, so 

that it promises cheap and fast access to education. 

 
5.5.1 Educational Use and Fair Use 

In the United States, although copyright law provides that fair use includes 

educational use, such as teaching, scholarship and research, fair use and educational 

use exceptions are different. First, their subjects are different. Only non-profit 

educational institutions, 745  including their students and staff, have the right to 

educational use exceptions; but everyone or any organisation can use copyrighted 

works for fair use purposes. Secondly, the means of using copyrighted works are 

different. For the educational use exception, the means of use are limited,746 but fair 

use contains all means,747 including reproduction in copies or phonorecord. Thirdly, 

the places using copyrighted works are different. Educational use exceptions occur in 

a classroom or place related to an educational institution;748 there is no requirement 

as to where fair use should occur.  

                                                

745 See s. 110(1) of the Copyright Law of the US. 
746 s. 110(1) of the Copyright Law of the US.  
747 s. 107 of the Copyright Law of the US. 
748 s. 110(1) of the Copyright Law of the US. 
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It should be noted that, in the Australian copyright system, educational uses are an 

important component of statutory licences. There is an overlap between fair dealing 

and educational use exceptions.749 The main differences are as follows:  

 

(1) Fair dealing is for students themselves, educational use is for educational 

institutions;  

(2) The means of fair dealing for research and study is only reproduction;750 but 

the means of educational use includes all ways, such as performance, 751 

adaptation,752 communication753 etc;  

(3) The amount and type of copying between fair dealing for research and study 

and educational uses are different. Under the educational use, the whole or a part 

greater than �a reasonable portion� of a separately published work might be 

copied, whereas under the fair dealing not more than �a reasonable portion� of a 

work might be copied for the purpose of research or study;754  

(4) There is no-paying in fair dealing. For most educational use, the educational 

institution must pay equitable remuneration to the copyright owners whose 

copyrighted works are used.755 

 

                                                

749 ACLRC, Copyright and Contract, above n 632, 80. 
750 s. 40(2) of the Copyright Act 1968. 
751 s. 28 of the Copyright Act 1968. 
752 s. 200(1) of the Copyright Act 1968. 
753 s. 135ZG of the Copyright Act 1968. 
754 Haines v. Copyright Agency Ltd, (1982) 42 ALR 549, 555-556, (Fed C of A). 
755 See below ch. 5.5.4. 
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5.5.2 Educational Use and Library Use 

As a public interest counterweight, the educational use exception plays an important 

intermediary role in balancing the interests between copyright owners and the public. 

From this point of view, its role is the same as the library exception. However, the 

nature and objectives of both uses are different. A library plays the role of 

information-provider; an educational institution plays not only the same role but also 

a potential publisher and distributor, especially in the digital environment.756  

 
5.5.3 Educational Use in the United States 

Before 2002, s 110(1) and (2) of the Copyright Law of the US set up exceptions for 

the performance and display of a copyrighted work in the course of face-to-face 

teaching activities in a classroom and the transmission of a performance of a 

nondramatic literary or musical work or display of a work by a non-profit educational 

institution.  

 

With regard to s 110(2), the US Working Group on Intellectual Property significantly 

concerned whether the exceptions can provide adequate access to copyrighted works 

by the Internet for the public.757 In fact, the DMCA and H.R. bill 3048 would have 

extended the educational use exception from nondramatic literary or musical works to 

all works and to distribution of a work by digital transmission.758 Section 403 of the 

DMCA provides that the Registrar of Copyright shall �[s]ubmit to the Congress 

                                                

756 Ficsor above n 39, 528. 
757 US Green Paper, at 133. 
758 David L. Hayes, Advanced Copyright Issues on the Internet (2002) foot note 319, 96. See also s. 5 of 
H.R 3048 Bill. 
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recommendations on how to promote distance education through digital technologies, 

including interactive digital networks.� 759  The Copyright office conducted an 

extensive comment and hearing process that resulted in a comprehensive study on the 

need for amendment of the copyright law. At the heart of the findings, the Registrar's 

report concluded that �[t]he Copyright Act should be amended in several respects in 

order to promote distance education through digital technologies�.760 

 

In October 2002, the US Congress enacted the �Technology, Education and Copyright 

Harmonization Act� (TEACH Act), which amended the US Copyright Law as 

follows:761  

 

(1) It expands the range of allowed works to permit the display and performance 

of nearly all types of works;  

(2) It releases the constraint that limited the transmission of works to classrooms 

so that enrolled students may receive the works at anywhere;  

(3) It allows enrolled students access to and retain the works online for a brief 

period of time;  

(4) It permits digitisation of works so that they can be transmitted to enrolled 

students.  

 

Without doubt, the amendment promoted and will continue to promote the 

                                                

759 s. 403 of the DMCA. 
760 Marybeth Peters, U.S. Copyright Office, �Report on Copyright and Digital Distance Education� 
(1999) 7 < http://www.copyright.gov/reports/de_rprt.pdf > at 6 March 2006. 
761 s.110(2) of the Copyright Law of the US. 
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development of education. 

 
5.5.4 Educational Use in Australia 

In order to conform to the online environment, the Digital Agenda Act provides the 

exceptions to the new right of communication to the public to ensure educational 

institutions have reasonable access to copyright material.762 Educational institutions 

can electronically copy and communicate works, on the basis of payment of equitable 

remuneration to copyright owners, on the premises of an educational institution. 

These exceptions are subject to three conditions: a remuneration notice given by the 

administering body to the relevant collecting society is in force; the purpose of 

reproduction or communication is for educational instruction; and the body must 

comply with some procedural requirements. 763  The reproductions and 

communications include:  

 

(a) The whole or a part of an article contained in a periodical publication;764  

(b) The whole or a part of a literary, dramatic, musical or artistic work, which is 

not a periodical article;765  

(c) An artistic work whether or not in electronic form accompanied by an article, 

literary, dramatic or musical work that is not infringed and in electronic form.766 

 

However, making multiple reproductions or communications of insubstantial parts of 
                                                

762 The Revised Explanatory Memorandum, above n 55, para 2.1. 
763 ss. 135ZMC(1) and D(1) of the Copyright Act 1968. 
764 s. 135ZMC of the Copyright Act 1968. 
765 s. 135ZMD of the Copyright Act 1968. 
766 s. 135ZME of the Copyright Act 1968. 
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a literary or dramatic work in electronic form (less than 1% of the total number of 

words of the work),767 or in hardcopy form768 for the purpose of education on the 

purpose of education on the premises of educational institution, is defined as free 

educational use. In addition, under certain conditions, free educational uses include 

other forms, such as performance,769 use in collections of material,770 reproduction 

and adaptation771 and recording broadcasts.772 

 

The Digital Agenda Act extends the existing statutory licence to permit educational 

institutions to make reproductions of broadcasts by electronic means and to 

communicate them to students for educational purposes, on the condition that the 

body administering an institution pay equitable remuneration to the copyright 

owners. 773  A broadcast means �a communication to the public delivered by a 

                                                

767 s. 135ZME of the Copyright Act 1968. 
768 s. 135ZG of the Copyright Act 1968. 
769 It is not an infringement of copyright to perform a literary, dramatic or musical work, or to play a 
sound recording or cinematograph film in class by a teacher in the course of giving educational 
instruction, which is not given for profit, or by a student in the course of receiving such instruction. See 
s.28 of the Copyright Act 1968. 
770 Under certain conditions, the inclusion of a short extract from a published literary, dramatic, musical 
or artistic work, which comprises a collection work in the form of book, sound recording or film and 
intended educational use does not constitute infringement of copyright. See s. 44 of the Copyright Act 
1968. 
771 It is not an infringement of copyright that reproducing a literary, dramatic, musical or artistic work, or 
adapting the work then reproducing it. If (1) the reproduction or adaptation is made by a teacher or 
student by using a multiple copying appliance in the course of educational instruction; (2) the 
reproduction or adaptation can be made as part of the questions to be answered in an examination, or in 
an answer to such a question. See  s. 200(1) of the Copyright Act 1968. 
772 Under certain conditions, it is not an infringing act to record a sound broadcast for educational 
purpose by a non-profit educational institution in the course of instruction. See s. 200(2) of the Copyright 
Act 1968. 
773 The Revised Explanatory Memorandum, above n 55, 2. 
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broadcasting service�,774 which does not include a service that provides only data or 

only text, with or without associated images, such as teletext service and a service that 

makes the programme available on demand on a point-to-point basis, such as a dial-up 

service.775Section 135E of the Copyright Act 1968 allows copying and communication 

of broadcasts, which may contain any work, sound recording or cinematograph film, 

by a body administering an educational institution without infringing copyright. This 

exception is subject to three conditions: the body gives an effective remuneration 

notice to a collecting society, the copy or communication is made for educational 

purposes, and the body must comply with some procedural requirements.  

 
5.5.5 Educational Uses in Japan 

Japanese copyright law has been amended to provide exceptions to the right of public 

transmission for educational use. In a non-profit educational institution, teachers and 

students may reproduce a published work in the course of classes.776 The published 

work is permissible to make public transmission in the course of classes or make it 

available online so that students may receive it in a different place.777 However, the 

reproduction and transmission must not unreasonably prejudice the interests of the 

copyright owner.778 Determining whether or not the interests of the copyright owner 

are prejudiced depends on the nature and purpose of the work, the number of copies, 

                                                

774 s. 10 of the Copyright Act 1968. 
775 s. 10 of the Copyright Act 1968. 
776 art 35(1) of the Copyright Law of Japan. 
777 art 35(2) of the Copyright Law of Japan. 
778 art 35(1) and (2) of the Copyright Law of Japan. 
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and the form of reproduction and transmission.779  

 

In addition, it is permitted to reproduce or transmit, including making available, a 

published work as examination questions, such as entrance examinations and 

qualification examinations for a licence.780  However, if the reproduction is for 

commercial purposes, the user should pay compensation to the copyright owner.781 In 

accordance with the definition of �reproduction�, the above-mentioned reproduction 

includes any �tangible form by means of printing, photography, polygraphy, sound or 

visual recording or otherwise�.782 

 

Education is an important source of obtaining knowledge by which the quality of 

society is enhanced. The Internet has changed the traditional education model from 

time to space. Whether teachers or students, they can complete all educational 

components through the Internet, including enrolment and examinations. Providing 

exceptions to the right of communication to the public not only permits educational 

institutions to access copyrighted works but also consolidates the legal foundations for 

the new education model.  

 

5.6 Online Service Provider Liability Exceptions 

5.6.1 Online Service Provider 

Besides copyright owners and users, there are other very important legal subjects on 

                                                

779 art 35(1) and (2) of the Copyright Law of Japan . 
780 art 36(1) of the Copyright Law of Japan. 
781 art 36(2) of the Copyright Law of Japan. 
782 art 2 of the Copyright Law of Japan. 
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the Internet. They are online service providers (OSPs), who build a bridge of 

communication between copyright owners and users of copyright materials. They are 

network providers, host and access providers and content providers.783 A typical 

network provider, such as a telephone company, only supplies its network. A host and 

access provider is an organisation selling Internet access or storage to their 

subscribers.784 A content provider provides content-based services.785 Of course, 

some organisations play part or all roles of OSPs. Their services include electronic 

bulletin board system (BBS), electronic mail (e-mail), File Transfer Protocol (FTP), 

the World Wide Web (WWW), Usenet (that is, a one-to-many messaging system), 

Internet relay chat, web site hosting and search engines etc.786 Therefore, OSPs play 

an integral role in the digital environment.787 In addition, because OSPs are in a 

special position in which a huge amount of copyrighted works are transmitted through 

the Internet or are made available to the public by their subscribers through uploading 

the works to OSPs� servers, their services risk sharp infringement liabilities caused by 

third parties � their subscribers. Whether OSPs should bear responsibility for these 

infringements of copyright has become a serious issue that could restrict the 

development of the online service industry. For this reason, limiting and clarifying the 

                                                

783 Smith, above n 15, 29. 
784 Jennifer E. Markiewicz, �Seeking Shelter From the MP3 Storm: How Far Does the Digital 
Millennium Copyright Act Online Service Provider Liability Limitation Reach?� (1999) 7 CommLaw 
Conspectus 423, 428. 
785 Smith, above n 15, 29. 
786 Markiewicz, above n 784, 428, 429. See also the details of Internet services from Timothy L. Skelton, 
�Internet Copyright Infringement and service Providers: The Case for a Negotiated Rulemaking 
Alternative� (1998) 35 San Diego Law Review 219, 231 � 242. 
787 US White Paper, above n 1, 117. 
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liability of online service providers for third party copyright infringement has been 

one of the key elements that many countries have to consider in the digital age. 

  

On the international level, the Agreed Statement Concerning the WIPO Copyright 

Treaty explains that: �it is understood that the mere provision of physical facilities for 

enabling or making a communication does not in itself amount to communication 

within the meaning of this Treaty or the Berne Convention�. 788  Although the 

statement does not deal with the provision of transmission services, it indicates that an 

intermediary is not liable for direct infringement. In some countries, copyright law has 

been amended to provide exceptions to OSPs. For instance, in order to limit OSPs� 

liabilities, the United States had enacted the Online Copyright Infringement Liability 

Limitation Act (OCILLA), which added s 512 to the Copyright Law of the US. This 

section exempts online service providers from copyright infringement resulting from 

four situations caused by third parties. The details will be discussed below. Likewise, 

clarifying the liability of OSPs for copyright infringements committed by third parties 

had been one of the aims of the Australian Government in its Digital Agenda 

Reforms.789 Furthermore, the conclusion of the AUSFTA led to Australia copyright 

law having similar exceptions with the US. However, in different jurisdictions the 

results of limiting OSP�s� liabilities for online services are different. 

 

                                                

788 Concerning art 8 of the Agreed Statement Concerning the WIPO Copyright Treaty. 
789 Attorney General�s, Department, above n 57. 
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5.6.2 OSPs� Liability Exceptions in the United States  
5.6.2.1 Some Cases 

Before the enactment of the OCILLA, several cases related to OSPs� liability had 

been decided with different results in the US. These cases impacted upon the 

legislation of OSPs� liability. 

 

Playboy Enterprises Inc. v. Frena,790 was the first case concerning OSP�s liability 

for copyright infringement on the Internet. In this case, a subscriber copied digital 

pictures from the Playboy magazine and uploaded them to a BBS. Other subscribers 

could download those files from the BBS. The court held that the BBS operator 

infringed Playboy�s distribution and public display rights, even though the operator 

claimed that he did not himself put such pictures on his board and did not know the 

presence of the infringing pictures. 

 

This decision led people to believe that �[t]he United States copyright laws do not 

require proof of the defendant�s knowledge and intent before that defendant may be 

held liable for copyright infringement�.791 In fact, if in the course of providing 

services, an OSP has no intent or negligence in relation to infringement of copyright, 

then holding it to bear the infringement responsibility of a third party is unreasonable. 

It is obvious that the decision of Playboy aggravated the risk to OSPs. Therefore, 

providing some limitation on OSPs� liability by statute was required.  

 

                                                

790 839 F. Supp. 1552 (M.D. Fla. 1993). 
791 F. Lawrence Street, Law of the Internet (1997) 360. 
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Religious Technology Centre v. Netcom On-Line Communication Services792 is 

another influential case involving the copyright infringement liability of parties in 

Usenet and BBS providers� services. Netcom provided its subscribers access to the 

Internet. Dennis Erlich, who was a subscriber of a BBS run by Thomas Klemesrud, 

posted portions of scientology works to a scientology-related newsgroup on Netcom�s 

Usenet server, which made the works available to the public. The BBS gained access 

to the Internet through Netcom. The plaintiff claimed that Erlich directly infringed its 

copyright by using the facilities of Klemesrud�s BBS and Netcom�s Usenet server.793 

The plaintiffs alleged that their works were stored on Netcom�s computers. Netcom 

was strictly liable even if there was no proof of intent or of a similar state of mind on 

the part of the infringing party.794 

 

The court found that Netcom was not a direct infringer, because it did not create or 

control the contents to its subscribers,795 and did not maintain an archive of files for 

its subscribers. 796  It is noted that since Netcom�s system automatically made 

temporary copies of the plaintiff�s works, Netcom had not caused the copying.797 On 

the other hand, the court also found that Klemesrud could not be held directly liable, 

because �[t]he BBS merely stores and passes along all messages sent by its 

                                                

792 907 F. Supp. 1361(N.D. Cal. 1995).  
793 Ibid, 1367 � 68. 
794 Playboy Enterprises v. Frena, 839 F. Supp. 1552 (M.D. Fla. 1993). 
795 Religious Technology Centre v. Netcom On-Line Communication Services, 907 F. Supp. 1361, 1370 
(N.D. Cal. 1995). 
796 Ibid, 1372. 
797 Ibid, 1368 � 69. 
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subscribers and others� 798  and the copying was automatic and caused by a 

subscriber.799 So, as a pivotal decision, Netcom has served as the foundation for both 

online copyright liability case law and the OCILLA. 

 

Sega Enterprises, Ltd. v. MAPHIA800 contained a key issue whether a BBS operator 

soliciting subscribers to upload copyrighted works is liable for copyright 

infringement. In this case, the BBS operator stored copies of Sega video games 

uploaded by subscribers on its system for its customers to download, and then charged 

them fees.801 The defendant also sold devices for transferring game software.802 The 

difference between Sega Enterprises and Playboy is the former profited from making 

games available. The defendant argued that he did not reproduce any copy of the 

games therefore he was not a copyright infringer. However, the court held that the 

defendant knew the infringing activities, encouraged them, and provided devices for 

transferring the game software; all those acts had constituted contributory 

infringement by the defendant.803   

 

From the above cases, it can be determined that, even though an OSP does not directly 

make copyrighted works available, it is still possible to infringe copyright if the OSP 

authorises someone to do an act comprised in copyright. Therefore, whether OSPs are 

                                                

798 Ibid, 1372. 
799 Ibid, 1381 � 82. 
800 857 F. Supp. 679 (N.D. Cal. 1994). 
801 Ibid, 684. 
802 Ibid, 689. 
803 Ibid, 686 � 87. 
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aware of infringing copyrighted works by third parties through their services and 

control those materials are key elements towards contributory copyright 

infringement,804 including right of reproduction, distribution or display etc. The US 

has followed this guideline to legislate for limiting OSPs� liabilities for copyright 

infringement committed by third parties.    

 
5.6.2.2 Legislation 

The CILLA was enacted in October 1998. It amended the Copyright Law of the US by 

adding s 512,805 which creates limitations on the liability of OSPs for copyright 

infringement. The main provisions are stated as follows: 

 

A. Four �safe harbours�: Section 512 provides four situations that limit the remedies 

that may be imposed on OSPs for copyright infringement by third parties. An OSP 

may benefit from these exceptions:806 (1) �mere conduit�: the service provider only 

transmits infringing material by its network;807 (2) �system caching�: the service 

                                                

804 �Contributory infringement� was defined as �one who, with knowledge of the infringing activity, 
induces, causes or materially contributes to the infringing conduct of another, may be held liable as a 
�contributory� infringer.� See A & M Records Inc v Napster Inc 239 F 3d 1004 (9th Cir 2001); (2001) 50 
IPR 232, 244. 
805 See ch 5 endnotes 9 of the Copyright Law of the US. 
806 Ficsor above n 39, 583. 
807 See s 512(a) of the Copyright Law of the US: �Transitory digital network communication�. It reads as 
follows: �A service provider shall not be liable for monetary relief, or, except as provided in subsection 
(j), for injunctive or other equitable relief, for infringement of copyright by reason of the provider's 
transmitting, routing, or providing connections for, material through a system or network controlled or 
operated by or for the service provider, or by reason of the intermediate and transient storage of that 
material in the course of such transmitting, routing, or providing connections, if � 
(1) the transmission of the material was initiated by or at the direction of a person other than the service 
provider; (2) the transmission, routing, provision of connections, or storage is carried out through an 
automatic technical process without selection of the material by the service provider; (3) the service 
provider does not select the recipients of the material except as an automatic response to the request of 
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provider automatically makes and retains copies of material;808 (3) �hosting�: the 

service provider storage of copyrighted materials, but it does not know of storage of 

infringing material in its server;809 and (4) �search tools� and �hyperlinks�: the service 

provider provides an information location tool or link which accesses infringing 

material.810  

 

B. Definition of service provider: In different situations, the definition of service 

provider is different. For the situation of �mere conduit�, the �service provider� is 

defined as �an entity offering the transmission, routing, or providing of connections 

for digital online communications, between or among points specified by a user, of 

material of the user�s choosing, without modification to the content of material as sent 

or received.�811 For the other three situations, �service provider� is defined as �a 

provider of online service or network access, or the operator of facilities� and includes 

an entity of �mere conduit�.812 

 
                                                                                                                                       

another person; (4) no copy of the material made by the service provider in the course of such 
intermediate or transient storage is maintained on the system or network in a manner ordinarily 
accessible to anyone other than anticipated recipients, and no such copy is maintained on the system or 
network in a manner ordinarily accessible to such anticipated recipients for a longer period than is 
reasonably necessary for the transmission, routing, or provision of connections; and (5) the material is 
transmitted through the system or network without modification of its content.� 
808 See s 512(b) of the Copyright Law of the US: �System caching�. Caching is �the intermediate and 
temporary storage of material on a system or net work controlled or operated by or for the service 
provider� for the purpose of making the material available to users of the system or network 
who�request access to [another person�s] material�� 
809 See s 512(c) of the Copyright Law of the US: �Information residing on system or network at direction 
of users�. 
810 See s 512(d) of the Copyright Law of the US: �Information location tools� 
811 s 512(k)(1)(A) of the Copyright Law of the US. 
812 See s 512(k)(1)(B) of the Copyright Law of the US. 
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C. Notification of claimed infringement: It is noted that in the procedure of limiting 

the liability of service providers, s 512 provides guidelines that copyright owners may 

notify service providers to alert them that there are infringing materials on their 

systems or networks.813 Once a service provider who has received the notification has 

removed or disabled access to the material, it can have the benefit of the limitations 

on damages or other monetary relief for copyright infringement.814 The notification 

must be communicated to a service provider in writing, which includes signature, 

identification of the copyrighted works, contact details of the complaining party, a 

statement of the complaining party�s good faith and a statement that the information 

in the notification is accurate.815  

 

D. Counter notification: A subscriber may file a counter notification to the OSP, 

including signature, identification of the material has been removed or disabled, 

statement of the subscriber�s good faith and contacted details of the alleged 

infringer.816 

 

E. Misrepresentations: Any one who intentionally misrepresents that material or 

activity constitutes infringement or the material or activity was removed is liable for 

any damages.817 

 

                                                

813 See s 512(b)(2)(E) of the Copyright Law of the US. 
814 s 512(b)(2)(E) of the Copyright Law of the US . 
815 See s 512(c)(3)(A) of the Copyright Law of the US. 
816 See s 512(g)(3) of the Copyright Law of the US. 
817 See s 512(f) of the Copyright Law of the US. 
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F. Expedited Subpoena Process: The expedited subpoena process permits court 

clerks to issue subpoenas directing OSPs to disclose the name and contact information 

for an OSP�s subscriber, upon a �good faith� allegation of copyright infringement by a 

purported copyright owner. Upon receipt of a subpoena, an OSP must provide the 

copyright owner with the subscriber�s identity expeditiously.818 

 

However, the US �safe harbours� incurred wide criticism for their operation, 

especially the expedited subpoena process. The problem is that a copyright owner is 

given too much power to request a court to issue a subpoena to a service provider to 

disclose the identities of its subscribers with the low threshold of required proof of 

infringement. Unlike the existing subpoena process in US law, the DMCA subpoena 

process has no provision for judicial oversight, so that it increases OSPs� potential 

liability and endangers Internet users� privacy. 

 
5.6.3 OSPs� Liability Exceptions in Australia  
5.6.3.1 Some Cases 

In Australia the Government�s position is that OSPs only bear legal liability for their 

direct or authorising copyright infringement. Before the enactment of the Digital 

Agenda Act, related to the liability of OSPs in Australia, the following cases must be 

considered. 

 

Telstra v APRA. 819  The case was the first one in the world in which a 

                                                

818 See s 512(h) of the Copyright Law of the US. 
819 Telstra Corporation Limited v Australasian Performing Right Association Limited, (1997) 38 IPR 
294. 
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telecommunications service provider was held to infringe copyrighted works through 

its network by the highest court of a nation. Its influence has spread overseas.820 In 

this case, Telstra, a telecommunications service provider, transmitted music to 

telephone users. Through three ways, a telephone user could be played music: (1) 

when the user called a customer service and waited its answer; (2) other businesses 

used the transmission devices provided by Telstra to transmit music to their callers 

who were on hold; (3) a person who called one of Telstra�s �CustomNet� service 

subscriber. The court held that Telstra had infringed APRA�s diffusion right821  when 

the caller used a conventional phone on hold, and broadcast right822 when the caller 

used a mobile phone on hold. After enacting the Digital Agenda Act, both diffusion 

right and broadcast right were replaced by the right of communication to the public. 

Therefore, if an OSP communicates a copyrighted work to its customers without the 

owner�s consent, it will infringe the right of communication to the public.  

 

Trumpet Software Pty. Ltd. v OzEmail Pty. Ltd.823 In this case, as an OSP, OzEmail 

downloaded a shareware computer program from the Internet, and then made 

reproductions and distributed them without charge through two computer magazine 

promotions. The court held that OzEmail was liable for infringement of copyright, 

because it distributed the shareware program, even though the shareware�s author 

                                                

820 Daniel G. Asmus, �Service provider Liability: Australian High Court Gives the World a First � 
Should the United States Follow Suit?� (1998) 17 Dickinson Journal of International Law 189, 189.  
821 That is to cause works to be transmitted to subscribers by a diffusion service. 
822 That is to broadcast works. 
823 (1996) 34 IPR 481. 
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expressly refused OzEmail�s request for its intended distribution. The defendants 

argued that since the software was shareware made available on the University of 

Tasmania�s website, the author of the program had impliedly licensed any user using 

it and could not restrict distribution methods. The court found that the plaintiff had 

clearly revoked the shareware licence, but even if the licence had not been revoked, 

infringement would have occurred, because the licence prohibited distribution of the 

program with other programs that are for sale. 

  

The above cases show that �safe harbours� only provide exceptions or limitations to 

OSPs that meet certain conditions under third party�s infringement. If OSPs directly 

infringe copyright owners� exclusive rights, they must be held liable for their 

infringement.  

  
5.6.3.2 Legislation 

In Australia, it is one of the aims of the government to clarify the liability of OSPs for 

copyright infringements committed by third parties. The Discussion Paper: Copyright 

Reform and the Digital Agenda proposed that an OSP would not directly infringe 

copyright if the contents communicated by its service are determined by third 

parties. 824  This proposal had become one of the principal amendments to the 

Copyright Act 1968.825 However, unlike the United States, the Copyright Amendment 

(Digital Agenda) Act 2000 is succinct in providing the exceptions for OSPs. The Act 

limits conditions of OSPs directly infringing copyright and they authorising an 

                                                

824 Australia Discussion Paper, above n 13, para 4.72. 
825 The Revised Explanatory Memorandum, above n 55, para 41. 
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infringement. For limiting direct liability, the Revised Explanatory Memorandum 

states, �[c]ommunications carriers and Internet Service Provider will not be directly 

liable for communicating material to the public via their networks if they are not 

responsible for determining the content of that material�.826 For limiting indirect 

liability, Section 39(B) of the Digital Agenda Act provides,  

 

[a] person (including a carrier or carriage service provider) who provides facilities for 

making, or facilitating the making of, a communication is not taken to have authorised 

any infringement of copyright in a work merely because another person uses the 

facilities so provided to do something the right to do which is included in the 

copyright.827 

 

The Revised Explanatory Memorandum points out: �a carrier or other service provider 

will not be liable for having authorised a copyright infringement merely by providing 

the facilities by which the communication was facilitated�.828 Section 43A(1) of the 

Act also provides an exception for caching and transmitting copyrighted materials: 

�the copyright in a work, or an adaptation of a work, is not infringed by making a 

temporary reproduction of the work or adaptation as part of the technical process of 

making or receiving a communication.�829 

 

After the implementation of the AUSFTA, the US FTA Act (Cth) provides concrete 

                                                

826 Ibid. 
827 s. 39(B) of the Copyright Act 1968 
828 The Revised Explanatory Memorandum, above n 55, para 60. 
829 s. 43A(1) of the Copyright Act 1968. 
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exceptions that are similar to the four �safe harbours� of the DMCA to OSPs� services 

for infringement by third party. The Act amended the Copyright Act 1968. It divides 

OSPs as four categories:  

 

A. �Mere conduit�: an OSP provides �facilities or services for transmitting, routing or 

providing connections for copyright material, or intermediate and transient storage 

of copyright material in the course of transmission, routing or provision of 

connections�;830 

B. �System caching�: an OSP caches �copyright material through an automatic 

process�, where the OSP �must not manually select the copyright material for 

caching�;831 

C. �Hosting�: at the direction of a user, an OSP stores �copyright material on a system 

or network controlled or operated by or for� the OSP;832 

D. �Search tools�: an OSP refers �users to an online location using information 

location tools or technology�.833 

 

Regarding category A, if an OSP only provides transmission of copyrighted material 

and does not modify the material, a court may only grant an order requiring the OSP 

�to disable access to online locations outside of Australia� or �to terminate a specified 

account�.834 For categories B, C or D, if an OSP does not receive a financial benefit 

                                                

830 s. 116AC of the Copyright Act 1968. 
831 s. 116AD of the Copyright Act 1968. 
832 s. 116AE of the Copyright Act 1968. 
833  s. 116AF of the Copyright Act 1968. 
834 s. 116AG(3) and s. 116AH of the Copyright Act 1968. 
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that is directly attributable to the infringing activity or does not substantively modify 

the cashed copyrighted material, a court may grant an order requiring the OSP �to 

remove or disable access to infringing copyright material, or to a reference to 

infringing copyright material� or �terminate a specified account�. If necessary, the 

court may grant �some other less burdensome but comparably effective non-monetary 

order�.835 It should be noted that, unlike the DMCA expedited subpoena process, the 

Digital Agenda Act does not provide special provisions to request an OSP to disclose 

the detail of its subscriber.  

 

5.6.4 OSPs� Liability Exceptions in Japan 
5.6.4.1 Some Cases 

There is no precedent that directly concerns the liability of OSPs for copyright 

infringement in Japan. 836  However, in essence, there is no difference between 

copyright infringement and defamation of character under general tort claim theory,837 

because both are torts, which are wrongful acts involving a breach of a legal duty.  

Therefore, the following defamation cases can be of assistance in analysing the 

copyright infringement cases. 

 

                                                

835 s. 116AG(4) and s. 116AH of the Copyright Act 1968. 
836 Hisamichi Okamura, �Liability of Internet Service Providers� 
<http://www.softic.or.jp/symposium/open_materials/10th/en/okamura-en.pdf> See also Tsuneaki 
Hagiwara, �Liability of Internet Service Provides� 
<http://www.softic.or.jp/symposium/open_materials/10th/en/hagiwara1-en.pdf> (Both papers presented 
at the Tenth Softic Symposium, Tokyo, November 2001) at 6 March 2006. 
837 Ibid. 
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Niftyserve Forum of Contemporary Ideas Case.838 The plaintiff participated in the 

�Forum of Contemporary Ideas� that was operated by Niftyserve, one of the largest 

OSPs in Japan. She brought an action against the defendant who posted defamatory 

statements in the forum. At the same time, against the administrator and Niftyserve as 

defendants damages were claimed as well, because of the neglect of their duty to 

delete the statement. The Tokyo District Court held that an OSP is liable for 

infringement of third party if: (1) the operator is aware that a defamatory statement 

was posted on its system; and (2) the operator does not remove or block the 

defamatory statement to prevent further damage. Therefore, the court found that 

Niftyserve had a positive obligation to promptly remove allegedly defamatory 

material posted in the forum. On appeal, however, the Tokyo High Court reversed the 

District Court decision, holding that neither the system administrator nor Nifityserve 

had an absolute obligation to delete the defamatory material from its server, so 

Niftyserve was not liable to damages. This case shows that if an OSP only provides 

storage of materials, the OSP is not liable for infringing material in its server. 

 

The Toritsu University Case.839 In this case, one of the defendants posted a web page 

that defamed the plaintiff on the Toritsu University�s website. The plaintiff brought a 

suit for defamation of character against the defendant as well as the operator of the 

                                                

838 The judgment of the Tokyo District Court (May 26, 1997), Hanrei-jihou number 1610, at 22, and the 
judgment of the Tokyo High Court (September 5, 2001), Hanrei-times number 1088, at 94. The 
translation of the judgment of the Tokyo District Court is available at 
<http://www.law.kyushu-u.ac.jp/~luke/kadocase.html>, translated and summarised by Narufumi 
Kadomatsu. 
839 The judgment of the Tokyo District Court (September 24, 1999), Hanrei-jihou number 1707, 139. 
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website, the City of Tokyo. The court found the defendant who posted the message 

was liable for damages, but the website operator was not liable for defaming by the 

third party. Like Niftyserve, the court rejected the plaintiff�s claim that the website 

operator had an obligation to remove the defamatory statement from its system. 

 

By analogy, the above cases suggest that, as providers of content storage, OSPs have 

no liability for infringement of copyright by third parties, and to remove alleged 

infringing material from their systems. 

 
5.6.4.2 Legislation 

In November 2001, the Japanese Diet approved legislation, Law concerning 

Limitation of Damages to Specific Telecommunications Service Provider and 

disclosure of Sender Information,840 which entered into force on May 27, 2002. The 

law sets forth a framework for exempting OSPs from liability when their subscribers� 

postings infringe the rights of a third party. �Specific telecommunication� means a 

transmission received by unspecified persons;841 which is not for the purpose of 

direct receiving by the public.842 In essence, this law provides the OSPs of Japan with 

safe harbours similar to those provided by s 512 of the Copyright Law of the US. 

 

Article 3 of the law specifically provides that an OSP will not be liable for infringing 

material distributed through its facility unless the infringing material can be prevented 

                                                

840 Law No. 137-2001, 22 November 2001. Unofficial translation by Torn Maruhashi available at: 
< http://www.isc.meiji.ac.jp/~sumwel_h/doc/codeJ/provider-e.htm > at 6 March 2006. 
841 art 2(i) of the Law concerning Limitation of Damages to Specific Telecommunications Service 
Provider and disclosure of Sender Information. 
842 Ibid. 
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by technical measures, and the OSP knew or should have known that the material 

infringed another person�s rights. Article 3 also exempts an OSP from liability for 

removing the sender�s infringing material under two situations:843 (1) the OSP had an 

appropriate reason to believe that the right of another person would be wrongfully 

infringed by the material, or (2) the OSP is requested by copyright owners to prevent 

their rights being infringed by the material, and the OSP forwards the request to the 

sender, the alleged infringer, inquiring whether or not the sender agrees to remove 

such material, and the sender fails to respond within seven days.844 Additionally, the 

law allows a copyright owner to require the OSP to disclose details regarding the 

sender of the material, such as name, address etc. if (1) it is obvious that the material 

infringes the rights of the copyright owner, or (2) disclosing sender�s details is 

necessary for the copyright owner to claim damages.845 Depending on the disclosure, 

the copyright owner could bring an action against the sender. When an OSP receives a 

request for disclosure, the OSP should inquire of the sender whether or not his or her 

detail may be disclosed. If the request of disclosure does not meet the above 

conditions, the OSP can refuse such request and is not liable for further damages.846 

 

                                                

843 �Sender� is defined as a person who records information on the server of an OSP and transmits it to 
unspecified persons. See art 2(iv) of the Law concerning Limitation of Damages to Specific 
Telecommunications Service Provider and disclosure of Sender Information. 
844 art 3(2) the Law concerning Limitation of Damages to Specific Telecommunications Service Provider 
and disclosure of Sender Information. 
845 art 4(1) the Law concerning Limitation of Damages to Specific Telecommunications Service Provider 
and disclosure of Sender Information.  
846  art 4(1) the Law concerning Limitation of Damages to Specific Telecommunications Service 
Provider and disclosure of Sender Information. 
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It is obvious that the law tries to balance the interests between the copyright owners, 

the OSPs, and the senders. The law creates the mechanism that the OSPs should be 

exempt from liability for infringement by third parties by removing infringing 

materials or disclosing the information of senders; the copyright owners have a right 

to know the identity of the infringing senders; and the senders can choose whether or 

not to agree to remove their materials or disclose their identities. Comparing with the 

Copyright Law of the US, the liabilities of Japanese OSPs are similar to the US, 

whether in limitations of copyright infringement or in procedure. However, unlike the 

US subpoena process, in Japan, a copyright owner can directly require an OSP to 

disclose the details of the OSP�s subscriber, and does not need a court�s subpoena. 

Ostensibly, Japanese copyright owners have more power in relation to disclosure of 

an infringer. However, as a restriction, an OSP may also refuse the request if the OSP 

considers the request does not meet legal conditions.   

 

5.7 Conclusion for Exceptions 

Copyright exceptions are an important way to balance the relationship of interest 

between copyright owners and the public by free uses, statutory licences and 

compulsory licences. In the environment of the Internet, this is still an effective way 

to adjust the relationship.  

 

The three-step test is the guideline for establishing copyright exceptions, also in the 

digital environment. Both the WCT and the WPPT apply the principle of the test to 

the exceptions or limitations to the exclusive rights of copyright owners, extending 
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application of the test to the Internet.  

 

The Internet extended the forms of existing media. However, this change cannot take 

away an existing right of users. All traditional exceptions should apply to the digital 

environment, such as fair use, libraries and archives exceptions, and educational use 

exceptions. Even though technological measures, online contract and sui generis right 

have struck at the doctrine of fair use, fair use still plays an indispensable role in the 

Internet environment.  

 

Although some countries have strengthened technological protection measures for 

copyrighted works, the principle of fair use have not changed. For example, in the 

United States, the DMCA emphasises that the provisions of anti-circumvention 

should not affect fair use. Australia clearly highlighted that the provisions of 

technological measures should ensure the application of fair dealing. Therefore, 

copyright law should allow fair circumvention of technological measures. 

 

It should be noted that the traditional fair use doctrine is facing serious challenges. 

Case law has supported that online contacts are enforceable. At the same time, it also 

has caught people�s attention that these contracts could be used to exclude or modify 

the copyright exceptions. Although some legislatures and organisations had 

considered or recommended that such contracts have no effect, the potential 

endangerment has not been fundamentally resolved in legislations. In addition, similar 

problems also exist in database protection, by which database producers could possess 

public domain information as private property. Whether these problems will be 
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resolved by legislations, we will wait and see what happens. 

 

For library and archive exceptions, different countries have different provisions. 

Comparing the chosen jurisdictions, a user can get more benefits from the Internet in 

Australia, whether browsing the web pages or obtaining a library service through the 

Internet. Australian copyright law allows a library to transmit a copy of published 

work to a user or another library, but the United States only allows transmitting a 

copy of unpublished works to another library. Anyway, library and archive exceptions 

will continue to balance the interests between copyright owners and the public in the 

digital age. Education is the most important basis for development and progress of 

society. Providing exceptions to the new right of communication ensures educational 

institution to access to copyrighted works and builds a new digital educational form.   

 

The operation of the Internet cannot exist without online service providers. In the light 

of a huge amount of copyrighted works being transmitted, made available and 

automatically stored through OSPs� services and facilities, the OSPs risk potential 

copyright infringement from reproduction and communication of copyrighted works 

and third parties. Providing exceptions to OSPs and building �safe harbours� for OSPs 

conduce to the communication of information. So long as an OSP has no subjective 

intent of copyright infringement, nor authorises third parties to infringe copyright, and 

gives assistance to copyright owners to check the infringement, the OSP should be 

exempt from liability. 
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6. CONCLUSION 
 

No matter how the technological revolution develops, copyright law will always 

adapt. The Internet impacted upon traditional concepts of copyright by rapid 

transmission and distribution, and accurate reproduction. The form of creation, 

distribution and sale of copyrighted works has expanded from tangible copies to 

digital storage and electronic transmission. Therefore, relevant exclusive rights of 

copyright owners and exceptions to these rights for users of copyrighted works had to 

be adapted.  

 

The development of technology modified the traditional methods of communication 

either by distribution of copies, or by performance. Focussing on performance, for 

example, before the invention of broadcasting and wire diffusion, the main 

characteristics of performance were that the place where the performance is initiated 

is the same as where the performance is perceived; the initiation of the performance 

synchronises with its perception, and every member of the audience perceives the 

performance at the same time and the same place chosen by the copyright owners or 

performers. The copyright owners exercising their rights of performance had to gather 

the audience in the same place so that their works could be performed or recited. 

Broadcasting and wire diffusion extended the space of communication: members of 

the public can choose different places to enjoy a performance of a work. Broadcasting 

and wire diffusion made an important breakthrough from communication in public to 
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communication to the public.847 But broadcasts were still at a time and area of the 

copyright owners� choosing. Subsequently, the Internet realised another breakthrough 

of communication from synchronous perception to asynchronous. In other words, it 

allows members of the public to access works from a place and at a time individually 

chosen by them. Most importantly, at the same time as transmitting a performance by 

the Internet, copies of the performance are distributed to and stored in users� 

computers. Internet transmission involves not only the traditional performance right 

but also all other exclusive rights, such as reproduction, publication, distribution, 

importation, display, etc. So, transmission of works over the Internet has changed the 

traditional forms of communication: when a work is transmitted, the work may at the 

same time be produced, distributed or performed. These changes broke the traditional 

balance of benefits between copyright owners and the public, and no single 

pre-existing right covered all acts encompassed in Internet transmission. Copyright 

owners lost control over when, where and how a work could be used or enjoyed. 

Therefore, it was necessary to reform copyright law so that the balance may be 

redressed. Importantly, the reform had to cover the main activities of Internet 

transmission. 

 

Facing the challenge of Internet transmission, legislatures had three alternatives: using 

existing rights to cover Internet transmission, extending existing rights to adapt to the 

Internet environment and introducing new rights to respond to the development of 

                                                

847 Makeen, above n 28, 82. 
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digital technology.  

 

At the treaty level, the rights of communication to the public were existing rights, 

including right of communication to the public of performance of works, of works by 

broadcasting and wire diffusion, of recitations of works and of films as works. But 

these rights were not independent exclusive rights: the right of communication to the 

public was an auxiliary right related to transmission. Furthermore, existing rights of 

communication did not cover the particular characteristic of Internet transmission: 

asynchronous reception. The WIPO Treaties extended the right of communication to 

the public, introducing a new concept and upgrading the right as a new exclusive 

right. The outstanding characteristic of the new right of communication to the public, 

including the right of making available, is that the reception of transmission broke the 

old strictures of time and space: the place and the time of the reception may be chosen 

by users. The WIPO Treaties pointed the legislative way forward for unifying and 

harmonising copyright law in the digital environment in different jurisdictions.  

 

Many countries established a new right for complying with the Treaties, for example, 

Australia�s new right of communication to the public and Japan�s new right of public 

transmission. Both new rights include two sub rights: the right of electronic 

transmission and the right of making available. The right of electronic transmission 

replaced the existing broadcasting and diffusion rights. However, the United States 

adhered to the existing distribution right to resolve the problems of transmission over 

the Internet. This has encountered difficulties of theory. First, Internet transmission 
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does not meet the fixation requirement of tangible form, which is a basic element of 

distribution. Secondly, Internet transmission does not transfer the original copy, which 

is the object of distribution. Thirdly, Internet transmission produces new copies, 

which is prohibited by the distribution right.  

 

That the transmission is �to the public� is a critical element of the new 

communication right. It is easy to understand that transmitting a work to multiple 

points via the Internet constitutes public communication. In fact, transmitting a work 

to a public server for public access by uploading constitutes public communication as 

well. In other words, unlike transmitting an email to a private address that is 

inaccessible to the public, uploading a work to an Internet server for public access is 

not a private communication. The purpose of the transmission is to make the work 

available to the public, i.e. every member of the public may retrieve the work. 

Therefore, not only making a work available online, but also transmitting a work into 

a public server for public access constitutes public communication. Although the 

WIPO Treaties and copyright laws do not define where and when a communication 

occurs, it is not difficult to tell that a communication is initiated when a work is made 

available to the public or is transmitted to a public server for public access; and a 

communication occurs at the places where a making available or transmission occurs. 

 

In the digital environment, almost every Internet activity, such as browsing, caching, 

downloading and uploading, concerns reproduction by storing copyrighted works into 

a computer system. That permanent storage constitutes reproduction in the copyright 
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sense is universally accepted at the international level and in every jurisdiction, but 

the dispute as to whether temporary storage, especially storage in RAM, constitutes 

reproduction continues. Japan advocates that temporary storage does not constitute 

reproduction; but most countries accept it as reproduction and provide exceptions for 

such transitory storage.  

 

At the same time as establishing the right of communication to the public, the WIPO 

Treaties extended the objects of the distribution right from cinematographic works 

only to all original works and subject-matters. At the International level, the right of 

distribution and the right of communication to the public are separate and independent 

exclusive rights. There is no relationship between distribution and Internet 

transmission. For instance, in Australia and Japan, the object of distribution is a 

physical or material copy or record, which cannot be transmitted over the Internet. In 

contrast, even though the object of distribution is also a physical copy in the US 

copyright law, US courts have held that uploading works infringes the right of 

distribution. As an incident of the distribution right, in a country where Internet 

transmission constitutes distribution, Internet transmission may constitute 

importation; otherwise, in countries where a right of communication to the public was 

introduced, the act of Internet transmission from one country to another is covered by 

the right of communication. So in these countries, Internet transmission does not 

concern the importation right.  

 

Internet transmission is one of the modes of communication. Like a traditional 
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performance, in the Internet environment, a performance still occurs in a space open 

to the public. However, if a transmission is displayed by operation of any equipment 

in public, that operation constitutes performance, whereas the transmission itself does 

not. In other words, the person who displays the transmission in public is liable, not 

the person who transmits the work. So, Internet transmission has a close relationship 

with performance. There are two performance right holder groups: owners of 

copyrighted works and performers. However, they have different communication 

rights. For example, at the international level, the copyright owners have the absolute 

right to communicate the performance of their works to the public by wire or wireless 

means; performers only have the right of making their performance fixed in 

phonograms available to the public by wire or wireless means.  

 

In relation to performance, there is a strange phenomenon in countries where no right 

of communication to the public was introduced: the nature of a transmission depends 

on the act of the receiver, not transmitter. For example, in the United States, when a 

transmitter transmits a performance of a work to a receiver without consent of the 

owner, if the receiver only saves the transmission into a computer, the transmission 

constitutes distribution. Otherwise, if the receiver plays the transmission in public, the 

transmission constitutes not only distribution, but also performance. 

 

There is no right of public display in the Berne Convention. However, in the US and 

Japan displaying a transmission on a computer screen in public may infringe the rights 

of copyright owners. Uploading and framing was held to violate the display right by 
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the US courts. The Copyright Law of Japan provides copyright owners an exclusive 

right to receive a public transmission in public. Only copyright owners can publicly 

display their works transmitted by the Internet. 

 

In sum, Internet transmission incorporates the actions of reproduction, distribution, 

importation, performance and display etc. Irrespective of the jurisdiction, there was no 

existing exclusive right to cover all above actions. Therefore, there was a very 

fragmental picture with no �fit� between actions on the Internet and rights. By 

implementing the WIPO Treaties, all above actions can be covered by one right, the 

right of communication to the public. It is generally accepted that therefore it was 

necessary to adopt the uniform standards of international treaties, establishing a new 

right to cover the actions.  

 

Copyright exceptions are important counterweights, which balance the interests of 

copyright owners and the public. When introducing a new right for copyright owners, 

legislatures must provide corresponding exceptions to the right so that the balance can 

be maintained. In the digital environment, once transmission and making available 

become exclusive rights of copyright owners, they must correspondingly become the 

subject of exceptions, permitting users or organisations to transmit copyright works or 

make the works available under certain conditions. In treaty terms, whether or not a 

use of a copyrighted work is lawful is determined by the three-step test: the use 

 

(1) Is permitted in certain special cases;  

(2) Does not conflict with a normal exploitation of the work; and  
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(3) Does not unreasonably prejudice the legitimate interests of the author.  

 

The following exceptions: fair use, library and archive use, educational use and 

exceptions for OSPs are generally thought to fall within these broad guidelines. 

 

Fair use is the most important exception in copyright law. However, it was affected in 

an unprecedented manner by the Internet. First, technological protection measures are 

deployed to control access to copyrighted works; secondly, the application of online 

unilateral contracts forced users to accept all terms drafted by copyright owners; 

thirdly, the protection of databases may result in producers of databases privatising 

the public domain of information. Therefore, a common view has developed that the 

fair use doctrine should be applicable to the Internet, because the Internet is only the 

extension of existing media. So, strengthening and adapting the fair use doctrine in the 

digital age has become a very important task for legislatures.  

 

The United States has introduced absolute legal protection for technological 

protection measures whether relating to conduct or to devices. However, the US 

copyright law sets up exceptions for circumvention of technological measures. All fair 

use provisions still apply to circumvention. At the time of introducing the concept of 

technological protection measures, Australia emphasised that existing fair dealing and 

other exceptions should not be reduced, and users, libraries, archives and educational 

institutes have reasonable access to copyrighted works in the online environment. The 

Japanese legislative attitude is clear: access control measures are not protected by 

copyright law. 
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Facing the threat of online contracts to fair use, the US Congress considered that 

non-negotiable contracts which attempt to limit use of non-copyrightable material, 

and attempt to restrict the limitation on exclusive rights are not enforceable. In 

Australia, the ACLRC also recommended that an agreement that excludes or modifies 

the provisions of fair dealing and other exceptions has no effect.  

 

In order to balance the interests between copyright owners and the public, at the same 

time as protecting transmission to the public, legislators extended library and archive 

exceptions from reproducing copyrighted works to digitising and communicating the 

works. The United States allows transmitting an unpublished work to other libraries or 

archives; Australia allows transmitting a published work to users. Libraries and 

archives may make a work available online within their own premises. Both countries 

provided an exception to libraries and archives in relation to copyright management 

information: libraries and archives that remove or alter any electronic rights 

management information do not infringe copyright. Obviously, these new library and 

archive exceptions will serve the interests of the public. 

 

The Internet has become an indispensable tool of education. Most countries 

recognised the need to develop a national strategy for the use of information 

technology in education. In the United States, the educational use exceptions have 

been extended from nondramatic literary or musical works to all type of works; and 

students no longer are limited to receiving a transmission in classrooms, but may do 

so anywhere. In Australia, educational institutions may communicate works or 
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subject-matters on their own premises. In Japan, a published work may be transmitted 

or made available publicly for students to receive.   

 

Thus it can be seen that transmission of copyrighted works and making the works 

available are subject to fair use, libraries and archives exceptions, and educational use 

exceptions.  

 

It should be pointed out that online service providers play a very important role on the 

Internet stage. Providing exceptions for their services and reducing their potential 

exposure to copyright liability of third parties are necessary. Most countries pursue 

the principle that, on condition that an OSP has no intent to infringe copyright, for 

example, the contents of a website are not determined by an OSP, the OSP should be 

exempt from liability. So, Australia and the United States provided four �safe 

harbours� for OSPs to limit their liability if the OSPs only transmit, cache or store 

infringing material, or provide search tools for users. Japan provided similar 

exceptions to OSPs as well. Most countries provide making a temporary reproduction 

of a work as part of a technical process does not constitute infringement of copyright. 

 

In conclusion, protection of copyright owners� interests on the Internet is an arduous 

task in the digital environment. However, it is also important to resolve the balance 

between copyright owners� and users� rights on the Internet. Comparisons of the 

legislations between selected jurisdictions, demonstrates that even though different 

countries have their own legal systems and legislative principles, transmitting 

copyrighted works over the Internet has been generally accepted as an exclusive right 
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of copyright owners, and in order to balance the interests between copyright owners 

and the public all these countries have provided exceptions to the right. However, in 

the age of globalisation, how to implement the new exclusive rights and exceptions in 

various jurisdictions is still and will continue to be a challenging question for 

copyright jurists. 
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